ASIA 



CORNELL 

UNIVERSITY 

LIBRARY 




THE 

CHARLES WILLIAM WASON 

COLLECTION ON CHINA 

AND THE CHINESE 



Corned University Library 
T 313.H7W68 



The law of trade-marks :the Trade-marks 



3 1924 023 590 247 




Cornell University 
Library 



The original of this book is in 
the Cornell University Library. 

There are no known copyright restrictions in 
the United States on the use of the text. 



http://www.archive.org/details/cu31924023590247 



LEGAL WORKS. 

By Sir Francis Piygott, Kt. 

Extradition.— A Treatise on Fugitive Offenders. 45/- net. 

Foreign Judgments and Jurisdiction. 3rd Edition, 
Completely Revised and Re-written. 3 Vols. 

Vol. 1. Foreign Judgments Competence and 
Jurisdiction. £2. net. 

Vol. 2. Judgments in Rem — Status. 55/- Net. 

Vol. 3. Parties Out of the Jurisdiction. 25/- Net. 

Exterritoriality. — Containing the Laws relating to 
Consular Jurisdiction and Residence in Oriental Countries, 
&c. Second Edition. 60/- 

Nationality. 2 Vols. £3 net. 

Vol. 1. Nationlity and Naturalisation. 

Vol. 2. English Law on the High Seas and Beyond 
the Realm. 

Imperial Statutes. — Applicable to the Colonies. 2 Vols. 
£5.5.0 net. 



A History op and Treatise on the Law of Hongkong 
Relating to Trade Marks. By C. D. Wilkinson. $3.00 

Companies Ordinances of Hongkong. Being No. 1. of 
1865 with Introduction, Notes and an Index. By J. W. 
Lee- Jones. $10.00. 

Interpretations of the New Regulations for 
Preventing Collisions at Sea. By II. M. Pollock. 
45.00. 



THE LAW 

OF 

TRADE-MARKS 

THE TRADE-MABKS ORDINANCE, 1909, 

THE MERCHANDISE MARKS ORDINANCE 1890 

OP HONGKONG. 



BY 

C. D. Y ILKINS0N - 

SOLIOITOB, &C, HONGKONG. 



1911 
KELLY a WALSH, LTD , HONGKONG. 

u 



Registered in accordance with the provisions of Ordinance Xo. 2 of 1888, at tht 
office of the Registrar-General, Hongkong, 



CONTENTS. 



Table of Cases 

Preface 

Introduction 

Trade-marks Ordinance 1909 

Section. 

1 Short Title 

2 Oefiuitions 

3 Seal 

4-7 Register of trade-marks 

8-11 Registrable trade-marks 

12-18 Registration of trade-marks 

19-21 Identical trade-marks 

22,23 Assignment 

24-27 Associated trade-marks 

28-31 Renewal of registration 

32-37 Correction and rectification of Register 

38-46 Effect of registration 

47,48 Legal proceedings 

49 Costs 

50-5:2 Evidence 

53-55 Powers and duties of Registrar 

56 Rules 

57 Pees 

58 Special trade-marks 

59, 60 Offences 

61 Royal Arms 

62 Repeal of previous enactment 

63 Commencement of Ordinance 

Rules made under Trade-Marks Ordinance 

1st Schedule thereto (Fees) 

2nd „ „ (Forms) 

3rd „ „ (Classification of goods) 

Addenda 

Merchandise Marks Ordinance 1890 

Regulations made under Merchandise Marks Ordinance 

Corrigenda et Addenda 

Index 



PAGES.. 



I-IX 



1 

2-6 

7 

7-11 

11-37 

37-53. 

53-69' 

69-76 

76-79' 

'i 9-82. 

82-96. 

96-134 

134-136- 

136-139. 

1 39, 140. 

140-145 

145. 

145 

110,147 

.147-14* 

,149-152 

152 

152 

.153-167 

,168-169 

. 170-179- 

. 180-187' 

,188,189' 

.191-225. 

.227-232 

. 233-23T 

, 239-262: 



TABLE OF CASES. 



A.ddley Bourne's Trade-mark, 20 R. P. 0. 105 87, 139 

Aktiebolaget & Co.'s Trade-mark, (1910) 2 Ch. 64 189 

Alaska Packing Co. v. Crooks, 16 R. P. C. 503, 18 R. P. C. 129 61 

Albert Baker & Co.'s Application, (1908) 2 Ch. 86 14, 51, 52, 65 

Altaian's Application, 21 R. P. C. 753 148 

American Tobacco Co. v. G-uest, (1892) 1 Ch. 630 116 

Anglo-Swiss Condensed Milk Co. v. Metcalf, 31 Ch. D. 454 60 

Anglo-Swiss Condensed Milk Co. v. Pearks, 21 R. P. C. 261 ...11, 26, 94 
Appollinaris Co.'s Trade-mark, (1891) 1 Ch. 1, (1891) 2 Ch. 186, 
(1907) 2 Ch. 178, 24 R. P. C. 436 

2, 4, 22, 28, 42, 47, 48, 52, 86, 91 

Aquascutum v. Cohen, 26, R. P. O. 650 130 

Arbenz Application, 35 Ch. D. 248 47, 144 

Attorney General v. Nottingham Corporation, (1904) 1 Ch. 673 116 

Australian Wine Importers Ltd., 41 Ch. D. 278 57, 58 

Badische Fabrik v. Basle Chemical Works, (1898) A. C. 200 118 

Badische Fabrik v. Hickson, 28 R. P. C. 433 11^ 

Baker & Co.'s Application, (1908) 2 Ch. 86 14, 51, 52, 65 

■Batt & Co.'s Trade-mark, (1898) 2 Ch. 432, (1899) A. C. 428 

11, 83, 8S, 94 
Birmingham Small Arms Co.'s Application, (1907) 2 Ch. 3%, 

24 R. P. 0. 568 76, 137, 141 

Birmingham Small Arms Co.', Ltd. v. Webb & Co., 24 R. P. C. 27... 1^8 

Boord v. Thorn, 24 R. P. C. 697 89, 98 

.Booth Distillery Co.'s Application, 21 R. P. C. 18 57, 141 

Bostock v. Nicholson, (1904) 1 K. B. 725 223 

Bourne v. Swau & Edgar, (1903) 1 Ch. 211 19, 82, 88, 122 

"Bovril Trade-mark, (1896) 2 Ch. 600 16 

Bow v. Hart, (1904) 2 K. B. 693, (1905) 1 K. B. 562 102, 103 

.Bowden's Application, 26 R. P. C. 205 18 

British Motor Car Syndicate v. Taylor, (1900) 1 Ch. 577, 

(1901) 1 Ch. 122 118 

Brock's Application, (1910) 1 Ch. 130 10, 17, 89, 93, 101 

Budd v. Lucas, (1891) 1 Q. B. 408 202 

.Burland's Trade-mark, 42 Ch. D. 274 20 

Burroughs & Wellcome & Co.'s Trade-mark, 21 R. P. C. 217 89 

Burroughs & Wellcome V. Thompson, (1904) 1 Ch. 736 16 

•California Fig Syrup Co.'s Application, 40 Ch. D. 620, 

(1909) 2 Ch. 99, (1910) 1 Ch. 130.. .22, 29, 40, 68, 137, 195 

Cameron v. Wigeins, (1901) 1 Q. B. 1 205 

Carrol's Application, 16 R. P. C. 82 24 

•Carter Medicine Co.'s Trade-mavk, (1892) 3 Ch. 472 68, 195 

Cash Ltd. v. Cash. 18 R. P. C. 213, 19 R. P. C. 186 124 

■Cellular Clothing Co. v. Maxfcou, (1899) A. C. 326 132 



ii TABLE OF CASES. 

Cheseborongh Co.'s Trade-mark, (1902) 2 Ch. 1 10, 131 

Churchill v. Crease, 5 Bing. 17" 234- 

Christy v. Tipper, (1905) 1 Ch. 1, 21 R. P. C. 755 15, 89* 

Christy v. Cooper, (1900) 2 Q. B. 522, b3 L. T. 54 202, 203. 

Clement et Cie's Trade-mark, (1900) 1 Ch. 114 27 

Cochraue v. Macnish, (1896) A. C. 225 115 

Collins Co. v. Reeves, 28 L. J. Ch. 56 iii 

Coltnan's Trade-mark, (1894) 2 Ch. 115 51 

Commissioner of P. YV. v. Logan, (1903) A. C. 355 235 

Compagnie Iiidustriellesdes Petrolles Application, (1907) 2 Ch. 435 

16, 20, 73 

Condy v. Taylor, 56 L. T. 891 209 

Cooper v. Whittingham, 15 Cb. D. 501 137 

Cooper v. Moore, (1898) 2 Q. B. 300 199 

County Chemical Co. v. Frankenburg, 21 E. P. C. 722 Ill), 123 

Crompton's Trade-mark, 19 R. P. C. 265, (1902) 1 Ch. 758 ...27, 77 

Daimler Motor Co. v. London Daimler Co., 24 R. P. C. 379 126, 138 

Daniel v. Whitehouse, (1898) 1 Cb. 685 95 

Davis v. Harbord, 15 A. C. 316 81, 33 

Defries v. Electric, &c. Co., 23 R. P. C. 341 3, 5 

Densham's Trade-mark, (1895) 2 Ch. 176 15 

Dewburst's Application, (1896) 2 Cb. 137 42, '60, 76, 208 

Dexter's Application, (1893) 2 Ch. 262 25, 61, 107 

Dobree v. Napier, 2 Bing. N. S. 797 119 

Donohoe v. Cherry, 26 R. P. O. 545 204 

Duulop v. Dunlop, 22 R. P. C. 533 125 

Eastman v. Comptroller, (1898) A. C. 571 15, 16, 18 

Ebbs v. Bulnqis, L. R. 10 Ch. 479 .'234 

Edelstein v. Edelstein, 1 D. J. and S. 185 114 

Edge v. Niccols, W. N. (1910) 250, 103 L. T. 579 236 

Edwards v. Dennis, 30 Cb. D. 454 10 11 72 

Ehrmann's Application, (1897) 2 Ch. 495 ' '75. 

Ellen v. Slack, 24 S. J. 290 ' 114 

Ellis & Co.'s Trade-mark, 21 R. P. C. 617 .7.7.7. S7 

Eno v. Dunn, 15 A. C. 252 57 

Estcourt v. Estcourt, L. R. 10 Ch. 276 110 138 

European Blair Camera Co.'s Trade-mark, 13 R. P. C. 600 .....4 

Earbenfabriken's Application, (1894) 1 Ch. 645 20 136 

Eaulder & Co.'s Trade-mark, (1902) I Ch. 125 43 52 

Faulder v. Rusbton, 20 R. P. C. 477 ..'l 81 

Field's Application, (1900) 1 Cb. 651 7..16 

Findlater v. Newman, 19 R. P. C. 249 ...139 

Firebrace v. Firebraee, 4 P. D. at p. 66 iv 220 

Fletcher v. Bealey, 28 Ch. D. 688 ' lr7 

Ford v. Foster, L. R. 7 Ch. 611 .77777777.7. T 11* 

Fowler v. Cripps, (1906) 1 K. B. 16 Vq's ! "202 "21 1 

Fullwood v. Fullwood, 9 Ch. D. 176 7.7.7.7 '. \.ut 

Gatidy v. Fleming, 18 R. P. C. 276 V15 

Gawthorp v. Mason, 23 R. P. C. jOI 7.7.7 139. 

Gestetuer's Trade-mark, (1907) 2 Ch. 478, (1908) 1 Ch.sis, 

24 R. P. C. 545 is aq qn 01' t>o 100 

Gillett v. Lumsden, (1905) A. C. 601 .7777.! I. Z\. .„...;.../.. ™ 



TABLE OF CASES. iii 

Goodall's Trade-mark, 42 Ch. 1). 566 52 

Goodwin v. Ivory Soap Co., 17 R. P. 0. 689, 18 R. P. C. 389 

122, 129 

Gramophone Co.s Application, (1910) 2 Ch. 423 224 

Grant v. Levett, 18 K. P. 0. 361 ..!!.'.110 

Guinness & Co.'s Trade-mark, 5 E. P. C. 316 '.'.'...85. 

Gatta Percha and India Rubber Co. of Toronto's Application 

(1909) 2 Ch. 10 12, 21, 73 

Hadley v. Baxendale, 9 Ex. 341 223 

Halley The L. R., 2 P. C. 193 '.'.'..'.lis'. 

Hammond v. Bussey, 20 Q. B. D. 79 223 

Hannel v. Gebruder, 21 R. P. C. 576 127 

Hanson's Trade-mark, 37 Ch. D. 112 '" 35 

Hare's Trade-mark, 24 R. P. C. 263 "94 

Hargreaves v. Freeman, (1891) 3 Ch. 39 n j 73. 

Hairison's Application, 18 R. P. C. 34 ' 28 

Hart v. Colley, 44 Ch. D. 193 \' u "{17 

Hart's Trade-mark, 19 R. P. C. 569, (1902) 2 Ch. 621 ... 11, 73 88 94 

Heaton's Trade-mark, 27 Ch. D. 570 '.47 

Hennessey v. Dompe, 19 R. P. C. 333, 20 R. P. C. 175 223 

Hill v. Thomas, 23 R. P. C. 375 139 

Hirsch v. Jonas, 3 Ch. D. 684 3 4 

Holloway v. Clent, 20 R. P. C. 525 125. 

Holt's Trade-mark, (1896) 1 Ch. 711 12, 20 237 

Hubbock v. Brown, 17 R. P. C. 148 and 638 '.151 

Hudson's Application, 24 R. P. C. 582 21, 60 

Hunt v. Ehrmann, (1910) 2 Ch. 198 ^236 

Ihlee v. Hanshaw, 31 Ch. D. 323 74. 

Iron Ox Co. v. Leeds I. O. Socy. Ltd., 24 R. P. C. 434 130 

Jackson v. Napper, 35 Ch. D. 162 53, 55, 103, 

James' Trade-mark, 31 Ch. D. 340, 33 Ch. D. 392 25 26 

Jay v. Ladler, 40 Ch. D. 649 '. n 

Jenkins v. Hope, (1896) 1 Ch. 278 116 

Johnson's Trade-mark, 26 R. P. C. 195 72- 

Johnson v. Raylton. 7 Q. B. D. 438 .221 

Johnstone v. Orr Ewing, 7 A. C. 219 63 

Joseph Crosfield's Application, (1910) 1 Ch. 130 

23, 29, 127, 142, 143, 188. 

Keep's Trade-mark, 26 Ch. D. 187 42, 97 

Kenrick's Application, .26 R. P.. C. 641..-. 46 4* 

King v. Gillard, 22 R. P, C. 327 129, 138 

Knapten's Trade-mark, 24 R. P.. C. 550 89> 

Konigand Ebhardt'sApplication, (1896) 2 Ch. 236 151 

Kirshenboim v. Salmon, (1898) 2 Q. B. 19 199. 

Kutnow's Application, 10 R. P. C, 401 62 

Lake and Elliot's Application, 20 R. P. C. 605 21 

Lamberts. Goodbody 19 R. P. C. 283 138 

Langleyr. Bombay Tea Co., (1900) 2 Q. B. 4€0 205. 

Leather Cloth Co„ Ld. v. American L. C. Co., Ld., 11 H. L. C. 538 

59, 127- 
Leibig's Extract of Meat Co. v. Hanbury, 17 L. T. N. S 298 131 



iy TABLE OF CASES. 

Leiner's Application, 20 R. P. C. 253 50 

Leonard and Ellis' Trade-mark, 26 Oh. D. 288 20, 31, 92 

Leopold Uasella' & Co.'s Application, (1910) 2 Ch. 240 188 

Leuba v. Ullmann, H. K. L. R. Vol. 1 p. 131 & Vol. II p. 5 ...6, 98, 109 

Linoleum Co. v. Nairn, 7 Ch. D. 834 ...181, 224 

Linotype Co.'s Applicati6n, (1900) 2 Ch. 238, 14 R. P. C. 900 17, 20 

Loftus' Trade-mark, (1894) 1 Ch. 193 53 

London General Omnibus Co. v. Lavell, (1901; 1 Ch. 135 129 

Louise & Co. iy. Gainsborough, 20 R. P. C. 61 24, 89 

Lyle and Kinahan's Application, 24 R. P. C. 37 and 249 ...28, 122, 148,. 
Lyndon's Trade-mark, 32 Ch. D. 109 62, 122 

Macleod v. Attorney General for N. S. Wales, (1891) A. C. 455 213 

Macmillan v. Ehrmann, 21 R. P. C. 357 14 

McCaw& Co. v. Lee Bros., 23 R. P.O. 1 110 

Magnolia Metal Co. v Atlas Metal Co., 14 R. P. C. 389 74 

Magnolia Metal Co.'s Trade-mark, (1897) 2 Ch.371 ...20, 22, 23, 71, 72 

Major v. Franklin, 25 R. P. O. 406 5 

Marler's Trade-mark, 44 L. T. 98 88 

Meikle v. Williamson, 26 R. P. C. 775 126 

Metropolitan Asylum v. Hill, 6 A. 0. 193 235 

Meuss' application, (1891) 1 Ch. 41 43, 52 

Meyershein's Trade-mark, 43 Ch. L>. 604 19 

Mitchell & Co.'s Trade-mark, 28 Ch. D. 666 8 

Montftomerie v. Young, 20 R. P. C. 781 138 

Montgomery v. Thompson, 41 Ch. D. 35, (1891) A. C. 217 126 

Morocco Bound Syndicate v. Harris, (1895) 1 Ch. 534 119 

Morrall v. Hessin, 20 R. P. C. 429 125 

Mouson v. Boehm, 26 Ch. D. 398 55, 95, 113 

National Biscuit Co.'s Application, (1901) 1 Ch. 550, (1902) 1 

Ch. 783, 19 R. P. 0. 281 17, 20 

National Starch Co.'s Application, (1908) 2 Ch. 698, 25 R. P. 

C. 802 22, 28 

National Starch Co. v. Mumm's Patent Co., (1894) A. C. 275 ... 110, 112 

,<eostyle v. Ellam, 21 R. P. C. 569 127 

New Ixion Co. v. Spilsbury, (1898) 2 Ch. 137, 484 8, 97 

New Ormonde Cycle Co., (1896) 2 Ch. 520 82 

"Normal" Trade-mark, 35 Ch. D. 231 48, 139, 143, 144 

Orr-Ewing v. Johnson, 7 A. C. 219 119 

Paine's Trade-mark, 9 R. P. C. 130, 25 R. P. C. 329 26, 88, 94 

Palmer's Application, 21 Ch. D. 47 92 

Panhard v. Panhard, (1901) 2 Ch. 613 71 

Payton v. Snelling, 17 R. P. C. 628 130 

Perry v. Truefit, 6 Beav. 66 59 

Philiippart'g Trade-mark, (1908) 2 Ch. 274 18, 19, 20, 90, 91 

Phillips v. Eyre, L. R. 6. Q. B. 1 119, 120 

Vianotist Co.'s Application, 24 R. P. 0. 774 6S 

Pinto v. Badman, 8 R. P. C. 181 70 

Player and Son's Trade-mark, (1901) 1 Ch. 882 43, 77 

Powell's Trade-mark, (1894) A. C. 8 86 

Powell v. Birmingham Vinegar Brewery Co., Ltd., (1897) A. C. 715. ..181 
Price's Patent Candle Co., 27 Ch. D. 681 12 



TABLE OF CASES. V 

Ralph v. Taylor, 25 Ch. D. 194 ,..18 

Ralph's Trade-mark, 25 Ch. D. 194 89 

Rawland v. Mitchell, 75 L. T. 489 Ill 

Eeddaway & Co. v. Irwell and Eastern Eubber Co., Ltd., 23 R. 

P. C 621..... .....; ; ; .' ..99 

Eeddawav v. Banham, (J896) A. C. 199.... 131, 132 

Reinhardt v. Spelding, 49 L. J. Ch. 57 26 

R. z>. Cockshott, (1898) 1 Q. B. 582 205 

Reg., a. Tyler, (1891) 2 Q..B, 588 198 

Rey v. Lecontnrier, (1908) 2 Cb. 715 71 

Richards v. Butcher, (1891) 2 Ch. 522 54, 95 

Rigden v. Jones, 22 R. P. 0. 417 'l25 

Ripley's Application, 77 L. T. 495 17, 23 

Ripley v. Banday, 14 R. P. C. 281 110 

Riviere's Trade-mark, 55 L. J. Ch. 545 37, 88 

Rogers v. Rottgen, 5 T. L. R. 678 'll9 

Rotherham's Trade-mark, 14 Ch. D. 585 ; 32 

Rosenthal v. Reynolds, (1892) 2 Ch. 301 51 

Royal Warrant Holders Association v. Kitson Ltd., 26 R. P. 

C 157 115, 152 

Royal Worcester" Corset Co.'s Application, (1909) 1 Ch. 459 ...29, 152 
Royal Warrant Holders Association v. Slade, 25 R. P. C. 245 151 

Saccharin Corporation v. Reitmeyer, 17 R. P. C. 606 118 

Saxlehner v. Appollinaris Co., (1897) 1 Ch. 893 138 

Schwepps v.- Gibbens, 22 R. P. C. 610 128, 129 

Scott v. Lord Seymour, 1 H. and C. 219 119 

Seixo v. Provezendo, L. R. 1 Ch. 192 63 

Sen Sen Co. v. Britten, (1899) 1 Ch. 692 149 

Shamrock & Co.'s Application, 24 R. P. C. 659 137 

Shipwright v. Clements, 19 W. R. 599 73 

Simpson Davis and Sod's Trade-mark, 15 Ch. D. 525 65 

Singer Manufacturing Co. v. Wilson, 2 Ch. D. 434 64 

Singer Manufacturing Co. v. Loog, 18 Ch. D. 395, S A. C. 15 131 

Singer Manufacturing Co. v. Spence, !0 R. P. C. 297 131 

Sir Titus Salt's Application, (1897) 3 Ch. 166 , 22 

Slazenger v. Spalding; (1910) 1 Ch. 257 114 

Slazenger v. Piggott, 12 R. P. C. 439 115 

Smith v. Anderson, 15 Ch. D. 247 147 

Societe Anonyme de 1' Etoile's Trade-mark, (1894) 1 Ch. 61. ..21, 35, 119 

Society of Accountants v. Goodway, (1907) 1 Ch. 489 132 

Society of Architects v. Kendrick W. N., (1910) 113 132 

Spencer's Trade-mark, 3 R. P. C. 73 '. 31 

Sphincter's Trade-mark, 10 R. P. C. 84 46 

Standard Bank of S. Africa Ltd.. v.. Standard Bank Ltd., 26 R. 

P. C. 310 126 

Star Cvcle Co. v. Frankenburgs, 24 R. P. C. 46 and 405 21 

Starey V Ohilworth, 24 Q. B. D. 90 222 

Stephen's Case, 3 Ch. D. 659 13, 30 

Stone v. Burn, 103 L. T. 540 208, 236 

Suter's Trade-mark, 19 R. P. C. 42 88 

Thorne v. Pimms, 26 R. P. C. 195 183 

Thornloe v. Hill. (1894) 1 Ch. 569 13 

Thwaites v. McEvilly, 20 R. P. C. 663 204 



VI TABLE OF CASES. 

towiisend v. Jarman, 17 R. P. C. 649 138 

Trade-Mark "Normal," 35 Oh. 1>. 231 48, 139, 14 3, 144 

Trimbles. Hill, 5 A. C. 34J 91. 237 

Turton v. Turton, 42 Oh. 1). 128 124 

Ullmann v. Leuba, (1908) A. C. 443 70, 71, 72 

United States Playing Card Co.'s Application, (19081) 1 Oh. 1»7 ....2, 24 

Upmann v. Forester, 24 Gh. D. 231 113, 114, 115 

Upmann v. Elkan, L. It. 7 Oh. 130 114 

Valentine v. Valentine, 17 E. P. C. 673 124 

Van Duzer's Trade-mark, 34 Ch. I). 623 15, 22, 54 

Van Oppen & Co., Ltd. v. Van Oppen, 20 R. I'. C. 617 110 

Vernon v. Buchanan, 23 R. P. C. 17 13^ 

Verschure & Zoon's Application, 22 R. P. C. 568 17, 42, 48 

Walter v. Steinkoff, (1892) 3 Ch. 489 116 

Warsop v. Warsop, 21 R. P. C. 481 138, 148 

Warwick Trading Co. v. Urban, 21 R. P. C. 24o 18 

Warwick Tyre Co. v. New Motor Co., 101 L. T. 889, (1910) 

1 Ch. 248 73, 125, 132 

Wellcome's Trade-mark, 32 Ch. D. 213 73 

Western Counties Railway Co. v. Windsor and Anapolis Railway 

Co., 7 A. C. 178 109, 235 

White Rose Trade-mark, 30 Ch. 1). 505 35 

Whiteley's Trade-mark, 43 L. T. N. S. 627 97 

Whitefield's Application, (19U9) 2 Ch. 373 28 

Wills' Trade-mark, (1893) 2 Ch. 262 4, 122 

Williams v. Bronnley, 26 R. P. C. 481 and 765 ... 122, 124, 129, 130 

Wolff v. Nopitsch, 17 It. P. 0. 321 65, 113, 220 

Wood v. Burgess, 24 Q. B. D. 162 203, 209 

Wood v. Lambert, 32 Ch. D. 247 10, S3, 65, 92, 220 

Wotherspoon v. Curry, L. R. 5 H. L. 508 63 

Worthington's Trade-mark, 14 Ch. D. 8 62 

Wright and Crossley's Application, (1900) 2 Ch. 218 27 

Yost Typewriter Co. v. Typewriter Exchange Co., 18 R. P. C. 422 110- 



PREFACE. 



In my small book on the History and Law of Trade- 
Marks in Hongkong, published in 1907, it was stated that 
a new Trade- Marks Ordinance had been prepared, and was 
in course of consideration by the Government. That 
Ordinance was drafted mainly on the lines of the Trade- 
Marks Act, I90o, but it left as before the decision of all 
questions relative to the validity of trade-marks to His 
Excellency the Governor, and therefore continued to 
deprive the Supreme Court of jurisdiction in such matters, 
and the public of the right of resort to the Court. 

Further consideration having been given to this subject, 
it was eventually decided that all such jurisdiction as is 
exercised by the Supreme Court of Judicature in England 
in trade-mark matters should be expressly conferred upon 
the Supreme Court of Hongkong by a new Ordinance ; and 
that, by such new Ordinance, the law with regard to the 
registration of trade-marks, and the effect of such 
registration, should be made as nearly as possible similar to 
that now existing in the United Kingdom under the Trade- 
Marks Act, 1905. 

The wording of the several sections of the new Ordinance 
is therefore almost precisely the same as the wording of the 
corresponding sections of the Home Act ; but, having 
regard to the special circumstances of the Colony, many 
sections of the Act have been omitted, and certain altera- 
tions in, or omissions from, others have been made. 

The new Ordinance was passed on the 10th December, 
1909, and comes into force on the 1st April, 1910. From 
that time the rights of registered proprietors of trade-marks 
in Hongkong will, in the Colony, be the same in all respects 
as the rights of registered proprietors of trade-marks in 
Great Britain, in that country. 

For convenience of reference, the several sections of the 
Ordinance have been set out in turn in this book ; and, 
below each section, explanations are given of its meaning 
and effect, gathered, for the most part, from judicial 
decisions in England with regard to the corresponding 
section of the Home Act. A few of the sections require no 
comment ; and, although I have mentioned every authority 
to which it appeared to me to be in any way advisable to 
refer, I have not considered it necessary to give references 
to each one of the very large number of decided cases on 
trade-mark law. 
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Caw of Crade-fflarks in Fjongkong. 

INTRODUCTION. 



The right of property in a trade-mark as denoting the 
goods of its proprietor, and the right to restrain, and to 
recover damages for, its infringement, was long ago recog- 
nized in English law, prior to any enactment having been 
passed on the subject. And the same protection as would 
be given to a British subject has always been afforded in 
England, or in a British Colony, to a foreigner whose trade- 
mark had acquired a reputation in England, or iu that 
British Colony (a). 

Such right of property in a trade-mark, and to prevent 
its infringement, has now also become recognized in prac- 
tically every country in the world ; although adequate 
protection of the rights of a foreigner is not given in all 
countries. By the International Convention of 1883, which 
was made between, or has been acceded to by, almost all 
civilized countries, it was provided that every trade-mark 
duly registered in the country of origin should be admitted 
to registration, and protected in the form originally regis- 
tered, in all other countries of the Union. And, by Sections 
103 and 104 of the Home Act of 1883 (b) it was provided 
that if any arrangements were made with the Government 
of a foreign State for mutual protection of trade-marks, 
then any person who had applied for protection for any 
trade-mark in that State should be entitled to registration 
of his trade-maik under the Home Act, in priority to other 
applicants, provided that the application was made within 
a certain time. These Sections were repealed, but were 
re-enacted with slight alterations, by Section 91 of the 
Patents and Designs Act, 1907. By Section 98 of that 
Act it was, however, provided that such repeal should not 
affect any convention or Order in Council having effect 
under the enactment so repealed, but that any such con- 
vention or Order should continue in force. By Section 
65 of the Trade-Marks Act, 1905, it is expressly provided 
that the provisions of Sections 103 and 104 of the Act of 

(a) The Collins Co. v. Beeves 28 L. J. Ch. 56. 

(J) For the wonling of these sections see notes to Section 21 
of the Trade-Marks Ordinance. 
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1883 shall be construed as applying to trade-marks regis- 
trable under tbe Act of 1905. Therefore, and having 
regard to Section 98 of the Act of 1907, any country, or 
Colony, the Government of which has made arrangements 
with the British Government under Sections 103 or 104 of 
the Act of 1883, is still entitled to the benefit of such 
arrangements. 

But the provisions of Sections 103 and 104 of the Act of 
1883, and of Section 98 of the Act of I 907, do not apply 
to British Colonies unless special arrangements thereunder 
are made with those Colonies (c). No such arrangements 
having been made with Hongkong, either by Great Britain 
under Section 104 of the Act of 1883, or Section 98 of the 
Act of 1907, or by other Countries, no benefit can be 
acquired, by virtue of those Acts, by proprietors of trade- 
marks registered only in HougkoDg. 

Nevertheless it may correctly be assumed that in every 
country in which the right of property in a trade-mark is 
recognized, the infringement of a trade-mark is not justi- 
fiable, and is contrary to the law of such country. 

With regard to China, treaties have been entered into by 
the Government of that Country with certain of the Powers 
for the protection of foreign trade-marks affixed to goodB 
brought into China. Article VII of the British Commercial 
Treaty with China of 1902 provides as follows: — " Inas- 
" much as the British Government affords protection to 
" Chinese trade-marks against infringements, imitation, or 
*' colourable imitation, by British subjects, the Chinese 
" Government undertake to afford protection to British 
" trade-marks against infringement, imitation, or colourable 
" imitation by Chinese subjects. 

" The Chinese Government further undertake that the 
" superintendents of "Western and of Southern trade shall 
" establish offices within their respective jurisdiction under 
" control of the Imperial Maritime Customs where foreign 
" trade-marks may be registered on payment of a reasonable 
" fee." 

Proclamations were subsequently issued in the several 
districts of China warning the Chinese against infringing 
foreign trade-marks ; and, in some instances, prosecutions 
have been instituted against Chinese for infringement. 
Rules and regulations for the establishment of offices In 
China, and for the registration, there, of foreign trade- 
marks have not as yet been made, but it is anticipated that 
thiB will be done sooner or later in compliance with the 
undertaking by the Chinese Government. In the mean- 
time, however, it may be taken that a right of property in 
a trade-mark, and to have it protected, is recognized by the 
law of China. At any rate it may rightly be said that the 

(<0 Colonies are deemed to be foreign countries for the purposes 
of Jurisdiction (Firehrace t. Firebracc, i P.D. at p. 66.) 
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deliberate infringement, in China, of a trade-mark is not 
justifiable by the laws of that country (d). 

In Japan, laws relating to the registration and protection 
of trade-marks have been expressly made ; the most recent 
law on the subject having been passed on the 2nd April, 
1909. By this law the fraudulent imitation of a registered 
trade-mark is made a criminal offence, punishable by penal 
servitude ; but it is provided that "a foreigner who has not 
'' his domicile, or his place of business within the Empire, 
" may not enjoy trade-mark rights, or rights connected 
" therewith, except where it is otherwise provided in 
" treaties, or in conventions, agreements, exchange of 
" notes, or other arrangements of a similar nature thereto." 
(Art. XXII.) Thus, apparently, a trade-mark may be 
infringed with impunity in Japan if its owner has not his 
domicile, or place of business, in that country ; and if no 
treaty, convention, or other arrangement, has been made 
with Japan which provides for his obtaining protection for 
his trade-mark there. 

Where such treaty, convention, or other arrangement, 
exists, the provisions apply of Art. XII of the Patent Law 
of Japan, which is expressly incorporated in the Trade- 
Marks Law, and whereby it is provided that "a person 
" who is not within the Empire cannot apply for a patent" 
(or for registration of his trade-mark) " or make any 
" demands, or take any other steps, or assert his patent " 
(or trade-mark) "rights, or his rights in connection with 
'• a patent '' (or trade-mark), " unless he does it through an 
" agent who has his domicile or residence within the Empire." 

The provisions of Section 103 of the Act of 1883 with 
regard to international arrangements for protection of 
trade-marks, &c, were, by Order in Council, applied to 
Japan in 1899 ; but, as yet, no special arrangement has 
been made with Japan respecting trade-marks registered 
in Hongkong. 

It was, however, provided by Article XVII of the Treaty 
of 1894 between Great Britain and Japan as follows : — 
'• The subjects of each of the High Contracting Parties 
" shall enjoy in the dominions and possessions of the other 
" the same protection as native subjects in regard to patents, 
" trade-marks and designs, upou fulfilment of the formali- 
" ties prescribed by law." And, by Article XIX, it was 
further provided that the stipulations of that Treaty should 
be applicable, so far as the laws permit, to all the British 
Colonies and possessions, except certain specified Colonies, 
amongst which exceptions Hongkong was not included. 

(d) With regard to the infringement of a trade-mark in China 
by a British subject, it is expressly provided by .Art. 69 of the China 
and Corea Order in Council ; 1 901, that any act which, if done in the 
United Kingdom, or in a British possession, would be an offence 
against the Merchandize Marks Act, or Trade-Marks Acts, shall, if 
done by a British subject, be punishable as a grave offence against 
that order. 
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It may therefore be said that a British subject resident 
in Hongkong, and possessing a trade-mark here registered, 
is entitled to have that trade-mark protected in Japan upon 
fulfilment of the formalities prescribed by law in that 
Country. But many of the proprietors of registered trade- 
marks in this Colony are not British subjects. To them 
the provisions of the Treaty referred to can have no applica- 
tion ; and they cannot, therefore, take any proceeding s to 
assert their rights to those trnde-marks in Japan which 
have been registered only in this Colony. Nevertheless, 
inasmuch as Japan in 1899 acceded to the International 
Convention, most of the European merchants in this Colony 
may be said to be entitled to protection in Japan of such of 
their trade-marks here used as have been registered in their 
own country ; for, by Art. VI. of that Convention, it is 
provided as follows : — 

" Every trade-mark duly registered in the country of 
" origin shall be admitted for registration, and protected in 
" the form originally registered in all the other countries 
" of the Union. 

"That country shall be deemed the country of origin 
" where the applicant has his chief seat of business. 

"If this chief seat of business is not situated in one of 
" the countries of the Union, the country to which the 
" applicant belongs shall be deemed the country of origin." 

Practically all the countries of Europe except Bussia and 
Turkey are included in the countries of the Union, as is 
also the United States of America. A merchant, therefore, 
who has bis chief place of business in this Colony, but who 
is domiciled in one or other of those countries, does not, as 
regards his trade-mark, come within the prohibition in Art. 
XXII. of the Japanese Law, provided that such trade- 
marks are duly registered in his own country. A very 
large number of the trade-marks registered in this Colony 
are, however, not registered elsewhere. 

It might possibly be contended that the meaninsr of 
Article XVII of the Treaty with Japan is that British 
subjects shall only enjoy protection of their trade-marks 
in Japan while they are, either by themselves or their 
representatives, actually within Japanese dominions. Such 
a contention as this might be correct had the words been 
" The subjects of the High Contracting Parties in the 
" dominions and possessions of the other shall enjoy, &c."* 

but, inasmuch as the actual words are "The subjects 

" shall enjoy in the dominions and possessions &c.,'' their 
meaning can only be properly construed to be that the subjects 
of either party, wherever resident (except British subjects 
resident in the Colonies to which - the Treaty was declared 
to be inapplicable), nre entitled to have their trade-marks 
protected in the other country. Moreover, the extension 
of the terms of the Treaty to British Colonies and Posses- 
sions, other than those expressly excepted, makes it apparent 
that its benefits are not confined merely to British subjects 
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resident, or having places of business, in Japan, but may 
be enjoyed as of right by all British subjects resident either 
in Great Britain, or in any British Colony or Possession, 
other than those excepted. 

It cannot, in any case, be said that the law of Japan, 
which prohibits a foreigner, not in the Country, from taking 
steps to enforce his trade-mark rights there, confers a right 
upon a person to infringe that trade-mark in Japan because 
of such prohibition. On the contrary it may be assumed 
that the fraudulent imitation of a trade-mark, and the 
passing off by one person of his goods as those of another, 
will be deemed to be, in Japan, equally as reprehensible as 
it is in England ; although the person defrauded may have 
no right of action in that country. The mere inability to 
prevent a wrong from being committed does not render its 
commission justifiable. 

A certain amount of protection for a foreign trade-mark 
exists in Japan if it has become well known to the public 
in that country, and has become there identified with the 
goods of its proprietor ; for it is provided by Article II of 
the Trade-Mark Law of Japan that, trade-marks " which are 
" identical with, or similar to, marks belonging to another 
" person, and well known to the public and which are used 
" on indentical goods," and also those "which are calcul- 
" ated to deceive the public," cannot be registered. It may 
therefore be advisable for the proprietor of a trade-mark 
registered only in Hongkong whose goods, with that trade- 
mark affixed, have become well-known to the public in 
Japan, but who has not his place of business in that 
country, to cause information of these facts to be given to 
the Japanese Patent Office. The registration in Japan of a 
fraudulent imitation of such trade-marlc may thus be prevent- 
ed, but no remedy could be obtained then by a non-British 
subject in respect of the fraudulent use of that imitation. 
In the case of a British subject it is undoubtedly advisable 
that he should endeavour to obtain registration in Japan of 
a trade-mark which is, or is likely to be, there used. 

As regards Manila and the Philippine Islands the law 
there is very strict in the matter of the infringement of a 
trade-mark, it being provided by an Act passed in 1903 
that the fraudulent use of another person's trade-mark, or 
trade-name, shall subject the offender to a fine or imprison- 
ment, or both. It is also provided that the use of a mark, 
" which would be likely to influence purchasers to believe 
" that the goodB offered are those of a manufacturer or 
" dealer other than the actual manufacturer or dealer" 
shall render the person using the same liable both in a civil 
action and criminally. 

With respect to the registration of trade-marks it is 
provided by the Act of 1903 of the Philippine Commission 
as follows : — 

" Sec. 11. The owners of trade-marks or trade-names 
" domiciled in the Philippine Islands, or the United States 
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" or in any foreign country which by treaty, convention or 

" law affords similar privileges to the citizens of the United 

" States and of the Philippine Islands, may obtain registra- 

" tion of such trade-marks or trade-names by complying 

" with the following requirements : 

"First. By causing to be recorded in the Bureau of 

" Patents, Copyrights, and Trade-Marks a statement 

" specifying the name, domicile, location, and citizenship 

'' of the applicant ; the general class or classes of mer- 

'' chandise to which the trade-mark claimed has been 

'' appropriated ; in case of a trade-name the description of 

" the business, profession, or occupation it is to distinguish; 

'' a description of the trade-mark or trade-name itself, with 

'' facsimiles thereof, and a statement of the mode in which 

'' the same is applied and affixed to goods, or is to be used 

«' in the business, profession or occupation, and the length 

'' of time during which the trade-mark or trade-name has 

'' been used. 

" Second. By paying into the Bureau of Patents, 
" Copyrights and Trade- Marks the sum of twenty-five 
" dollars in money of the United States and complying 
" with such regulations as may be prescribed by the Chief 
" of said Bureau. 

"Sec. 12. The application prescribed in the foregoing 
" section must be accompanied by a written declaration 
" verified by the person, or by a member of the firm, or 
" by an officer of the corporation applying, to the effect 
" that such party has at the time a right to the use of the 
" trade-mark or trade-name sought to be registered, and 
" that no other person, firm, or corporation has the right 
" to such use, either in the identical form or in any such 
" near resemblance thereto as might be calculated to 
" deceive ; and that the description and facsimiles presented 
" for registry truly represent the trade-mark sought to be 
" registered. 

" Sec. 13': The time of the receipt of any such application 
" shall be noted and recorded. But no alleged trade-mark 
" or trade-name shall be registered which is merely the 
" name, quality, or description of the merchandise upon 
" which it is to be used or the geographical place of its 
" production or origin, or which is identical with a 
" registered or known trade-mark owned by another and 
" appropriate to the same class of merchandise, or which 
" so nearly resembles another person's lawful trade-mark 
" or trade-name as to be likely to cause confusion or 
" mistake in the mind of the public, or to deceive purchasers. 
" In an application for registration the Chief of the Bureau 
" of Patents, Copyrights and Trade-Marks shall decide the 
" presumptive lawfulness of claims to the alleged trade- 
" mark." 

In Hongkong it is undoubtedly the fact that, not only 
may foreigners of any nation obtain registration of their 
trade-marks, but protection will be given by the Court 
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asainst the infringement of a foreign trade-mark, whether 
registered or not. The benefits of the new Trade-Marks 
Ordinance are not in any way restricted to British subjects, 
but such subjects, and foreigners (whether residing in the 
Colony or elsewhere), are alike entitled to the advantages 
of its provisions, and are alike prohibited from bringing an 
action to recover damages for infringement of a trade-mark 
which has not been registered under this, or any prior, 
Ordinance, but are nevertheless entitled to obtain an injunc- 
tion to restrain an infringement, and to obtain damages for 
' passing off.' And any foreigner who is a person aggrieved 
by the registration of a trade-mark in Hongkong may apply 
for its removal from the register. 



(Hongkong) Crade-ffiarks Ordinance, 
1909. 



No. 40 of 1909. 



An Ordinance to amend the Law relating to 
Trade-Marks. 

Be it enacted by the Governor of Hongkong, with the Section 1. 

advice and consent of the Legislative Council thereof, as 

follows : — 

1. This Ordinance may be cited as the Trade-Marks Short title. 
Ordinance, 1909. 5Edw.7c. 



15 s. 1. 



Definitions. 



2- In and for the purposes of this Ordinance Definitions, 
(unless the context otherwise requires) : — n - 3 - 3 - 

A "mark" shall include a device, brand, head- 
ing, label, ticket, name, signature, word, 
letter, numeral, or any combination 
thereof : 

A "trade-mark" shall mean a mark used or 
proposed to be used upon or in connection 
with goods for the purpose of indicating 
that they are the goods of the proprietor 
of such trade-mark by virtue of manu- 
facture, selection, certification, dealing 
with, or offering for sale : 

In the repealed Ordinance, as in the former Trade-Marks 
Act, amongst the definitions of a tra"de-mark capable of 
registration was included "a distinctive device, mark, 
" brand, beading, label, or ticket." 

This definition of a registrable trade-mark has been 
omitted from the section of this Ordinance («) which defines 
the several kinds of t:ade-marl<s capable of registration ; 
and, for it, is substituted " any other distinctive mark." 

(c) Section 9. 
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Section 2. By the word " mark " is meant, as defined in this section, 

any device, brand, heading, label, ticket, name, signature, 

word, letter, numeral, or any combination thereof. Thus, 
it would appear to have been the intention of the Legis- 
lature to make a symbol of any kind registrable as a trade- 
mark, provided that it could be satisfactorily shown that 
such symbol was properly adapted to distinguish the goods 
of the proprietor, to which it was attached, from the goods 
of all other psi-sons. That such has been, and would be, 
held to have been the intention, is obvious from the judg- 
ment of Swinfen-Eady, J. in the case of United States 
Playing Card Go's application, (/) in which he decided 
that the fact that a proposed trade-mark is capable of 
being registered as a design is not a fatal objection to its 
being registered as a trade-mark. In the case cited, the 
Registrar had refused the application for registration, on 
the ground that the mark sought to be registered was a 
design, "adopted for the purpose of decorating the cards 
only," and that, if such design or pattern was to be protected 
at all, it should be registered under the Designs section of 
the Act, and could not be protected as a trade-mark, and 
thereby acquire protection for a larger period than if register- 
ed merely as a design. On appeal from this refusal, Swinfen- 
Eady, J. referred the matter back to the Registrar to consider 
the one substantial question — whether or not the design, or 
mark, was a distinctive murk within Section 9 of the Act. 
The word " design " may therefore be taken to be impliedly 
included in the definition of a mark. 

The Trade-Marks Act, 190j was "intended to bring 
" within the. area of jurisdiction many trade-marks which 
" .otherwise could not have been registered" (#). 

The definition of a trade-mark as meaning a mark "used, 
" or proposed to be used upon, or in connection with goods 
" for the purpose of indicating that they are the goods of 
" the proprietor of such trade-mark by virtue of manufacture, 
" selection, certification, dealing with, or offering for sale," 
would appear to enable any person, whether he is the 
manufacturer, importer, or merely the retail seller, of a 
particular class of goods, to invent, and register, a trade- 
mark for use by him on that class of goods. A trade-mark 
cannot be assumed to denote that its proprietor is the actual 
manufacturer of the goods to which the mark i9 affixed. 
All that it denotes is that the goods to which such trade- 
mark is affixed are goods in which the proprietor of that 
trade-mark deals, and that the goods are probably similar 
in quality to goods previously purchased from the same 
proprietor, and with the same trade-mark affixed thereto. 
Where a particular trade-mark, as applied to a certain 
description of goods, has gained a good reputation, by reason 
of the superior quality of the goods to which it is affixed, it 
may be assumed that its proprietor will do his best to 



(/) (1908) 1 Gh. 197. 
(g~) Apollinaris Trade-mark (1907) 2 Ch. at p. 183. 



— 3 — 

prevent that reputation from being destroyed or injured. Section 2. 

The protection, therefore, which is afforded by the Ordinance 

to a trade-mark, is a protection to the public, in that 
purchasers of goods bearing on them a well-known trade- 
mark, to which such purchasers are accustomed, may 
reasonably feel satisfied that the goods are of the quality 
which may be expected from the fact of the trade-mark 
being affixed thereto. 

It may sometimes happen that a person will invent, and 
register, a trade-mark for use iu respect of certain goods 
which he has long been accustomed to obtain from a parti- 
cular manufacturer, and that the latter will cease to supply 
him with those goods. Jn such a case the trade-mark, if 
thereafter used on other goods of the same kind, but not 
of the same quality, might possibly be deemed to be decep- 
tive ; especially if the particular quality of goods made by 
that manufacturer is supplied to some other person carrying 
on business in the same place as the proprietor of the trade- 
mark. Still, as the trade-mark must always have been 
identified with its proprietor, and not with the manufacturer 
of the goods to which the mark was attached, that trade- 
mark could not be used by any one else (h) ; and, moreover, 
it must be assumed, as before stated, that the proprietor 
would use his utmost endeavours to keep up the reputation 
of his trade-mark. 

In an old case of more than 30 years ago, Hirsch v. Jonas, 
(i) it wag held by Jessel, M.E. that where the Plaintiff had 
been in the habit of purchasing cigars of a particular 
description from the manufacturer thereof in Havana, and 
had registered as his own copyright a label with a device 
representing Britannia, and the inscription " Gloria de 
Inglaterra," he could not afterwards restrain the agents of 
the manufacturer from selling cigars -with that label affixed. 
But the reason for this decision was mainly the fact that 
the boxes of cigars imported and sold by the Plaintiff bore, 
in addition to the label in question, an inscription to the 
effect that the cigars were made by the manufacturer. Still, 
the Plaintiff, being the proprietor of the label, which, as 
affixed to a particular description of cigars selected by him, 
had acquired a reputation, it would not now, it is submitted, 
be held that the manufacturer was entitled to take for 
himself the benefit of the trade-mark. Where a trade-mark 
has been invented and registered by the importer of a certain 
description of goods, for use on such goods, and that trade- 
mark as so applied has acquired a reputation on the market, 
in consequence of the business qualities and exertions of the 
importer, it would be manifestly unfair that he 'should be 
deprived of the benefit of the user, and registration, by him 
of that mark. It would be still more unfair if the manu- 
facturer' of the goodB could take for himself, or confer on a 
third person, such benefit, to the prejudice of the inventor, 
and registered proprietor, of the mark. 

(/*) De/riet v. Electric $e„ Co. 23 R.P.C. 341. (i) 3 Ch. D. 584. 
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— said in his judgment "If Hirsch had put on the box ' Gloria 

" de Inglaterra Havanuah cigars selected by Hirsch ' he 

" might have had a case to prevent other people imitating 

" that. It would show that the cigars selected were 

- ' approved by him. If he got a great reputation that way, 

" I can understand he would have a right of protection for 

" that which indicates to the public that the cigars were 

" selected and approved by him.") 

Upon the same grounds, if a trade-mark is invented by 
the importer in Hongkong of certain goods, and by reason 
of the fact that part of such trade-mark consists of the 
Chiness name of the importer; or, for any other reason, 
those go ids liave become known to the public as having 
come from the importer, other persons could doubtless be 
restrained from using the mark ; even in respect of precisely 
the same goods, obtained from the same source. 

But the importer of goods has no right whatsoever to 
take for himself the trade-mark of the manufacturer of the 
goods to which such trade-mark is affixed — "The murk of 
" a manufacturer pure and simple cannot rightly he assumed 
" by an importer from chat manufacturer, or by a person 
" who buys from that manufacturer, unless indeed where 
" all the goods of the manufacturer go to that importer, or 
" that dealer. If they did not, other goods of the manu- 
" .facturer might reach the hands of other dealers, who 
" might justly affix to them the manufacturer's mark" (&). 
< Even the express assent by the manufacturer in Europe to 
his trade-mark being taken by the importer in this Colony 
would not justify the registration of the mark in the name 
of the latter ; for, if so, " it would follow that a manu- 
" facturer in Paris using a trade-mark well known in 
" England could allow A to register it as his trade-mark, 
" and thereby prevent B & C, who bought from the Paris 
" maker, from selling in England " (I). 

A trade-mark is intended to identify the goods upon 
which it is affixed with the proprietor of the trade-mark, 
whether or not he is the actual manufacturer of such goods. 
The existence of a trade-mark is, in a sense, a guarantee by 
its proprietor as to the quality of the goods to which it is 
affixed. For this reason it would be a fraud, both on the 
proprietor, and on the public, for the mark to be used by 
any other person. And, for this reason, registration of a 
trade-mark is allowed by any selector, or seller, of goocls 
who has himself invented the trade-mark for use iu respect 
thereof ; and his rigbt to the exclusive use of that trade- 
mark will be protected. 



(/) 3 Ch. D. 584. 

(ft) Fry, L.J. in Apollinaris Truth- Mark (1S01) 2 Ch. at p. 226. 
See also European Blair Camera Co.'* trade-mark, 13 S,. P. C. 600. 

(0 But a manufacturer in England could, under the provisions 
of Section 22, assign to the importer the right to use the trade-mark iu 
Hongkong. 
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So, in the case of Defries v. Electric, &c.,-Co. (to), where Section 2, 

an English syndicate, called the Stewart Electrical Syndicate — — 

Ld., sold lamps under the name of Steivart Arc Lamps, 
which were made to their order by American manufacturers, 
it was held that the word "Stewart" as associated with the 
goods in question was the sole property of the syndicate and 
its successors ; and the American manufacturers and their 
English aeents were restrained from selling similar goods 
under the name " Stewart." 

And in the case of Major v. Franklin (n) it was held 
that where a trade-mark, "majo," had been registered in 
respect of vegetables and fruit, which gooiis the proprietors 
obtained from another grower, they had, "by virtue of 
" dealing with or offering for sale," a property in the goods 
in connection with which they used the trade-mark, sufficient 
for the purposes of the Act. 

It was also held, in this case, that there can be a trade- 
mark for a natural product. 

A "registrable trade-mark" shall mean a 
trade-mark which is capable of registration 
under the provisions of this Ordinance : 

As to what marks are capable of registration as trade- 
marks under this Ordinance see Section 9 and notes thereto. 

" The Registrar " shall mean such officer as 

the Governor may, by order to be publi- , 
shed in the Gazette, from time to time 
appoint to be Registrar of Trade-Marks : 

" The Seal of the Registrar " shall mean the 
Seal of the office in which the Register of 
Trade-Marks is kept. 

" The Register " shall mean the register of 
i trade-marks kept under the provisions of 
this Ordinance : 

The expression "The Register" also includes the register 
existing at the date of the commencement of this Ordinance ; 
which register, it is provided by Section 6, shall be deemed 
to form part of the register kept under the provisions of 
this Ordiuance. 

A " registered trade-mark " shall mean a trade- 
mark which is actually upon the register : 

"Prescribed" shall mean, in relation to pro- 
ceedings before the Court, prescribed by 
rules of Court, and, in other cases, pre- 
scribed by this Ordinance or the Rules 
thereunder : 

(?«) 23 K. P. (J. 341. O) 25 H. P. 0. 406. 
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Section 2. " The Court " shall mean the Supreme Court 

and includes a Judge of the Supreme Court 

sitting separately in Court or in Chambers 
and in Original or Summary Jurisdiction : 

As will be seen hereafter an appeal lies to the Court from 
practically any adverse decision of the Registrar. And, 
by Section 9 (o), the Registrar has no power to register 
certain marks except by order of the Governor, or the Court. 

The definition given, in Section 2, of "the Court" 
enables any appeal against a decision of the Registrar, or 
any application for a special order for registration under 
Section 9 (5), to be made, either to the Chief Justice, or to 
the Puisne Judge, and either in Court, or in Chambers, and 
either in Original or Summary Jurisdiction. Thus, the 
expense of any such appeal, or application, may be rendered 
very small. An applicant for, or opponent to, the 
registration of a mark, if he desires to obtain legal assis- 
tance, need not employ Counsel unless he chooses to do so ; 
and may be satisfied to let the matter be taken before the 
Puisne Judge in Chambers. A further appeal from the 
decision of a Judge will, however, lie to the Full Court. 

An appeal lies to the Judicial Committee of the Privy 
Council from any final judgment of the Full Court in 
Hongkong, if the matter at issue involves, directly or 
indirectly, the title to property, or to some civil right, 
exceeding the value of £500 sterling. 

It is possible that when an application for registration 
has been refused, or when a trade-mark has been struck 
off the register, the applicant or proprietor, as the case may 
be, will be able to satisfy the Court that his civil right 
affected by such refusal, or removal, exceeds the value of 
£500. Satisfactory proof to that effect will probably, 
however, be difficult to give in the case of a refusal to 
register. In the case of an action for infringement of a 
trade-mark it may be an easier matter for a person, against 
whom an adverse judgment has been given, to prove that 
the matter at issue is of the appealable value ; but it is 
absolutely necessary that the Court should be satisfied on 
this point. So, in the case of Gilleit v. Lumsden, (o) an 
action for infringement of a trade-mark was dismissed by 
a final decree of the Court of Ontario; but such Court, 
while allowing an appeal to the Privy Council, did not 
definitely find that the subject matter of the action was of 
the appealable value of $4,000. It was held by the Judicial 
Committee of the Privy Council that the appeal was not 
competent, the question as to appealable value having been 
left open by the Court below. 

"The Tribunal" shall mean the Governor, the 
Court or the Registrar. 

(o) (1905) A. C. 601. 



Seal. 
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3. The Kegistrar shall use a seal having a device Seal, 
and impression of the Eoyal Arms with a label sur- 
rounding the same and the inscription " The Seal of 
the Trade-Marks Office Hongkong." 

Register of Trade-Marks. 



5 Edw. 7 c. 
15 8. 4. 



4. There shall be kept for the purposes of this Register of 
Ordinance, at such office as the Governor shall by trade-marks. 
order to be published in the Gazette direct, a book 
called the Register of Trade-Marks, wherein shall be 
entered all registered trade-marks with the dates of 

their registration, the names and addresses of their 
proprietors, notifications of assignments and trans- 
missions, disclaimers, conditions, limitations and such 
other matters relating to such trade-marks as may 
from time to time be prescribed. The register shall 
be kept under the control and management of the 
Registrar. 

As to assignments and transmissions see Sections 22 and 
33 ; and as to disclaimers see Section 15. 

The 'limitations' here mentioned refer principally to 
Section 10 whereby a trade-mark may be registered with 
a limitation as to colour. In the corresponding section of 
the Act of 1905 'conditions and limitations' refer also to 
the power of the Court, under Section 21 of that Act, to 
direct registration of identical or similar marks, in case of 
honest concurrent user ; subject to conditions and limitations 
as to mode and place of user. But, although no such power 
is vested in the Court by this Ordinance, conditions and 
limitations may nevertheless be imposed on registration. 
See Section :2 (3) and (4), and Section 14 (4). 

5. There shall not be entered in the register any Trust not to 
notice of any trust expressed, implied, or constructive, be entered on 
nor shall any such notice be receivable by the "!p Bt "- 
Registrar. 

This prevents the registration, or any regard being paid 
by the Eegistrar to notice, of an agreement between the 
owner of an unregistered trade-mark, and the person in 
whose name it is proposed to register it, that the latter 
shall be considered to be merely the representative of the 
former, and shall only use the mark in manner directed. 
Eegistration confers upon the registered proprietor himself 
certain rights, and cannot be taken to confer such rights 
upon him as the representative of, or trustee for, another 
person. Moreover, a trade-mark, to be registrable, must 
distinguish the goods of its proprietor from those of all 
other persons — it must be identified with its proprietor. 
Eegistration of a trade-mark can only be effected upon 
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Section 5. application being made by a person claiming to be its 

■ proprietor ; and when such registration is effected, be, and 

he only, can be regarded as the true owner of the trade- 
mark. It is with him that the trade-mark, as applied to 
the class of goods in respect of which it is registered, must 
be taken to be identified. 

The policy and principle of the Trade-Marks Acts, and 
of this Ordinance, is, as stated by Chitty, J. in the case of 
Mitchell and Co.'s Trade-mark ( p) " that the register is to 
" be kept clear, and shall give notice to all the world of 
" every thing which is material, but shall not contain any 
" notice of any trust expressed, implied or constructive." 

Nevertheless, it is expressly provided by Section 38 (2) 
that any equities in respect of a trade-mark may be 
enforced in like manner as in respect of any other property. 
Therefore, although the entry on the register of notice of 
any trust is prohibited, no one dealing with the registered 
proprietor of a trade-mark is at liberty to disregard a notice 
he has received of the existence of a trust. So, in the case 
of the New Ixion Co. v. Spilsburij, (q) where licensees of a 
patent took the license after having had notice of an agree- 
ment for an assignment by the patentee, it was held that 
the license was invalid as against the assignees. 



Incorporation 
of existing 
register. 
5 Edw. 7 c. 
15 s. 6. 



6. The register of trade-marks existing at the date 
of the commencement of this Ordinance shall be 
incorporated with and form part of the register. 
Subject to the provisions of Sections 36 and 41 of this 
Ordinance the validity of the original entry of any 
trade-mark upon the register so incorporated shall be 
determined in accordance with the Ordinance in force 
at the date of such entry, and such trade-mark shall 
retain its original date, but for all other purposes it 
shall be deemed to be a trade-mark registered under 
this Ordinance. 

Subject to the fact that no objection can be raised to the 
validity of the registration of a trade-mark under the old 
Ordinauce upon the grouud that it was not then registrable ; 
and subject also to the fact that, under Section 41, the 
registration cannot be deemed to be valid in all respects 
until, at the earliest, the 10th December, 1916, the validity 
of the original registration is declared by this section to be 
determined in accordance with the Ordinance in force at 
the date of such original registration. 

But it has been held (r) that the effect of registration 
under the repealed Ordinance was not to confer any rights 
upon a registered proprietor, but merely to give him prima 
facie evidence of rights. It never had the effect of rendering 
registration valid and effectual as granting exclusive rights, 



00 28 Ch. D. 666. (?) (1893) 2 Ch. 137. 

00 Leuba v. Ullmann, Hongkong L. R. Vol. I p. 155 and 
Vol. II p. 5. 
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whatever time had elapsed since it was registered. Regis- Section 6. 

tration was to all intents and purposes practically valueless. 

This being so, the main utility of this section of the new 
Ordinance is to render it unnecessary for the proprietor of 
an already registered trade-ma:k to re-register it under the 
new Ordinance. He is in practically the same position 
as, but in no better position than, .the proprietor of a trade- 
mark who registers it immediately on the coming into 
force of the new Ordinance. This section is, however, also 
useful, in conjunction with Section 36, for the purpose of 
preventing the removal from the register of trade-marks 
formerly registrable, but incapable of registration under this 
Ordinance. 

As will be seen hereafter, many trade-marks are now 
registrable, both under the Home Act, and in Hongkong, 
which were formerly not properly registrable as not coming 
within one or other of the definitions given in the former 
Act and Ordinance of a registrable tmde-mark. It is to 
this fact that reference is made in the first part of Section 
36, whereby objections to the existence on the register of 
a trade-mark are prohibited from being raised upon the 
ground that a trade-mark, registered prior to the Ordinance, 
did not properly come within the definition of a registrable 
trade-mark given in the old Ordinance. 

The two sections, 6 and 36, would appear to be contradic- 
tory ; the former declaring that the validity of the registra- 
tion of a trade-mark registered under the old Ordinance 
shall be determined in accordance with that Ordinance, and 
thereby declaring that, if it is made apparent that the 
trade-mark ought not to have then been registered, its 
fegistration is invalid ; and the latter declaring that, though 
the mark ought nob to have been registered under the old 
Ordinance, still, if it is a mark which could have been 
registered under the new Ordinance, it cannot be removed, 
and may therefore be considered to be validly registered. 

The intention, however, would appear to be plain ; that 
the registration of a trade-mark already on the register 
must be deemed to be valid (subject to the provisions of 
Section 41) if that trade-mark is either one which was 
registrable under the old Ordinance, or one which would be 
registrable under the new (s). 

Thus, a trade- mark already registered may not come 
within one or other of the old definitions of a registrable 
trade-mark, but may nevertheless be distinctive within the 
meaning of the definition of that term in Section 9 of the 
new Ordinance. Or it may be one of two similar trade- 
marks already on the register, and one which might be 
therefore incapable of registration under the new Ordinance, 
although capable of registration under the old. In either 
case the validity of its registration cannot be questioned 
merely for one or other of these reasons. 

(*) But see notes to Sec. 36. 
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Section 6. Such validity may, however, be contested at any time 

within 7 years from the passing of the new Ordinance upon 

the ground that the mark was not, and is not, distinctive ; 
or that it does not come within one or other of the defini- 
tions of a registrable trade-mark in the new, or in the old, 
Ordinance. 

In the old Trade-Marks Act (and in the former Hong- 
kong Ordinances) the expression validity of registration was 
not raude use of. An exclusive right to the use of a 
registered trade-mark was conferred on it? registered pro- 
prietor subject to the provisions of Section 76 of the Act, 
whereby registration was declared to be prima facie evidence 
of that right for the first five years, and conclusive evidence 
afterwards. 

But, although a trade-mark had been on the register for 
a period of over five years, it was held in several cases under 
the former Act that this fact did not prevent an order being 
made for the rectification of the register by the removal 
of the mark therefrom. If it were shown that the original 
registration ought not to have been effected (in other words, 
that the registration was invalid) the trade-mark might be 
struck off the register however long a time it had remained 
thereon (/). Now, the provisions of Section 41, to which 
the above section is subject, will, after the 10th December, 
1916, (u) prevent a trade-mark registered under the repealed 
Ordinance from being struck off the register upon the 
ground that it was not a properly registrable trade-mark. 
The validity of its registration cannot be questioned after 
that date, and it can only be removed if its registration was 
originally obtained by fraud, if its proprietor has abandoned 
it, (v) or has done something to render it no longer distinc- 
tive ; or if it otherwise offends against the provisions of 
Section 11. 



Inspection of 
and extract 
from register. 
5 Edw. 7 e. 
15 s. 7. 



7. The register kept under this Ordinance shall 
during office hours be open to the inspection of 
the public, subject to such regulations as may be 
prescribed ; and certified copies, sealed with the seal 
of the Office of the Eegistrar, of any entry in any 
such register shall be given to any person requiring 
the same on payment of the prescribed fee. 

Before an application is made for the registration of a 
trade-mark it is most advisable that a careful search shoula 
be made through the register, for the purpose of ascertain- 
ing whether or not a similar mark has already been registered 

(i) Edwards v. Dennis 30 Ch. D. 454. Wood's Trade-Mark 32 
Ch. JJ. 247. Chtisi'borough Co.'s Trade-Mark (1902) 2 Ch. 1, (and 
recently) Brock % Co.'i Trade-Mark (1910) 1 Ch. 130. 

(it) In England, in the case of a trade-mark registered under 
the former Acts, after the 11th August, 1912. 

(t<) See Section 37 which enables a trade-mark to be struck off 
the register in respect of certain goods, or for non user. 
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in respect of the same description of goods. It may well 
happen that a trade-mark is invented in ignorance of the 
prior invention and registration of one closely resembling 
it, and that the latter mark has not for some time past been 
used. In such a case, if that mark has not been used for 
five years, the proposed applicant for registration of his 
mark may think it advisable to apply, under Section 37, to 
have the mark originally registered struck off. Should he 
not do so it would, of course, be useless for him to go to 
the trouble and expense of making his proposed application. 

The first Schedule to the Rules sets out the various fees 
to be paid. 

A. fee of 60 cents is payable for every half hour or part 
thereof occupied in making a search in the register ; and, 
for office copies of documents, 25 cents per folio of 72 
words, but never less than $1. A fee of $5 is payable for 
certified copies. 

Registrable Trade- Marks. 

8. A trade-mark must be registered in respect of 
particular goods or classes of goods. 

A trade-mark cannot be registered generally in respect 
of all kinds of goods ; but can only be registered in respect 
of the particular goods to which it is applied, or proposed 
to be applied. Or it may be registered in respect of one or 
more of the classes of goods, a list of which classes is set 
out in the 3rd Schedule to the Rules. 

A trade-mark should not be registered in respect of any 
goods other than those in which its proprietor deals, or 
intends to deal. Registration for any such other goods will 
expose the proprietor of the mark to the risk of having it 
struck off the register in respect of those goods, and of 
having to pay the costs and expenses attendant upon an 
application for the removal of the mark (to). 

The fact that a trade-mark is registered in respect of a 
class of goods will not entitle its proprietor to the exclusive 
use of it in respect of all the goods included in that class, 
but only in respect of such of the goods as are actually dealt 
in by its proprietor (x). An action for damages for infringe- 
ment cannot be maintained against a person who is using 
a mark similar to the registered trade-mark, on goods not 
included in the class in which the latter is registered («/). 
The proprietor of the trade-mark may, however, maintain 
an action for "passing off" if he can show that the mark 
.resembling his registered trade-mark is so used, or used in 

(ufi Bait # Co.'s Trade-Mark (1898) 2 Ch. 432. 

(a>) Ed-wards v. Dennis 30 Ch. D. 454. Anglo-Swiss Condensed 
Milh Co. v. Pearhs 21 E. P. C. 261. Hart's Trade-mark 19 R. P. 
C. 569. Hargreaves v. Freeman (1891) 3 Ch. 39. 

(y~) Jay v. Ladler 40 Ch D. 649. , Hart v. C alley 44 Ch. D. 193. 
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Section 8. 



Registrable 
trade-marks. 
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respect of such goods, as to be calculated to deceive the 
public into the belief that the goods are those of such 
proprietor. Or he may successfully oppose an application 
for registration of a mark similar to his own, in respect of 
goods in another class, but more or less of the same 
description as the goods in which he deals (z). 

Applications for the registration of the same trade-mark 
in different classes are treated as separate and district 
applications (Rule 20). 

9. A registrable trade-mark must contain or consist 
of at least one of the following essential particulars : — 

(1) The name of a company, individual, or 
firm represented in a special or particular 
manner ; 

The name capable of registration under this sub-section 
need not be that of the applicant for registration, nor, 
possibly, even that of an existing person, firm, or corporation, 
but it must be the name of a real, and not that of an 
imaginary, person. This waB held by Lindley, L.J., in the 
case Bolfs Trade-Mark (a) when construing a similar provi- 
sion in the Act of 1883. He said : — " such words as Hamlet, 
" Sam Weller, Jupiter, Venus, &c, cannot be called names 
" of an individual within the meaning of the clause" And 
in the same case (p. 724) A. L. Smith, L.J., said : — " I read 
" the phrases 'individual or firm' in («) and (b) as 
" indicating the same thing, that is, the name or written 
" signature of a real human being or a real firm." 

To come within this clause the name must be represented 
in a special or particular manner. It cannot be registered 
if it is in ordinary, or common ornamental, lettering, (b) 
but only if it be formed by some fanciful, or special and 
distinctive, letters ; or arranged in some fanciful or distinc- 
tive manner. 

The name'of an individual in the form of his signature 
would not be considered to be a name represented in a 
special or particular manner unless it were actually printed 
in a fanciful, or otherwise distinctive, manner, without 
regard to colour. The mere fact of a name being so printed 
as to represent it as being a signature does not render it 
represented in a special or particular manner within the 
meaning of this sub-section. There does not, however, 
appear to have been any direct decision upon this point, 
but the strongest possible inference may be drawn that 
signatures, pure and simple, are not intended to fall within 
the meaning of the sub-section from the fact that, in the 
Rome Act of 1875, the first two descriptions given of 
trade-marks capable of registration were (1 ) " the name of 

(z) Gutta Percha Co. of Toronto's Application (1909) 2 Ch. 10. 

(a) (1896) 1 Ch. at p. 720. 

(J) Price's Patent Candle Co., 27 Ch. D. 681. 
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" an individual or firm printed, impressed, or woven, in Section 9 
" some particular and distinctive manner," and (2) " A (1) & (2). 

" written signature or copy of a written signature of an 

" individual or firm." Thus showing clearly that a mark 
answering the second descripiion was not intended to come 
within the first. As Jessel, M.R., puts it in Stephens' 
case, (c) " Why should a written signature be specified if 
" any signature will do ? " 

Signatures capable of registration as trade-marks were 
not, as they were by the repealed Ordinance, and by the 
Act of 1888, (and are now by this Ordinance, and the Act 
of 1908) restricted by the first Home Act to signatures of 
the Applicant for registration, (or, now, some predecessor 
in his business) ; and, although they were subsequently so 
restricted, it would, it is submitted, he absurd to argue 
from that fact that because a signature, which is not that 
of the applicant for registration or of some predecessor in 
his business, cannot now be registered under sub-section 2 
it may nevertheless be now registered under sub-section 1, 
though it could not have been so registered prior to the 
restriction made by the Act of 1883. A restriction in the 
scope of one portion of an Act, made by an amending Act, 
cannot be construed as having the effect of extending the 
scope of another portion, unless it can be plaiuly seen that 
such was the intention of the Legislature in making the 
amendment. 

The registration as a trade-mark of a name, not that of 
the applicant, will not be permitted if, as a result, the 
public are likely to be led into the erroneous belief that the 
goods to which it is proposed to affix the mark are those of 
the manufacturer, or of the person who possesses that name, 
or who possessed it in his lifetime (d). Nor, of course, will 
registration be permitted of a name which is not that of 
the applicant, but is that of a living person who objects to 
such registration. 

A name, to be registrable under this sub-section, must 
not be in the possessive case («). 

(2) The signature (in other than Chinese 
characters) of the applicant for registration 
or some predecessor in his business ; 

Under the corresponding clause in theiepealed Ordinance 
only the written signature of the applicant himself or of 
his firm, or a copy thereof, was .capable of registration. 
The word ' written ' has been omitted in this sub-section, 
probably as being superfluous, and one important addition 
has been made, rendering it possible to register a facsimile 
of the signature of the applicant's predecessor in business. 
The use, as a trade-mark, of the representation of the 
signature of a manufacturer is by no means uncommon. 

(c) 3 Ch. D. 669. (d) See Thornloe v. Hill (1894) 1 Ch. 569. 

(e) Pirie v. Qooiall (1892) 1 Oh. 35. " Pine's " held not to be 
a registrable name. 
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Section 9 Where that manufacturer had omitted to register such 
(2). trade-mark, and had disposed of his business, it would be 
unfair that his successor should be unable to effect registra- 
tion of the trade-mark. 

A signature capable of registration under this sub-section 
must be the actual signature of the applicant, or of his pre- 
accessor in business — the signature used by him in his busi- 
ness, and not a fanciful or fictitious name used to describe his 
goods or his personal qualities. A man who calls himself 
"Honest John," though he puts that name up on his 
business premises, cannot be supposed to sign such name 
in his business correspondence ; and would not therefore be 
entitled to register as a trade-mark, under this sub-section, 
a signature ' Honest John.' 

It is not, however, necessary that the signature should be 
that of a person whose name appears in the name of a firm, 
the signature of which firm it is desired to register. John 
Smith may be a partner in a firm carrying on business as 
Robinson and Brown, in which firm there may be no 
Robinson and no Brown, but the signature "Robinson and 
Brown," may be made, and registered as a trade-mark, by 
John Smith. But the signature must be that of a firm in 
actual existence at the date of the application (/). 

In the case of Baker A- Co.'s Application (//) where an 
application was made for registration of a label which 
contained the name "A. Baker & Co., Ld." and the signature 
"A. Baker & Co.", it was objected that neither the name 
nor the signature was that of the applicants. Eve, J., said 
" All this is true, but the signature and name are those of 
".predecessors of the applicants who respectively introduced 
" and used the Libel, and there is nothing in the Act which 
" confines the name or signature appearing in the trade- 
" mark to the name or signature of the applicant. Indeed 
" Rub-sections 1 & 2 of Section 9 point in exactly the 
" opposite direction." 

A signature in Chinese Characters cannot be registered 
as a trade-mark under this sub-section. The reason for this 
provision is too obvious to need comment. 

(3) An invented word or invented words ; 

An invented word within the meaning of this sub-section 
is a word which is not to be foumi in a dictionary of the 
English language; and, although it may be found in th« 
vocabulary of a foreign language, it may nevertheless be 
deemed to be an invented word if it is "obviously meaning- 
" less as applied to the article in question. I think it must 
" be a word fanciful in its application to the article to 

(/) See Marmillan v. Ehrmann 21 R. P. C. 357 where a mark 
consisting of " Macfarlane & Co." as a signature was removed on 
admission of the Respondents' ( 'ounsel that it could not be supported 
as it was not at the date of registration the signature of an existing 
firm. 

(jl) (1908)2 Oh. 86. 
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" which it is applied in the sense of being so obviously and Section 9 
" notoriously inappropriate as neither to be deceptive nor (3). 

" descriptive, nor calculated to suggest deception or des- 

" criptiou " (Lopes, L.J., in the case of Van Duzei^s Trade- 
mark) (h). 11 aving regard to the babel of tongues throughout 
the world it is not unlikely that a word may be invented in 
the belief that it is utterly meaningless in any language, 
and yet it may well be that such word has a meaning in 
some foreign language, unknown to the inventor. In such 
a ease it may be deemed to be an invented word and 
registrable under this sub-section, if it is obviously meaning- 
less as applied to the goods in respect of which it is proposed 
to use it as a trade- mark. So, in the case of Eastman v. 
Comptroller, (»') it was held that the word "Solio," which 
in Italian meant ' the throne,' was an invented word, and 
properly registrable as a trade-mark in respect of photo- 
graphic materials. 

A word cannot, however, be an invented word if it is one 
which is a known word in a foreign language, and is, in 
such language, descriptive or suggestive of the goods in 
respect of which it is sought to be registered. With regard 
to such a word, Lord Halsbury, in the case cited of East- 
man v. Comptroller (at p. 575) said "Where any English 
" word would be rejected as not entitled to registration no 
" person ought to be permitted to register iis translation 
" into any other language." But this is qualified by Lord 
Herschell who says, at p. 581, "I am not prepared to go so 
" far as to say that a combination of words from foreign 
" languages, so little known in this country that it would 
" suggest no meaning except to a few scholars, might not 
" be regarded as an invented word." But the translation 
of that combination of words into the English language 
must not show a word, or combination of words, which 
would be incapable of registration in England as being 
descriptive of the character or quality of the goods. For 
instance, two words in an Oriental langnnae, which trans- 
lated into English mean "good smoke" could not be 
regarded as an '■ invented " word capable of registration in 
respect of tohacco. A. good illustration of the meaning of 
Lord Herschell's dictum is to be found in the case of 
DensharrCs Trade-Mark (j) in which it was held that the 
word "Mazawattee" as a trade-murk for Ceylon tea was an 
invented word, and a valid mark, though compounded of 
the word "Wattee" which meant in Cingalese "estate," or 
"garden." and "Maza," which was part of the word 
" Mazadhar" meaning "delicious." 

A mere variation of an existing English word will not 
be considered to be an invented word and capable of regis- 
tration as such. Thus in the case of Christy v. Tipper (k) 
it was held that the word "Absorbine" as applied to a 
chemical preparation was not an invented word, and was 

(A) 34 Ch. D. at p. 6-44. (*) (1898) A. C. 571. 

(J) (1895) 2 Ch. 176. (7<) (19C5) 1 Ch. 1. 
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Section 9 incapable of registration although it did not appear in any 
(3). English dictionary. The word was considered to be simply 

the common English word "absorb" with a common 

termination added thereto. 

"The employment of a word in ordinary and common 
" use with a. diminutive or a short and meaningless syllable 
" added to it, or a mere combination of two known words, 
" would not be an invented word ; and a word would not 
" be ' invented ' which with some trifling addition, or very 
'" trifling variation, still leaves the word one which is well 
" known, or in ordinary use, and which would be quite 
" understood as intended to convey the meaning of the 
" word" (I). 

In the case of Burroughs and Wellrome v. Thompson (m) it 
was, however, held that the word " tabloid" was a distinctive 
fancy word, and properly registered in respect of medicines. 
The Plaintiffs had formerly, in 1883, registered the word 
" tablet " for medicines ; but, the validity of such registration 
having been questioned, the word " tabloid " was invented 
and registered, and was used instead of the word "tablet." 

And, in 1901, the word " Motorine" was registered as a 
trade-mark for lubricating oils, which were largely used for 
machinery, particularly in motor cars. This word, however, 
was held to have been properly registrable under subsection 
(4), as a word having no direct reference to the character or 
quality of the goods ; and does not appear to have been 
claimed to be an " invented " word (n). 

A. word may be deemed to be an " invented " word, and 
properly registrable as such, even though it is plainly 
suggestive of the nature of the goods in respect of which it 
is proposed to use it as a trade-mark. Thus the word 
" Bovril " used in respect of an extract of meat, and which 
word suggested an ox, was held to be an invented word and 
properly registrable In re Trade-mark Bovril (o). A.nd, 
in the case of Field's Application (p) it was held by 
Buckley, J., that the word " Savonal " registered in respect 
of soap, was an invented word, and properly registered, 
although it was merely the French word for soap, ' savon,' 
with a termination. 

In the case, ako, of Eastman v. Comptroller, already 
cited, the word " Solio" as applied to photographic materials 
was held to be a good "invented" word, and capable of 
registration although "it might occur to some minds given 
" to etymology that * Sol ' the Latin for ' sun ' was a 
" component part of it, when they found it connected with 
" photographic paper" (Lord Herschell at p. 5821. Lord 
Macnaghten said in this rase (p. 583) " If it is an invented 
" word, if it is new and freshly coined, it seems to me that 
" it is no objection that it may be traced to a foreign 

(Z) Lord Shatid in Eastman v. Comptroller at p. 585. 

O) (1904) 1 Ch. 736. 

(») Compagnie Industrille's Application. (1907) 2 f)h. at p. 4J6. 

(fl) (1896) 2 Ch. 600. (p) (1900) 1 Ch. 651. 



— 17 — 

source, or that it may contain a covert and skilful allusion Section 9 
" to the character or quality of the t; ods. I do not think (3). 

" it is necessary that it should be wholly meaningless." In 

the same case Lord Morris held that the limitation or 
restriction in clause (e) (which is the limitation or restriction 
in sub-section (4) of this section) could not be introduced 
into clause (d) (sub-section (3) of this section), and there- 
fore, ere n though a word may have a direct reference to the 
character or quality of the goods, if it is an "invented" 
word, it is registrable. 

A mere misspelling of a known word, or combination of 
words, will not constitute an invented word. Thus, in the 
case of The National Biscuit Co.'s Application (q), the word 
" Uneeda " was held to be incapable of registration as an 
invented word (>•). And such words as "Phiteesi" for 
clothes or boots, " Ranegard " for water proof garments, or 
umbrellas, and " Iwanta," would not be held to be invented 
words. 

In the case last cited Eomer, L.J., said ;— " Speaking for 
" myself I must say I think that Courts of first instance 

and the Courts of appeal have in many cases in adminis- 
" tering the Trade-mark law been unnecessarily hard upon 
" traders, and I myself should not be astute to find 
" objections to a suggested trade-mark which has been 
" honestly chosen, and which is not obviously objectionable." 

It was recently decided in the case of In re Brock & Co., 
Ld. (s) that the word " Orlwoola," which had been registered 
under the Act of 1888 in respect of woollen goods, was not 
a properly invented word, and ought not to have been 
registered, Cozens-Hardy, L. J., saying that a word " ought 
" not to be put upon the register if the spelling is phonetic 
" and resembles in sound a word which in its proper spelling 
" could not be put upon the register." 

In the case of Verschure and Zoon's Application ( t) it was 
held that the word " Vezet" was registrable as an invented 
word, although the letters V. Z. were the initials of the 
applicants, and had been already registered by them as 
an "old mark," and these letters were pronounced "Vee 
Zet" in the Dutch language. 

And in the case of the Linotype Co.'s Application (u) it was 
held that the word " Tachytype " was an invented word, 
and properly registrable as such, in respect of typographical 
machines. It was contended that the word was compounded 
of the Greek word " tachus," meaning "quick," and the 
common English word, 'type,' and plainly signified a rapid 

(?) (1901) 1 Ch. 550 and (1902) 1 Ch. 783, 19 K. P. C. 281. 

()•) See also the case of Ripley's Applination 77 L.T. 495 in 
which the word "Pirle" being a misspelling of the word "Pearl" 
was held to be unregistrable. It was argued that' it was a word 
ingeniously invented by a transposition of the first five letters of the 
applicants' name, but Kekewich, J. described this as "a poor attempt 
" at humour." 

(s) (1910) 1 Ch. 130. (O 22 R. P. C. 568. O) (1900) 2 Ch. 238. 
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Section 9 typing machine ; but it was nevertheless held to be an 
(3). invented word, and capable of registration, on the authority 

of the case cited of Eastman v. Comptroller. 

On the other hand, it was held in the case of Phillipparfs 
Trade-mark (v) that the word " Diabolo," registered in respect 
of tops, was not an invented word, it being merely a variant 
for the ordinary Italian word ' diavolo ' ; and was further 
nob registrable as it was such as to suggest to ordinary 
minds (and selected so to suggest) the devil, or something 
in which the devil played a part. 

Where a word has been invented for use in respect of a 
certain article for which letters patent have been applied 
for, and granted, that word cannot also be registered as a 
trade-mark, under this subsection, in respect of the particular 
article and accessories thereto ; for it has become the name 
of the article itself. This was held in the case of Gestelncr's 
Trade-mark (w) with regard to the word " Cyclostyle." 

A somewhat similar case was that of Warieir.k Trading 
Co. v. Urban (x) in which it was held that the word 
" Bioscope," used in respect of Cinematograph apparatus, 
was not registrable as an invented word, it being found 
that the word had been used by others with reference to 
Cinematograph apparatus, and that a machine bearing that 
name had been patented. 

(4) A word or words having no direct reference 
to the character or quality of the goods, 
and not being according to its ordinary 
signification a geographical name or a 
surname ; 

The clause in the repealed Ordinance, and in the former 
Act, corresponding to this sub-section rendered registrable 
" a word or words having no reference to the character or 
" quality of the goods and not being a geographical name." 
In this sub-section the restriction is qualified to a word or 
words having no direct reference to the character or quality 
of the goods, and not being a geographical name according 
to its ordinary signification ; and there has been added a 
restriction that a word which is a surname shall not be 
registrable under this sub-section. 

Having regard to the enormous number of different 
surnames in the world, and to the fact that names of animals, 
birds, &c, and also names of inanimate objects, are bv no 
means uncommon as surnames, some considerable difficulty 
may possibly be experienced by the Registrar in arriving 
at a conclusion whether or not a word sought to be registered 
is a surname. But the wording of this sub-section shows 

(»■) (1008) 2 Ch. 274. 

(u>) (1908) 1 Ch. 513. See also Balph v. Taylor 25 Ch. D. 194, 
and the recent c;ise of Bowden'x Application, 26 R. P. C. 205 in 
which the words " Bowden Wire " were held not to he distinctive as 
they were the name of a patented mechanism. 

(.r) 21 R. P. C. 240. 
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that the restriction is confined to a word which according Section 9 
to its ordinary signification is a surname, and not to all (4). 

words which might possibly be surnames. It is no doubt • 

principally aimed at preventing the registration of a word 
which is the surname of a rival trader ; and which, according 
to its ordinary signification, is not the name of some well- 
known living creature, or well known article, and which is 
therefore likely to be mistaken for the name of the rival 
trader. This sub-section would not prevent a man surnamed 
Sparrow, (or Wolfe) from registering as a trade-mark the 
design of a sparrow, (or of a wolf) and the words ' sparrow 
brand ' ; nor would it necessarily prevent a rival trader from 
registering such a mark, the word ' sparrow ' according to 
its ordinary signification, meaning a bird of that name. It 
is conceived, however, that in such a case as the latter the 
Registrar would be justified, in exercise of his discretion, 
in refusing registration if it weie apparent that confusion 
might be likely to arise. 

The case of Bourne v. Swan and Edgar iy) is one in 
which the Plaintiff, having registered as a trade-mark the 
figure of a Swan with adjuncts, sought to restrain the Defen- 
dants, one of whom was surnamed Swan, from usiDg the 
word " Swan," and the figure of a swan, in their advertise- 
ments and circulars. He failed in his action, the Judge 
being of opinion that the Defendants were entitled to use, 
and were using, the design of a swan, and the word " Swan," 
in a legitimate manner ; and that such use was not calcu- 
lated to deceive. 

Under this sub-section any known word or words, other 
than those expressly excepted, may be registered as a trade- 
mark ; provided that such word or words, is, or ■ are, 
distinctive, and cannot be said to be in any way common 
to the trade. A word which is open to the trade to use, or 
is in common use in the trade, cannot be claimed solely by 
any person. 

With regard to the exceptions :— Any word which 
describes, or directly suggests to the minds of the ordinary 
public, the nature of the goods in respect of which it is 
proposed to use it us a trade-mark, is not registrable as 
such. Thus, in the very recent case already referred to, 
of Phillipparf s Trade-mark (s) it was held that the word 
' diabolo ' was unregistrable because, amongst other reasons, 
it suggested the old French and English games of " le 
diable," and " the devil on two sticks," which games it was 
intended by the proprietor of the mark to revive. 

In the much earlier case of Meyersteiri 's Trade-mark, (a) 
it was held that the word " Satinine " was unregistrable in 
respect of starch, as such word was a description of the 
effect produced by the use of the article, inasmuch as it 
suggested the production of a glossy surface. It is doubtful, 

(?/) (1903) 1 Ch. 211. 
(2) (1908) 2 Ch. 274. (a) 43 Ch. D. 604. 
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Section 9 however whether such a word would now be held to have 
(4). any direct reference to the character or quality of the 

goods. 

In the later case of Farbenfabriken Application (V) it was 
held that the word " Somatose," which was derived from 
the Greek word meaning "body," and was desired to be 
registered in respect of certain food for the human body, 
had reference to the character or quality of the goods, and 
was therefore unregistrable. 

Such words as "Washerine" in respect of goods used 
for laundry purposes (c), and "Valvoline" for lubricating 
oil (d), " Panoram " for panoramic cameras («), "Uneeda" 
for biscuits (/), »ud " l'vpograph" for typing machines (g), 
have been held to be unregistrable us having reference to 
the character of the goods. 

The suggestion, however, us to the nature of the goods 
to which the trade-mark is proposed to be affixed must not 
be too far fetched. It must be a direct reference in order 
to disqualify the murk as registrable ; and it may therefore 
be considered, hereafter, by the Court of Appeal that the 
decision in Phillippart's Trade-mark (h) was incorrect. 
Even before the Act of 1905, and before the restriction was 
made as to direct reference, it was held that a word which 
may well be considered to have had an indirect reference to 
the character of the goods was registrable as a trade-mark ; 
for, in the case of Holfs Trade-mark, (i) a trade-mark 
consisting of the word 'Trilby,' proposed to be registered 
in respect of ladies' gloves, &c, was held by the Court of 
Appeal to be properly registrable, although North, J., in 
the Court below, held it to be unregistrable. 

In the case of The Magnolia Metal CoJ's Trade-mark (/ ) 
the word " Magnolia " although it had come to be known 
as an alloy, was held to be properly registrable, it having 
no real reference to the goods (antifriction metal) to which 
it was applied. 

And, under the Act of 1905, it was held in the case of 
Gompagnie Industrielle 1 s Application (k) that the word 
" Motorine," registered in respect of lubricating oils, had 
no direct reference to the character or quality of the goods. 
In this case the importance of the word ' divert ' as qualify- 
ing the restriction in this sub-section was pointed out by 
Warrington, J. As he said, no doubt the word ' motorine ' 
suggested that in some way the goods were oils to be used 

(V) (1894) 1 Ch. 645. 

(c) Borland's Trade-mark 42 Ch. D. 274. 

(d) Leonard and Ellis' Trade-mark 26 Ch. D. 2S8. 
(«) 20 K. P. C. 337. 

(/) National Biscuit Co.'s Application (1901) 1 Ch. 550. 
(j) Linotype Co.'s Application 14 R. P. C. 90O 
(70 (1008) 2 Ch. 274. (_/) (1897) 2 Ch. 371. 

(«) (1896) 1 Ch. 711. («) (1907) 2 Ch. 435. 
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in connection with a motor, but it seemed to him that the Section 9 
word did not have "that direct reference which the Act (4). 
" contemplates." — 

Many words, therefore, which were formerly unregistrable 
as having some indirect reference to the character or quality 
of the goods would now be held to be properly registrable 
under this sub-section. 

As already stated, a word which it is open to the trade to 
us ecannot be registered under this sub-section. Thus in 
the case of Hudson's Application (I) it was held that the 
words " The Thunderer," used in respect of whistles, being 
common to the trade, were unregistrable (m). 

No word which closely resembles another word actually 
in use as a trade-mark in respect of the same kind of goods 
(whether or not the latter word is registered) can be 
registered under this sub-section. But where a word has 
been used, and registered as a trade-mark, in respect of a 
certain description of poods, the same word may be 
registered by another person in respect of totally different 
goods. This was so held in the case of Lake and Elliot's 
Application (n) in which it was decided that the word 
" Millenium " was registrable in respect of carriages 
although the same word had long previously been registered 
by another person in respect of bread and flour ; and 
although the hitter articles were carried in vans and carts 
labelled " Millenium " (o). 

A word which is descriptive of a device publicly used or 
registered as a trade-mark, cannot be registered by another 
person in respect of the Bame description of goods, for it 
would be obviously calculated to deceive. 

So, if the representation of an animal, say a lion, had 
been registered as a trade-mark for a certain class of goods, 
the words " red lion " or " blue lion " could not be registered 
by some one else for the same class of goods, inasmuch as 
the use of such a mark might lead to deception, the pro- 
prietor of the registered mark of a lion having the right 
to the exclusive use of that mark in any colour or colours. 
In the case of Societe Anomjme de VEtoile's Trade-mark ( p) 
a trade-mark consisting of the words "red star brand" 
which had been registered in respect of glass was expunged 
from the register, because a mark consisting of the device 
of a star, which in actual use was coloured red, (though 
this fact had nothing to do with the decision) had been 
previously registered by some one else in respect of the same 

(Z) 24 K. P. C. 582. 

(m) See also Will's Trade-mavh (1893) 2 Oh. 262 and Star Cycle 
Co. v. Frankenburgs 24 E. P. C. 46 & 405. 

O) 20 R. P. C. 605. 

(n) Cf. the case of Gutta Perclia fye. Co.'s Application (1909) 
2 Ch. 10. 

Q>) (1894) 1 Ch. 61. 
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Section 9 kind of goods, not in any colour, for at tlie time of its 
(4). registration a mark could not be registered in any special 

colour, but by its registration its proprietor acquired, 

under the Act of 1883, the exclusive right to its use in any 
colour. 

A word which is a geographical name, according to its 
ordinary signification, cannot be registered under this sub- 
section. Thus it was held in the case of Van Buzer's 
Trade-mark (q) that the word 'Melrose' was unregistrable 
inasmuch as it was the name of a well-known place. So 
also with regard to the word 'Apollinaris' which was held 
in the case of Apollinaris Co.'s Trade-mark (r) to be un- 
registrable, the word beintr the name of the spring from 
which apollinaris water was obtained. 

And, in the case of Sir Titus Salt's Application (s) it was 
held that the word 'Eboline' being a word compounded 
of the word ' Eboli ' (a town in Italy) with the suffix 'ne,' 
was a geographical name, and therefore unregistrable. 

In the case of National Starch Go's Application (J) the 
word ' Oswes;o ' which is the name of a place in the United 
States where the applicants had factories, was allowed to be 
registered as a trade-mark ; not, however, under this sub- 
section, but under sub-section 5. 

In the recent case of The California Firt Syrup C'o.'s Appli- 
cation, (u) Warrington, J., refused to direct the registration 
of the words " California Syrup of figs " upon the ground 
that not only do the words directly refer to the character 
of the goods, but the first word, which was considered to be 
the most important, is a geographical word. It was sought 
to show that the words were distinctive within the meaning 
of sub-section 5, but Warrington, J., said ;—" It seems to 
" me that the Act was not intended to save to a particular 
" person, merely because he had been the only person using 
" it during a number of years, a monopoly in a geographical 
" name so wide and so common as in this case." 

An appeal from this decision was, however, allowed by the 
Court of Appeal (v), not because the words were considered 
to be distinctive, but simply because the circumstances 
proved (of long user) sufficed to establish a prima facie 
case of distinctiveness, which entitled the applicants to 
endeavour to obtain registration ; although they might not 
succeed in such endeavour if objections to registration w*re 
raised by opponents. 

The words in this sub-section "according to its ordinary 
" signification," do not qualify to any great extent the 
former restriction as to the registration of a geographical 
name, but explain the principle upon which the Court 



(q) 34 Ch. D. 623. (»•) (1891) 2 Ch. 186. 

(») (1894) 3 Ch. 166. (f) (1908) 2 Ch. 698. («) (1909) 2 Ch. 99. 

(t>) (1910) 1 Ch. 130. 
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ought formerly to have acted, and in some cases did act, Section 9 
when considering whether or not a word which it, was (4). 

sought to register might be a geographical name within 

the meaning of the restriction. In the case of the Magnolia 
Metal Co.'s Trade-mark (w), Rigby, L.J., in delivering the 
judgment of himself and Lindley & Lopes, L.J. J., said 
that the phrase "geographical name" must "in the absence 
" of special circumstances be interpreted so as to be in 
" accordance with the general aud popular meaning of the 
" words, and a word does not become a geographical name 
" simply because some place upon the earth's surface has 
" been called by it ... if the name is given because of the 
" connection of the article with the locality, whether that 
" be real or imputed only by those who give the mime, it 
" may well be a geographical name within the meaning of 
" the sub-section." 

Now, however, havinsj regard to the express words 
" according to its ordinary signification" it is probable 
that a word would be held to be registrable under this sub- 
section even if it is given because of the connection of the 
article with the locality, provided that the locality is so 
little known that it would not signify to the ordinary public 
a geographical name. But, if in its primary and obvious 
meaning the word has reference to locality, it would still be 
unregistrable under this sub-section. No person ought to 
be allowed to obtain a monopoly in the name of a place 
which is at all well-known, and in which other persons have 
a rkht to trade, if the result is that such other persons may 
be prevented from using the name of that place in connec- 
tion with their own goods. 

Words which are merely commendatory of the goods to 
which they are applied — are simply laudatory epithets, 
cannot be registered under this sub-section, or at all. This 
was so held under the former Acts, (Ripley and Son's 
Application (x) in which the word " Pirle," being simply a 
misspelling of the word "Pearl," was held to be unregis- 
trable. Harrison's Application (y) in which the word 
"Nectar" was held unregistrable), and has recently been 
held by the Court of Appeal in the case of Joseph Crosfteld's 
Application in which it was decided that the word " Per- 
fection " could not be registered in respect of soap, for "an 
" ordinary laudatory epithet ought to be open to all the 
" world " ; and, moreover, " it may be applied to any goods 
" of the proprietor, although the character of such goods 
" may in course of time have changed for the worse ; and 
" the sanction of a Government department ought not to 
" be given to that which may thus be calculated to deceive : 
" see s. 11 " (z). 

A word or words in Chinese characters may, apparently, 
be registered under this sub-section ; but the Registrar may 
require an exact transliteration or translation thereof to be 
endorsed on the application for registration (see Rule 24). 

(V) (1897) 2 Ch. at p. 393. (*) 77 L. T. 495. ( ? /) 18 E. P. C. 34. 
(z) Cozens-Hardy, M.B. (1910) 1 Ch. at p. 142. 
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Section 9. (5) Any other distinctive mark ; but a name, 

(5)- signature, or word or words, other than 

such as fall within the descriptions in the 
above paragraphs (1), (2), (3) and (4), 
shall not, except by order of the Governor 
or the Court, be deemed a distinctive mark. 

The marks capable of registration as trade-marks under 
this sub-section include a device, brand, heading, label, 
ticket, name, signature, word, letter, numeral, or any com- 
bination thereof. In fact every kind of symbol can now be 
registered as a trade-mark provided that it serves to 
distinguish the goods of its proprietor from those of all 
other traders, and is not contrary to law, or is not a 
scandalous design. Even a name, signature, or word, which 
has hitherto not been capable of registration, because it did 
not come within one or other of the definitions of a regis- 
trable trade-mark, may now be registered by order of the 
Governor, or the Court. There is practically no restriction 
on the registration of a trade-mark except such as is 
absolutely necessary for the good of the public. 

By the term 'device' is meant the representation of any 
animal, bird, or fish, known or mythical ; or of any in- 
animate object, or of any parts thereof. It also means any 
kind of design which is distinctive (a). 

A device registrable as a trade-mark may also consist of 
a portrait or caricature, or the copy of a picture. But in 
the case of a portrait it must not be without the consent of 
the person portrayed, or his representatives (b). And this, 
of course, equally applies to the case of a caricature. An 
instauce of the copy of a picture having been registered as 
a trade-mark is found in the case of Louise <[• Co. v. 
Gainsborough (c). A reproduction of Gainsborough's 
celebrated picture of the Duchess of Devonshire was regis- 
tered in respect of millinery goods ; although it was 
afterwards "struck off the register because of the fact found 
* that reproductions of the picture were common to the hat 
and millinery trade. 

A trade-mark to be registrable as such under this sub- 
section may consist of a combination of devices, or of a 
combination of devices and words, provided that the whole 
together form a distinctive mark. 

A device consisting of the representation of an animal, or 
bird, cannot be registered if another mark already on the 
register has become known by the name of that animal, or 
bird ; even though, in appearance, there is practically no 
resemblance whatever between the mark already registered 
and that sought to be registered. Tims, if a trade-mark 
consisting, only, of the representation of a bull-dog. which 

(a) United States Playing Card Co. (1901) 1 Ch. 197. 
(i) Carrol's Application 16 R. P. C. 82. (c) 20 R. P. C. 61, 
and see Rule 15. 
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had become known as " the dog brand," were registered in Section 9 
respect of a certain class of goods, another mark consisting (5). 

of the representation, only, of a fox terrier would probably 

be refused registration in respect of the same class of goods; 
and the use of it might be considered to be an infringement 
of the registered trade-mark. So also if a word or words 
descriptive of a device are registered as a trade-mark, another 
person cannot register, in respect of the same kind of goods, 
a trade-mark consisting of a representation of that device. 

A device, to be registrable as a trade-mark in respect of 
a certain class of goods, must necessarily be one which can 
readily be distinguished from the marks of all other dealers 
in similar goods. It must not be a mark differing very 
slightly from one common to the trade. A mark, however, 
which may be shortly described by a word or name common 
to the trade, is capable of registration if it be formed in a 
particular and distinctive manner. So it was held in Dexter's 
Application (d) that Wills' trade-mark in respect of tobacco, 
which mark consisted of an eight pointed star, "an extremely 
" distinctive and definite form of star which has a peculiar 
'' property of catching the eye" (Wri«ht, J., at p. 268), was 
a valid and registrable trade-mark, although "the use of the 
word 'star' " and the "use of the figure of a star are matters 
publki juris " (p. 267). But, for the reason that the word 
and figure of a star is publici juris, it was held that Messrs. 
Wills were not entitled to restrain others from using a mark, 
consisting of that word or figure, on tobacco of their own 
manufacture, so long as such mark in no way resembled 
Messrs. Wills' trade-mark of a distinctive form of star, and 
was not obviously calculated to deceive. The mere fact 
that people might be misled, " because a multitude of 
" persons had by habit, and without any reason, associated 
" the word 'star* with the name of Wills" (p. 268), is not 
sufficient to render unregistrable, in respect of tobacco, or 
other goods, a mark one of the distinctive features of which 
is the word " star," or the figure of a star in a particular 
form, or a number of stars. 

A device which is nothing more than a pictorial repre- 
sentation of the goods to which it is proposed to affix it, 
is not a registrable trade-mark. In the case of James 1 
Trade-mark (e) it was held by Pearson, J., that the sketch, 
in the shape of a dome, of a manufactured article usually 
sold in that shape, was not registrable ; although the sketch 
could not be said to denote that article only, but might 
represent a number of other articles of a different descrip- 
tion. On appeal, (/) however, this decision of Pearson, J., 
was reversed, the Court holding that, although the appel- 
lants could not claim any monopoly in the shape of the 
article they sold, they could claim the right to use the dome as 
a trade-mark for the article manufactured, in whatever shape 
they sold such article. No monopoly can be acquired, by 

(<0 (1893) 2 Ch. 262. 
(e) 31. Ch. D. 340. (/) 33 Ch. D, 392. 
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Section 9 registration of a trade-mark, in the article, or the shape of 
(5). the article, represented by that trade-mark ; and for that 

— reason a pictorial representation of the article itself cannot 

be registered. 

But a device which merely suggests the kind of goods to 
which it is applied is a good registrable trade-mark e.g., the 
well-known device of a milkmaid carrying two pails was 
properly registered in respect of condenced.milk (g). As said 
by Lindley, L.J., in the case of James' Trade-mark (h) " I 
" cannot see why, according to English law, a fish should 
" not be a distinctive mark of a fishing line, though I can 
'' understand that a picture of a fish may not be a distinc- 
" tive mark of that particular kind of fish. Why a pig 
'' should not be, according to English law, a distinctive 
'' mark for lard, or something made out of a pig, I do not 
" know." 

The question to bo considered is whether the device 
sought to be registered is so descriptive of the goods to 
which it is applied that, if it be registered, other persons 
dealing in the same kind of goods may be prevented from 
fairly describing their own goods by means of a pictorial 
representation thereof. 

There does not appear to be any authority as to the mean- 
ing of the word "brand" in the definition of a 'mark' in 
Section 2. The word is very frequently used in connection 
with a registered trade-mark consisting of a device, and may 
be, and has iu fact been, registered with a distinctive word- 
mark (although, formerly, it must have been disclaimed). 
But the mere use of the word ' brand ' does not constitute 
a registrable trade-mark. A mark to be registered as a 
' brand ' must be one which, burnt, woven, or stamped into 
the goods, is in itself a distinctive mark under this sub- 
section. The stamping or weaving into goods of a word, 
or device, w^iich is common to the trade does not make such 
word or device registrable as a ' brand ' trade-mark, unless 
it be stamped or woven in such a special and peculiar 
manner as to render it distinctive (i). 

Under the description "heading" words which were 
incapable of registration as being descriptive of the goods, 
which formed part only of an "old mark," and which 
could not therefore have been registered in themselves as 
an "old mark," were allowed registration, in the case 
of Bernhardt v. Spelding (j). It is somewhat difficult to 

(g) In the case of Anglo Siviss Condensed Milk Co. v. Pcarks 
21 E. P. G. 261 it was, however, held that the device of a milkmaid 
was in common use in the butter trade as an ornamentation and 
indication of the goods. 

(/() 33 Ch. D. at p. 3.%. 

(j) See Pirie v. Goodall (1892) 1 Ch. 35. Puine't Trade-mark 
9 11. P. C. 130. Anglo Swiss Condensed Milk Co. v. Pearks 21 K V 
C. 251. 

0) 49 L. J. (Jh. 57. 
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understand of what use the right to register a ''heading" Section 9 
as a trade-mark is iu Hongkong, for it is probable that no (5). 

words or devices, incapable otherwise of registration as a 

distinctive mark in themselves, will be registered as a 
heading. It is, however, possible that where a device, or 
a word, has been registered as a trade-mark, the same, with 
additions, may also be allowed registration as a 'heading." 

With regard to a ' label ' this, to be registrable as a trade- 
mark muse, it was formerly held, contain some specially 
distinctive feature which, with the rest of the label, made 
the whole label distinctive. The authorities appear to have 
differed somewhat as to the necessity, under the former 
Acts, for one or more of the essential particulars, as defined 
in such Acts, appearing in the label sought to be registered. 
Iu the case of Wriijht and Crosslei/s Application (k) Byrne, 
J., laid it down that a label to be distinctive, and registrable 
as such, must contain one or more of the essential particular 
of a trade-mark as defined in the Act. But, now that any 
mark which is distinctive of the goods of its proprietor is 
registrable, it would appear to be unnecessary that a label 
should contain one or other of the essential particulars in 
the first four sub-sections, or a distinctive device. If a 
label be comprised entirely of words, figures, and devices, 
all of whicu separately are common to the trade, it may 
nevertheless form as a whole a distinctive mark, iind should 
therefore be registrable as a label under this sub-section. 

Two or three labels may, apparently, be registered to- 
gether as one trade-mark, and may be used in such a way 
that all of them are not visible at once. This was so held 
in the case of Cromplon's Trade-mark (I), in which it was 
also held that the essential particulars of the trade-mark 
were sufficiently stated when described as consisting of the 
combination of devices, no verbal description of the devices 
beiug necessary. 

Under the former Trade-Marks Act it was held, iu the 
case of Clement et Cie's Trade-mark (mi, that, in an applica- 
tion for registration of a label, which complied with the 
conditions as to its distinctiveness, it was unnecessary for 
the applicant to disclaim the right to the exclusive use of 
words forming part of that label which are common to the 
trade ; for that the part of the former Act which required 
disclaimers to be rmide only applied to 'added matter,' and 
no part of a label could be said to be added matter. Now, 
however, an applicant for registration of a label as a trade- 
mark may be required, under Section 15, to disclaim any 
matter therein which is " common to the trade, or is other- 
" wise of a non-distinctive character." In the case of a 
label which, although it is perfectly distinctive as a whole, is 
made up of a number of parts none of which are in them- 
selves distinctive, the applicant for registration would, if 



(ft) (1900) 2 Ch. 218. (Z) 19 B. P. C. 265. 

(«0 (1900) 1 Ch. 114. 
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Section 9 required to do so, have to disclaim the right to the exclusive 
(5). use of all the several parts, claiming only the right to the 

exclusive use of such several parts as put together, and 

forming the whole label (n). 



There is practically no distinction between a ' label ' and 

a ' ticket.'' 



In addition to such devices and words as were formerly 
capable of registration as trade-marks, power has, by the Act 
of 1905, been given to the Board of Trade, or the Court, in 
the United Kingdom, and now, by this sub-section of the 
Ordinance, to the Governor, or the Court, in Hongkong, to 
order the Registrar to proceed with the registration as a 
trade-mark of any kind of symbol whatsoever so long as it 
is distinctive. Therefore, any word, whether or not it is a 
geographical name, or whether or not it has a direct 
reference to the character or quality of the goods, may now 
be registered, provided it distinguishes the goods of its 
proprietor from those of all other traders ; and provided 
that it can be satisfactorily shown that such registration 
will not interfere with the common law rights of other 
persons. 

Advantage was taken of the alteration of the law in this 
inspect in England to get restored upon the register a word 
trade-mark which had been removed therefrom upon the 
ground that it was a geographical name, and did not come 
within any class of words which could be registered — the 
word " Apo-lUnaris." This word was originally registered 
as a trade-mark for Apollinaris mineral water, but was 
struck off the register in 1890 (o). It was, however, 
restored to the register in 1907 (p). 

In the later case of the National Starch. Co.'s Application 
(q), the word " Oswego " was held to be registrable as a 
trade-mark in respect of corn-flour, although Oswego was 
the name of a place in America where the Applicants' 
factories were situated. The evidence showed that the 
name ' Oswego ' had for many years past been used to 
denote the corn-flour of the applicanls. and that it was in 
fact distinctive of their corn-flour in Great Britain. 

In the recent case of Whitfield's Applkation (r) the name 
" Lawson Tait" which was unregistrable under the former 
Act, if not "printed, impressed, or woven, in some parti - 
" cular or distinctive," was held to be a distinctive mark, 

()i) Lyle and Kinaharis Application 21 R. P. C. 37 & 219. 

(«) (1891) 2 Ch. 180. 

(j») Apollinaris Trade-mark 24 R. P. C. 136. 

(y) 25 R. P. C. 802. (1908) 2 Ch. 698. 

(»•) (1909) 2 Ch. 373. 



— 29 — 

and registrable under this sub-section, it having been proved Section 9 
that the name had been used with the express permission (5). 

of Dr. Lawson Tait, and continuously applied to bedsteads 

of a certain pattern, and to nutuing else, since 1881, and 
that these particular bedsteads had become well known to 
the trade under that name. 

On the other hand, where application whs u5ade for 
the registration, by virtue of this sub-section, of the word 
" Perfection" for soap, which word was proved to have been 
largely used by the applicants, in connection with their 
soap, especially iu the Midlands, it was held that the word 
could not be considered to be distinctive, for "an ordinary 
" laudatory epithet ought to be open to nil the world, and 
" is not capable of being registered " (s). 

In the case of Royal Worcester Corset Go's Application (t) 
it was held that the words " Royal Worcester" were not 
adapted to distinguish the applicants' goods (corsets) from 
those of other persons, and therefore were not in themselves 
"distinctive words"; and also that the words had not 
become by user " distinctive," apart from the use of other 
words not sought to be registered, and were not therefore 
distinctive. 

It was recently stated by Cozens-Hardy, M.R., in the 
Court of Appeal iii) that, on an application for an order 
under this sub-section, "the duty of the tribunal is not 
" to declare that the mark ought to be registered, but only 
" to give liberty to proceed with the application. Such 
" liberty ought to be given when there is a sufficient prima 
" facie case made out. And, whenever then has been long 
" continued and extensive user as a trade-mark, that 
" circumstance should, in ordinary cases, suffice to establish 

" a right to proceed It is not for the Court to say 

" at this stage that the mark is distinctive and ought to 
" be registered. That is a matter for the next stage, when 
" opponents can be heard, and when every objection, 
" including Section 1 !, can be raised." 

The words, in this sub-section, that certain marks shall 
not be deemed distinctive except by order of the Governor 
or the Court, do not mean that, if such an order is obtained, 
the mark must, be registered. The effect of the words is 
merely that if there is, in the opinion of the Governor or 
the Court, sufficient evidence that a trade-mark, otherwise 
unregistrable, is distinctive, an order may then be made 
that the Registrar do proceed with the registration as if 
the mark were one capable of registration without such an 
order. The subsequent advertisement of the application 
may lead to notice of opposition being given ; and, upon 
the opponent being heard, it may be decided that the mark 
is publici juris, or is calculated to deceive, or that the 

(.?) CrosfieU's Application (1210) 1 Ch. at p. 142. 

(0 (1909) 1 Ch. 459. 

(«) California Fig Syrup Go's Application (1910) 1 Ch. 130. 
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Section 9 common law rights of others will be affected by its regis- 
(5). tration. [n any such case registration will be eventually 

- refused, although an order has been made that tlie mark 
be deemed to be distinctive. 



Provfded always that any special or distinctive 
word or words, letter, numeral, or combination of 
letters or numerals used as a trade-mark by the 
applicant or his predecessors in business before the 
thirteenth day of August one thousand eight hundred 
and seventy-five, which has continued to be used 
(either in its original form or with additions or 
alterations not substantially affecting the identity of 
the same) down to the date of the application for 
registration, shall be registrable as a trade-mark 
under this Ordinance, if it is already registered in 
the United Kingdom as an old mark used before the 
said date. 

The trade-mark which, by virtue of this proviso, is 
capable of being registered, although not coming within any 
of the foregoing definitions of an registrable trade-mark, is 
termed an "old mark," by reason of its having been in 
existence before the date of the first Trade-Marks Act in 
England, the 13th August, 1875. 

The right of its proprietor to the exclusive use, and to 
effect the registration, of such a mark was expressly 
recognised by the former Trade-Marks Act, and the repealed 
Ordinance, wherein it was declared that ''any special and 
" distinctive word or words, letter, figure, or combination 
" of letters or figures, or of letters and figures used as a 
" trade-mark before the 13th August, 1875 " might be 
registered. 

By the word " figures " was held to be meant ' numerals ' 
(v) ; and in the. provision with regard to old marks in the 
Trade-Marks Act 1905, as in this provision, the word 
' numerals' is substituted for that of figures. 

It is very important to note that it is not every kind of 
trade-mark which can be registered as an l old mark ' under 
this proviso in consequence of its having been lawfully 
used as a trade-mark prior to, and continuously used since, 
the 13th August, 1875. Old marks which can be registered 
as such under this proviso are expressly confined, as under 
the former Act, and Ordinance, to ■' any special or distinctive 
" word or words, letter, numeral, or combination of letters 
" or numerals." 

For some reason, which is not apparent, the words in the 
former Act and Ordinance "or of letters and numerals" 

(y) Ex. p. Stephens 3 Ch. D. 659. 
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have been omitted in the new Act and in this Ordinance. Section 9 

It would therefore appear that although a combination of (1st proviso). 

letters, or a combination of numerals, may be registered as — - — 

an ' old mark,' a combination of both letters and numerals 
cannot now be so registered, though it might have been 
formerly. 

Under the present proviso such letters as " H. L." or 
the numerals " 1823" could be registered alone as an 'old 
mark,' but it would appear to be doubtful whether both 
together could now be so registered. It is not declared 
that a portion only of an ' old mark ' can be registered as 
such, and therefore the application must be made for the 
registration of the whole mark, as it was used prior to the 
13th August, 1875 ; and it can only be registered as an 
' old mark ' under this proviso if it consists of a special or 
distinctive word or words, letter, numeral, or combination 
of letters or numerals ; although it may have additions or 
alterations made to it if its identitv is not thereby sub- 
stantially affected. If a mark used prior to 13th August, 
1875 consists of a combination of both letters and numerals, 
and does not therefore strictly fall within the definition of 
an ' old mark ' in this provision, the letters alone cannot 
be claimed to comprise the mark, and the numerals to be 
merely an addition to it. 

A most important alteration in the wording of the pro- 
vision in the former Act, and Ordinance, relating to old 
marks, has been made in the Act of 1905, and this 
Ordinance ; — There has been added, in parentheses, the 
words "either in its original form, or with additions or 
" alterations not sul stantially affecting the identity of the 
" same." Under the former Act it was held that, to bring 
a mark within the meaning of the provision, it must have 
consisted of a word or words, letter, figure, &c, used alone 
as a trade-mark, and that if such words or figures had been 
used in combination with any device, those words or figures 
could not constitute a valid " old mark " (w) ; and it was 
also held that a mark could only be registered as an ' old 
mark ' in precisely the same form as that in which it had 
originally been used. 

A further important difference to the right to register in 
Hongkong an ' old mark,' as such, has been made in the 
new Ordinance. Under the repealed Ordinance, although 
it was necessary that the mark should have been registered 
in England, it was not provided that it should have been 
there registered as an old mark. It might therefore have 
happened that an application had been made in Hongkong 
for the registration of a mark, alleged and proved to have 
been used by the applicant (possibly in a foreign country) 
continuously, from a date prior to 1875, and to have been 
registered in England, but which mark had been so registered, 

(w) Davis v. Harbord 15 A. C. 316. Spencer's Trade-mark 
3 K. P. C. 73, Leonard and Ellis' Trade-mark 26 Ch. D. 288. 
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Section 9 not because it was an 'old mark,' but because it was one 
(i»t Proviso), capable of registration in England ; although incapable of 

registration in Hongkong as a new mark by reason of the 

fact that a similar mark was already on the Hongkong 
register. In such a case it would have been manifestly 
unfair to the registered owner of the similar mark, who had 
been previously unaware of the invention and user of the 
mark in a foreign country, and whose similar mark had 
gained a reputation in Hongkong that the application 
should be granted ; and yet it might have been held that 
the applicant was entitled to have it granted unless it were 
made clear that an "old mark" was not registrable as such, 
unless proof were given that it had been registered as an 
" old mark " in England. 

For the purpose of removing all doubt as to the limits of 
the power of the Registrar to register, or of the Court to 
direct the registration of, an old mark as such, it has been 
expressly provided by this section that an " old mark " may 
be registered in Hongkong, as such, only if it has been 
registered as an "old mark " in England (x). 

A question may possibly arise whether Chinese characters, 
which are iutended to represent some foreign name, and are 
more or less meaningless, would be regarded as capable of 
registration as an " old mark." Practically every foreign 
firm in Hongkong and China is known by some Chinese 
name ; and it may well be that such firms, or some of them, 
have used the Chinese characters representing their names 
as trade-marks. In such cases, it is submitted that those 
characters should be regarded as registrable trade-marks, if 
continuously used from a date prior to the 13th August, 
1875. A word written in Greek, Russian, or Chinese, 
lettering or characters must be as much a • word ' as is one 
written in Roman lettering ; and, as said by James, L.J., in 
the case of Rotherharri's Trade-mark («/) (referring to the 
definition of an "old mark") "Why does not it include 
" combinations of Arabic words ? " 



For the purposes of this section "distinctive" shall 
mean adapted to distinguish the goods of the proprie- 
tor of the trade-mark from those of other persons. 

In determining whether a trade-mark is so adapted, 
the Tribunal may, in the case of a trade-mark in 
actual, use, take into consideration the extent to 
which such user has rendered such trade-mark in fact 
distinctive for the goods with respect to which it is 
registered or proposed to be registered. 



(so) User of a trade-mark abroad only, prior to 1875, haa been 
held to be insufficient to enable an applicant to register it aa an 'old 
mark' in England. The use must have been in the United Kingdom. 
Jaekion v. Kapper 35 Oh. D. at p 177. Meusi' Application (1891) 
1 Ch. 41. MoncVs Application 50 L.T. 12. 

(y) 14 Ch. D. 685. 
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The definition of the term "distinctive" here given is Section 9 
that which was given by judicial authorities to the term C 2nd Pl """ 80 )^ 
used in the former Acts. In the case of Davis v. Harbor d 
(z) Lord Halsbury, L.C., said "the word 'distinctive' means 
" distinguishing a particular person's goods fmm somebody 
" else's goods — not a quality attributed to the particular 
" article but distinctive in that respect, that it means that 
" it is a manufacture of his as distinguished from somebody 
" else's. The manufacture may or may not be new, but 
" that is the sort of distinction contemplated by the 
" statute." 

The distinctiveness of a trade-mark does not, however, 
depend upon whether it is distinctive of the goods of any 
particular manufacturer. It is equally 'distinctive' within 
the meaning of the Ordinance if it distinguishes the goods 
of the proprietor of the trade-mark who is the proprietor 
thereof by virtue either of manufacture, selection, certifica- 
tion, dealing with, or offering for sale. The definition of 
the term in the former Act given by Lindley, L.J., in the 
case of Wood v. Lambert (a) was that "it must mean some 
" mark which distinguishes the goods to which it is attached 
" as those made or sold by the person who uses the mark." 
And in the same caBe Fry, L.J., said "It appears to me 
" that to satisfy the requirements of the definition the 
" word or words must be distinctive in this sense that they 
'• distinguish the manufacture of the person who has regis- 
■" tered the trade-mark from the manufacture of all other 
" persons. I say 'manufacture' but of course there may 
" be cases in which they distinguish, not the manufacture, 
" but the selection, or some other operation, upon the goods." 

The definition of a " trade-mark " in Section 2 shows 
clearly what is meant by the "proprietor" of a trade-mark. 

This final clause of Section 9 is of very considerable 
importance to the proprietors of trade-marks which were 
formerly unregistrable as not eoming within one or other 
of the definitions given in the repealed Ordinance of a 
registrable trade-mark. 

As already pointed out, there may now be registered as a 
trade-mark any device, name, word or words so long as 
such mark does not offend against the provisions of Section 
11, and provided it is 'distinctive' within the meaning of 
that term given in this section. 

If a trade-mark, which was formerly unregistrable because 
it had reference to the character or quality of the goods, or 
is a geographical name, has been actually used for so long, 
and in such a manner, as to serve to distinguish the goods 
of its proprietor from those of other persons, it may now be 
registered. The word 'Tansan,' which was held by certain 
Judges in certain Courts not to be registrable as a trade- 

00 15 A. C. at p. 320. (a) 32 CI). I). 247. 
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Section 9 mark by reason of the fact that it is comprised of two 
(2nd Proviso). Japanese words which had reference to the character of the 
goods to which it was applied, would certainly now be 
registrable in Hongkong under this section, assuming it to 
be held that it has not been allowed to become "public juris. 
There can be no doubt that the word did, at one time, 
clearly distinguish the goods of its proprietor from those of 
all other persons, — so far at any rate as the public in Hong- 
kong were concerned. 

It would probably be held, under this section, that a 
trade-mark, formerly unregistrable, which has for a long 
time been extensively used in the Colony, and has through- 
out been identified with its proprietor, or his predecessor in 
business, may be registered, although it may not be distinc- 
tive of the goods of its proprietor in other parts of the 
world. A monopoly, however, could not be granted in this 
Colony of a word which is a well-known geographical name, 
or which might be comtuou to the trade elsewhere. 



Coloured 
trade-marks. 
5 Edw. 7 c. 15 
a. 10. 



10. A trade-mark may be limited in whole or in 
part to one or more specified colours,, and in such 
case the fact that it is so limited shall be taken into 
consideration by any Tribunal having to decide on 
the distinctive character of such trade-mark. If and 
so far as a trade-mark is registered without limitation 
of colour it shall be deemed to be registered for 
all colours. 

This section is copied verbatim from Section 10 of the 
Trade-Marks Act, 1905. 

There is a very important difference between the section 
in the former Trade-Marks Acts relating to colours and 
this section. By the Act of 1883 it was provided that 
" a trade-mark may be registered in any colour or colours, 
" and such registration shall (subject to the provisions of 
" this Act) confer on the registered owner the exclusive 
" right to use the same in that or any other colour or 
" colours " And a precisely similar provision was inserted 
in the repealed Ordinance of 1898. 

The Section, 67, of the former Trade-Marks Act was the 
only section by which rights were expressly conferred. A 
later Section, 76, (a re-enactment of Section 3 of the Act©f 
1875), provided what should also be the effect of registra- 
tion — that for the first five years it should be merely prima 
facie evidence of an exclusive right, but, after that, con- 
clusive evidence. Thus, Section 76 governed Section 67, 
for the right conferred by the latter section being "subject 
" to the provisions of the Act," such right could not take 
effect until five years after registration, inasmuch as it was 
expressly provided by the Act that although registration 
conferred an exclusive right, it should for the first five years 
be only primd facie evidence of that right. 
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Colour, as affecting the distinctiveness of a trade-mark, Section 10 

was formerly utterly ignored in England, as it baa been, • 

until now, in Hongkong. A trade-mark to be capable of 
registration must have been a distinctive device absolutely 
independently of its colour or colours (£). 

Now, although it will probably be held that something 
more than the mere special colouring of a device is necessary 
to render it distinctive of the goods of its proprietor, so as 
to entitle him to register it, it may be held by the Court 
that where one registered trade-mark has been limited to 
a special colour, a somewhat similar device may be also 
registered, if limited to an entirely different colour. 

It must be remembered, however, that by the latter part 
of this section it is provided that if a trade-mark is regis- 
tered without limitation of colour it shall be deemed to 
be registered for all colours. Therefore, when a trade-mark 
has been registered without limitation of colour, a mark 
similar to it cannot subsequently be registered by another 
person with a limitation as to colour ; for, although the 
proprietor of the first mark may have used it only in one 
colour, there is nothing to prevent him from using it in 
any other. Consequently both Sections 11 and 19 would 
prevent the registration of a similar mark limited to a 
specified colour. 

And where a distinctive device has been registered as a 
trade-mark without limitation of colour, though it is invari- 
ably used uncoloured, or in one colour only, no person can 
be permitted to register words which refer to that device 
as of a specified colour. For instance if an anchor is 
registered as a trade-mark without limitation of colour, and 
is used coloured blue, no person could register the words 
" red anchor" in respect of the same description of goods. 

So, in the case of the Societe Anonyme de VMoile's Trade- 
mark (c) u mark consisting of the words " Red Star brand" 
which had been registered in respect of window glass was 
ordered to be struck off the register on the application of 
the proprietor of a mark, consisting of the representation 
of a star, which had been earlier registered, also in respect 
of window glass. 

Rule 83 provides that where a trade-mark is registered 
without limitation of colour the Registrar may grant a 
certificate of its registration for the purpose of obtaining 
registration abroad either in the colour in which it appears 
on the register, or in any other colour or colours. 

11. It shall not be lawful to register as a trade- Restriction on 
mark or part of a trade-mark any matter, the use of ^f^^'u 
which would by reason of its being calculated to g . n. 

(S) See Judgment of Kay, J., in Sanson's Trade-marks 37 Ch. 
D. 112. 

(c) (1804) 1 Ch. 61. 
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Section ll. deceive or otherwise be disentitled to protection in a 
Court of Justice, or would be contrary to law or 
morality, or any scandalous design. 

This section is practically the same as Section 73 of the 
Trade-Marks Act 1883, as amended by the Act of 1888, 
with one important exception ; — that, in the earlier Act, 
the restriction was confined to words calculated to deceive, 
while in the new Act and this Ordinance, the restriction 
extends to any matter which is calculated to deceive, 
whether it consists of a word, part of a word, or letters, or 
of a device, or portion of a device. 

The meaning and effect of Section 73 of the former Act 
was carefully considered by the House of Lords in the case of 
Eno v. Dunn (d), and the principle there laid down on which 
the tribunal ought to deal with cases under that section 
must be followed when dealing with cases under this, 
section. 

In the case cited Lord Watson said : — " These prohibitory 

" clauses cast upon the applicant the duty of satisfying the 

" comptroller, or the Court, that the trade-mark which he 

" proposes to register does not come within their scope. 

" In an inquiry like the present he does not hold the same 

" position which he would have occupied if he had been 

" defending himself against an action for infringement. 

" There, the onus of shewing that his trade-mark is 

" calculated to mislead, rests not on him, but upon the 

" party alleging infringement ; here he is in petitorio, and 

" must justify the registration of his trade-mark by shewing 

" affirmatively that it is not calculated to deceive. It 

" appears to me to be a necessary consequence that, in 

" dubio, his application ought to be disallowed." 

This principle was acted upon recently in the case of the 
Compagnie tyidustrielle des Petroles Application (e) in which 
Warrington, J., after quoting the foregoing portion of the 
judgment in Eno v. Dunns held that the word "Motrocine" 
for petrol was calculated to deceive, and was therefore 
unregistrable, there being another word, "Motorine," 
already on the register in respect of lubricating oil. 

In considering cases under this section it is not the 
interests of the opponent to the application, nor of any 
rival trader, which have to be regarded, but solely the 
interests of the public, for whose beuefit mainly the Trade- 
Marks Acts were passed. This was clearly laid down by 
Lord Macnaghten in the case of Eno v. Dunn (at p. 264), 
where he says " The question is one between Mr. Eno and 
" Mr. Dunn. It is immaterial whether the proposed 
" registration is or is not likely to injure Mr. Eno in his 
" trade. Equally immaterial, as it seems to me, is the fact 
" that for a considerable time Mr. Eno had on the register, 

(<*) (15 A. C. 252). (0 (1907) 2 Ch. 435. 
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" as his trade-mark the words ' Fruit Salt.' Mr. Eno may 

" have gained some advantage to which he was not properly 

" entitled, but that is hardly a reason for permitting Mr. 

" Dunn to practise a deception on the public." 

The deception referred to in this section does not mean 
only a deceptive resemblance to another trade-mark, which 
may or may not have been registered, but it principally 
means a mark the use of which is calculated to deceive, and 
would be prejudicial to the public ; not necessarily a mark 
the use of which is likely also to prejudice the proprietor 
of another trade-mark. 80, in the recent case of Brock & 
Co.'s Trade-mark (/) where the word " Orlwoola " had been 
registered for several years in respect of goods made not 
only of wool, but of worsted and hair, it was held that, 
as regards goods not wholly made of wool, the word was 
" a misdescription which is so certain to deceive that its 
" use can hardly be otherwise than fraudulent"; and, 
consequently, the mark was one which was unregistrable 
by virtue of Section 1 1 of the Act. It was also unregis- 
trable by virtue of Section 73 of the former Act. It was 
further held in the case of Joseph CrosfieWs Application (g) 
that an ordinary laudatory epithet was unregistrable by 
virtue of this section it being calculated to deceive (A). 
And in the case cited of Compagnie Industrielle des Petroles 
Application (*') the use of the word " Motrocine" for petrol 
was considered likely to be dangerous to the public who 
might possibly use it in mistake for lubricating oil known 
as " motorine." 



Section 11. 



Begistration of Trade- Maries. 

12. — (1) Any person claiming to be the proprietor Application 

of a trade-mark who is desirous of registering the * ? r registra- 

same must apply in writing to the Registrar in the 5 1 Ed w . 7 . 

prescribed manner. 153.12. 

By the former Home Act, Section 75, it was expressly 
declared that application for registration of a trade-mark 
should be deemed to be public user of the trade-mark. The 
reason for this provision being that, prior to the Trade- 
Marks Acts, the right to the exclusive use of a trade-mark 
could only be acquired by actual and publicly known user 
of the mark for the purpose of distinguishing the goods 
of its proprietor from those of all other persons. No one 
could have ever acquired the exclusive right of ownership 
of a trade-mark except in connection with goods in which 
he dealt. It has been considered unnecessary in the new 
Act to. similarly provide that application for registration 
shall be deemed to be public user ; or, in other words, that 
a person applying for registration shall be deemed to have a 
common law right to the use of the mark he seeks to register ; 



(/) (1910) 1 Ch. 130. 

(/() Vide p. 23 supra. 



(g) (1910) 1 Ch. 118. 
(i) (1907) 2 Ch. 435. 
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Section 12 inasmuch as an exclusive right is expressly conferred by 
(0- Sec. 39 on registration. 

By virtue of Sec. 5 (12) of the Interpretation Ordinance, 
1897, the word "person" in this section includes a body 
corporate. 

Forms of application, and of declaration in support, are 
given in the second schedule to the Rules. 

As to the method of, and procedure on, application see 
Rules 17-31. 



(2) In the case of an application for registration of 
a trade-mark under Section 9 (5) which does not fall 
within the descriptions in Section 9 (1), (2), (3) or (4) 
the Registrar shall refer the application to the 
Governor or to the Court, at the option of the appli- 
cant, for an order thereon. 

There can be no doubt that it was the intention of the 
Legislature in Hongkong to give to the Registrar of Trade- 
Marks all such powers as are conferred upon the Registrar 
in England under the Home Act of 1905. In England, 
the Registrar has a discretionary power to accept or refuse 
applications for the registration of trade-marks of all kinds, 
except names, signatures, or words, which are claimed to 
be distinctive marks, but which do not fall within one or 
other of the definitions of a registrable trade-mark in 
Section 9 (1), (2), (3) or (4). 

In Hongkong, having regard to what is evidently an 
unfortunate error in the wording of the above sub-section 
of the Ordinance, it is necessary that an order of the 
Governor, or of the Court, should be applied for in every 
case where registration is sought of a, trade-mark not falling 
within one or other of the definitions in sub-sections (1), 
(2), (3) or (4) of Section 9. 

The Registrar has power only to register, without such 
an order, trade-marks which consist of names, signatures 
or words, and has no power to register either a device, 
brand, heading, label, ticket, letter, numeral or any com- 
bination thereof, unless an order is obtained directing him 
to proceed with the registration thereof. The result is that* 
much unnecessary trouble and expense must be entailed 
upon applicants for registration of probably by far the 
greater number of trade-marks which are entitled to be 
registered, and the discretionary powers of the Registrar 
are limited to an extent which cannot have been con- 
templated. 

No doubt, however, this defect, in the Ordinance will 
speedily be remedied by an amending Ordiuance ; which 
will also necessitate the amendment of the second paragraph 
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of Rule 17, whereby aa applicant for the registration of a Section 12 
trade-mark "not falling within the descriptions in Section (2). 

" 9 (1), (2), (3) or (4) " is required to add to his application 

a requirement that the same shall be referred to the Gover- 
nor, or the Court, for an order that the trade-mark be 
deemed distinctive. 

The above sub-section does not appear in the Home Act 
of 1905, in which no provision exists for making an 
application direct to the Board of Trade, or the Court, for 
registration of a name, signature, or word, which might 
properly be considered to be distinctive, but which does not 
come within the definition given of trade-marks which the 
Registrar is authorised by the Act to register. Nevertheless, 
such a trade-mark, if really distinctive, is registrable ; and 
yet it is expressly declared by the Act that every application 
for registration of any trade-mark must be made to the 
Registrar, from whose decision lies an appeal to the Board 
of Trade or the Court. Therefore, a person desirous of 
registering such a distinctive mark is apparently placed in 
the extraordinary position of being compelled to make an 
application to the Registrar which he knows that the 
Registrar has no power to grant, and of then having to 
appeal to the Board of Trade, or the Court, against a 
decision the correctness of which could not be questioned. 

It was to avoid this apparent defect in the Home Act 
that this sub-section was introduced into the new Hong- 
kong Ordinance ; but, unfortunately, such introduction has 
an effect which is evidently far from that which was 
intended. This effect can, however, be removed without 
difficulty by the passing of an Ordinance amending the 
Sub-section as follows : — 

" In the case of an application for registration of a trade- 

" mark under Section 9 (5) consisting of a name, signature, 

" word or words not falling within one or other of the 

" definitions of a registrable trade-mark in Section 9 (1), 

" (2), (3) or (4) the Registrar shall refer the application 

" to the Governor or to the Court, at the option of the 

" applicant, for an order thereon." 

The second paragraph of Rule 17 should be amended in 
the same manner. 

As already stated, no provision similar to this is contained 
in the Home Act, but soaie time after that Act was passed 
the Rules of 1900 were made under it, which provide for 
special applications being made in the case of trade-marks 
which the Registrar has no power 10 register except by 
order of the Court, or the Board of Trade ; and a form is 
thereby giveu in which the applicant states that he "desires 
" an order of the Board of Trade or the Court directing 
" registration." The Rule reads as follows : — " An 
" application to register a name, signature, or word or 
" words under paragraph 5 of Section 9 of the Act shall be 
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Section 12 " made on the form T.-M. No. 5, and nob otherwise." 
(2). Applications for the registration of any other description of 

— trade-marks are made in another form, and can be dealt 

with by the Registrar, who has a discretionary power to 
accept or refuse the same. 

Similar power should, undoubtedly, be given to the 
Registrar here under this Ordinance ; and, as it is considered 
most probable that such power will shortly be given to him 
by an amending Ordinance such as is suggested, it is 
assumed in other parts of this book that he possesses that 
power. 

Having regard to the ruling of the Court of Appeal in 
the case of the California Fig Syrup Co., Ld. (j) an 
application for an order of Court under Section 9 (5) is 
to be considered merely a preliminary step to be taken prior 
to the consideration by the Registrar of an application for 
registration, from whose decision an appeal will afterwards 
lie to the Governor, or the Court. It is not an application 
to the Court instead of to the Registrar, for no order will 
be made thereon directing the registration of the trade- 
mark—the order being merely that the Registrar do proceed 
to consider the application for registration as if such 
application were one which he was entitled to consider 
without an order of the Court, or of the Governor, being 
first obtained. 

The provisions of Section 9 (5) of the Home Act, and 
of this Ordinance, may therefore be said not to conflict with 
the provisions of Section 12, which require all applications 
for registration to be made to the Registrar, and provide 
for an appeal against his decision. This being so it may 
be considered that the inclusion of sub-section (2) in Section 
12 of this Ordinance is unnecessary, though it be amended 
as suggested, and that it may therefore be repealed together. 
If this be done, it will nevertheless be advisable to retain 
Rule 17, aft'er first amending that rule by inserting therein 
between the word "trade-mark" and the word "noc" in 
the first line, the words " which consists of a name, signature, 
word or words." An application for registration of a trade- 
mark which the Registrar has no power to registei without 
an order being first obtained directing him to proceed with 
Buch application, should not be made in the same form as 
an application for registration of another kind of trade-mark. 
An applicant who is well aware of the fact that the mark 
he seeks to register is not registrable without such an order, 
ought to inform the Registrar of that fact in his application; 
and he is moreover entitled to elect to which Tribunal the 
application shall be referred for the required order. 

The Rules made under this Ordinance do not provide for 
the method by which an order of the Governor, or the 
Court, must be obtained under Section 9 (5). By the 

(;) (1910) 1 Ch. 130. Supra p. 29. 
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Rules made under the Home Act the Registrar is required, Section 12 
after search amongBt the registered marks, to notify the (2). 

applicant whether or not there are any similar marks on — 

the register, and the applicant is then required, within one 
month from the receipt of that notice, to send to the 
Registrar in writing a case stating at length the grounds 
upon which he relies in support of his application. If the 
applicant desires to obtain an order of Court, he is required, 
within one month from sending his case to the Registrar, 
to bring the matter before the Court by motion. " If he 
desires to be heard by the Board of Trade, a day is fixed for 
such hearing, at which the applicant and the Registrar may 
attend and be heard. 

It is submitted that a somewhat similar method of 
procedure should be adopted in Hongkong if, and so soon 
as, the suggested amendment, or repeal, of Section 12 (2) of 
this Ordinance has been made. It would be, perhaps, too 
great a tax upon an applicant to require him to adopt the 
same method in every case of an application to register any 
trade-mark which does not fall within the descriptions in 
Section 9 (1), (2), (3) and (4) ; but it cannot often happen 
in this Colony that an application will be made for registra- 
tion of a name, signature, or word which does not fall with- 
in those descriptions. 

It would seem necessary that some provision should be 
made which will enable an application to be brought before 
the Court in a formal manner, and will entitle the applicant 
to appear in support of his application. Rule 8" provides 
that an appeal to the Court shall be brought by motion or 
summons, but there is no provision for au application being 
so made, nor for the attendance before the Court, or the 
Governor, of the applicant for registration of " any other 
distinctive mark " under Section 9 (5). 

(3) Subject to the provisions of this Ordinance the 
Eegistrar may refuse an application, or may accept it 
absolutely or subject to conditions, amendments, or 
modifications. 



(4) In case of any such refusal or conditional 
acceptance the Eegistrar shall, if required by the 
applicant, state in writing and communicate to the 
applicant the grounds of his decision and the materials 
used by him in arriving at the same, and such 
decision shall be subject to appeal to the Governor or 
the Court at the option of the applicant. The 
Tribunal shall, if required, hear the applicant and the 
Registrar, and shall make an order determining 
whether, and subject to what conditions, amend- 
ments, or modifications, if any, the application is to 
be accepted. 
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Stctlon 12 (5) Appeals under this section shall be heard on.the 
(3), (4) & (5). materials so stated by the Registrar to have been used 

by him in arriving at his decision, and no further 

grounds of objection to the acceptance of the applica- 
tion shall be allowed to be taken by the Eegistrar, 
other than those stated by him, except by leave of the 
Tribunal hearing the appeal. Where any further 
grounds of objection are taken the applicant shall be 
entitled to withdraw his application without payment 
of costs on giving notice. 

These provisions, which are taken practically word for 
word from the Act of 1905, enable the Eegistrar, or, on 
appeal from his decision, the Governor, or the Court, to 
impose conditions as to mode of user of a trade-mark subject 
to which, only, it will be registered. In England, under 
t>he former Acts, registration was allowed subject to con- 
ditions which were entered on the register (k), although the 
making and entering; on the register of a condition limiting 
the place of user was disapproved of by the Court in the 
case of Deivhurst s Application (I). Now, under the Act 
of 1905, express power is given to the Court to impose 
conditions and limitations as to mode and place of user 
of a trade-mark similar to one already properly in use by 
some one else. 

An instance of a condition having heen imposed recently 
in England, is the case of " Apollinaris Trade-mark" (m), 
where the applicant was required, as a condition of regis- 
tration, to give an "undertaking; not to uee the mark 
" except in respect of the water from the Applicants' property 
" at Neuenahr or in the neighbourhood thereof." Such an 
undertaking being considered to be necessary for the pro- 
tection of the public. 

It would, of course, be impracticable and useless to impose 
any limitation as to place of user in Hongkong ; but it 
may be considered by the Registrar, the Governor, or the 
Court, to be advisahle, in the interests of the public, to 
restrict the user of a trade-mark to goods manufactured 
from some particular material, or to goods imported from 
some particular place. Or, if a trade-murk sought to be 
registered bears some faint resemblance to another already 
registered, but not sufficiently resembling it to prevent^ 
under Section 19, its registration, it may be deemed advis- 
able, in order to prevent any possibility of deception, to 
impose conditions :is to its mode of user. 

As to the discretion of the Registrar to accept, or refuse, 
applications, see notes to Sections 19 and 53. 



mat 
668. 



(1) Mitchell $ Co.'s Trade-mark 28 Ch. D. 666. Keeft Trade- 
•lt 26 Ch. D. 187. Verschvse and Zoom's Application 22 K. P. C. 

(0 (1896) 2 Ch. 137. (ra) (1907) 2 Ch. ITS. 
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(6) The Registrar or the Governor or the Court as 
the case may be, may at any time, whether before or 
after acceptance, correct any error in or in connection 
with the application, or may permit the applicant to 
amend his application upon such terms as they may 
think fit. 

It was held that, under the former Trade-Marks Act, the 
Court had no power to allow tbe amendment of an applica- 
tion for registration. Thus, in the case of Mcusa" Applica- 
tion («.) it was decided that, where a necessary disclaimer 
was omitted from the application, an amendment of the 
latter could not be ordered. It was similarly decided in the 
case of Faultier' * Trade-mark (o) and in Player & Son's 
Trade-mark (p). 

Now, an amendment may be allowed at any time by the 
Registrar, the Governor, or the Court, either uuder this 
sub-section, or under the earlier sub-sections which 
authorise the Tribunal to accept an application subject to 
amendments. 



Section 12. 
(6). 



13. When an application for registration of a trade- .Advertise- 
mark has been accepted, whether absolutely or subject ™ e " t t of t - 
to conditions, the applicant shall, as soon as may be 5 Bdw. 7 
after such acceptance, cause the application, as c. 15 s. 13. 
accepted, to be advertised in the prescribed manner. 
Such advertisement shall set forth all conditions sub- 
ject to which the application has been accepted. 

ltule 32 prescribes that the advertisement of an accepted 
application shall be advertised by the applicant once a month 
in the Gazette for a period of three months. By the same 
Rule it is prescribed that either a representation of the 
trade-mark shall be inserted in the advertisement, or that 
such advertisement shall contain a detailed description of 
the trade-mark, and shall state that a representation of the 
trade-mark itself is deposited for inspection in the office of 
the. Registrar. This representation may there be seen, and 
inspected, by any person who desires to consider tbe 
advisability of opposing the application. 

14. — (1) Any person may, within the prescribed Opposition to 
time from the date of the advertisement of an applica- jj gl g "^ lon ' " 
tion for registration of a trade-mark, give notice to 
the Registrar of opposition to such registration. 

(2) Such notice shall be given in writing in the 
prescribed manner and shall include a statement of 
the grounds of opposition. 

O) (1891) 1 Ch. 41. 
(0) (1902) 1 Ch. 125. (p) (1901) 1 Ch. 382. 
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Section 14. (3) The Registrar shall send a copy of such notice 
to the applicant and, within the prescribed time after 
the receipt of such notice, the applicant shall send to 
the Registrar, in the prescribed manner, a counter- 
statement, of the grounds on which he relies for his 
application, and if he does not do so lie shall be 
deemed to have abandoned his application. 

(4) If the applicant sends such counter-statement, 
the Registrar shall furnish a copy thereof to the 
persons giving notice of opposition, and shall, after 
hearing the parties, if so required, and considering 
the evidence, decide whether, and subject to what 
conditions, registration is to be permitted. 

(6) The decision of the Registrar shall be subject 
to appeal to the Court or, with the consent of the 
parties, to the Governor. 

(6) An appeal under this section shall be made in 
the prescribed manner, and on such appeal the 
Tribunal shall, if required, hear the parties and the 
Registrar, and shall make an order determining whe- 
ther and subject to what conditions, if any, registration 
is to be permitted. 

(7) On the hearing of any such appeal any party 
may either in the manner prescribed or by special 
leave of the Tribunal bring forward further material 
for the consideration of the Tribunal. 

(8) In proceedings under this section no further 
grounds of objection to the registration of a trade- 
mark shall be allowed to be taken by the opponent or 
the Registrar other than those stated by the opponent 
as herein-above provided, except by leave of the 
Tribunal hearing the appeal. Where any further 
grounds of objection are taken the applicant shall be 
entitled to withdraw his application without payment 
of the costs of the opponent on giving notice as 
prescribed. 

(9) In any appeal under this section, the Tribunal 
may, after hearing the Registrar, permit the trade- 
mark proposed to be registered to be modified in any 
manner not substantially affecting the identity of such 
trade-mark, but in such case the trade-mark, as so 
modified, shall be advertised in the prescribed manner 
before being registered. 

(10) The Registrar or, in the case of an appeal to 
tbe Governor, the Governor, shall have power in 
proceedings under this section to award to any party 
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costs of such proceedings or any part thereof and to Section 14. 
direct how and by what parties and on what scale 
they are to be paid. Such costs shall be taxed before 
the Eegistrar of the Supreme Court and shall be 
recoverable in the same manner as costs in an action. 

(11) If a party giving notice of opposition or of 
appeal neither resides nor carries on business in the 
Colony the Registrar or the Tribunal may require 
such party to give security for costs of the proceedings 
before it relative to such opposition or appeal ; and, in 
default of such such security being duly given, may 
treat the opposition or appeal as abandoned. 

Any person is entitled to oppose the registration of a 
trade-mark. The right to oppose is not confined to persons 
aggrieved, as is the right to apply for rectification of the 
register. It is therefore not necessary for an opponent to 
show that his own rights, or his own trade, would be 
prejudicially affected by the registration of the mark. It is 
sufficient to enable him to succeed if he can satisfy the 
Eegistrar, the Court, or the Governor, as the case may be, 
that the mark is not one which comes within one or other 
of the definitions of a registrable trade-mark given in 
Section 9 or is calculated to deceive. 

Under the repealed Ordinance, and the rules made there- 
under, no time was limited for notice of opposition to be 
given ; but such notice, in order to receive consideration by 
the Governor, might have been given at any moment before 
actual registration of the mark. This may have caused 
much needless delay and expense to be incurred by the 
applicant for registration — expense which he had, under the 
old rules, no means of recovering from an unsuccessful 
opponent. By the rules made under this Ordinance, it is 
now rendered necessary that an opponent of an application 
for registration should give notice of opposition within 
three months from the date of the first advertisement of 
that application (q). And it is provided by sub-section (10) 
of this section that costs of proceedings under the section, ' 
or any part thereof, may be awarded to a successful 
applicant, or to a successful opponent, against the other of 
them. 

By the rules made under the Act of 1905 the time for 
giving notice of opposition is limited to "one month from 
" the dite of any advertisement in the Journal of an 
" application for registration." The more lengthy period 
of three mmths provided for by the Rules in Hongkong, 
enables instructions to be obtained by the agent for, or 
other person interested on behalf of, the proprietor of a 
tr ide-mark who is resident in Europe. 

(?) See Rule 34. 
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Section 14. The period for giving notice of opposition, or for taking 

any other proceeding under the rules, may be enlarged by 

the Registrar under Rule 80, although the time prescribed 
for taking such proceeding has already expired. If there- 
fore the fact of an application for registration having been 
made, and advertised, has not come to the notice of a person 
desiring to oppose such application until the mark is about 
to be registered, he may nevertheless be permitted by the 
Registrar to give notice of opposition. It is probable, 
however, that under such circumstances the time will not 
be enlarged except in favour of a person whose rights, or 
trade, may be affected. 

Both under sub-section (2) and Rule 34 it is necessary 
that the notice of opposition should set forth such grounds 
of opposition as would, if proved, constitute a sufficient 
reason for refusing registration. The power as to amend- 
ment given iu Section 12 (6) relates only to applications 
for registration. It is very doubtful, therefore, whether 
any amendment can be allowed by the Registrar to a notice 
of opposition (r). This being so, care should be taken, 
in the preparation of a notice of opposition, to set forth 
all such grounds as the opponent considers himself entitled 
to rely upon. 

The grounds upon which an application for registration 
may be successfully opposed are ; — 

(1) That the mark does not come within one or other 
of the definitions of a registrable trade-mark in Section 9. 

(2) That, although the mark may have been once distinc- 
tive, it has lost its distinctiveness by reason of the conduct 
of its proprietor : or is otherwise common to the trade. 

(3) That the applicant is not the propiietor of the mark. 

(4) That the mark is identical with, or so nearly resem- 
bles as to be calculated to deceive, another mark already 
on the register. 

(5) That the mark is identical with, or closely resembles, 
another trade-mark which, although unregistered, is being 
lawfully used by the opponent, or by a person other than 
the applicant, in respect of the same kind of goods as those 
in respect of which the applicant seeks to register the 
mark (s). 

(6) That it offends against the provisions of Section 11. 



(»•) In the recent case of ICenrick's Application, 26 R. P. C. 641, 
it was, however, assumed by Swinfen-Eady, J., that the Registrar 
had power to give leave to amend a notice of opposition. Rule 39 
of the ruleB under this Ordinance gives the Registrar power to allow 
further evidence to be filed by either party, but this may be held 
to restrict such further evidence to matters relating to the grounds 
already set out in the notice of opposition. 

(j) Sphincter' i Trade-m-arh 10 R. P. C. 84. 
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(7) That it is identical with, or so nearly resembles as to Section 14. 

be calculated to deceive, another trade-mark registered in 

the country of origin (although unregistered in Hongkong) 

in respect of the same kind" of goods as those in respect of 
which the applicant seeks to register the mark ; or 

(8) That it has otherwise been, or is proposed to be, used 
in fraud of some other person's rights (i). 

Rules 34-48, inclusive, regulate the method of procedure 
both by the opponent and applicant in case of an opposition 
to registration. 

In addition to the power given by sub-section (10) to 
award costs of opposition proceedings, it is provided by 
sub-section (11), and by Rule 43, that where the opponent 
neither resides nor carries on business in the Colony he 
may be required to give security for the costs of such pro- 
ceedings. This places the opponent in the same position 
as a Plaintiff in an action who is non-resident in the Colony. 
If such opponent possesses substantial property within the 
jurisdiction, it is probable that he will not be ordered to 
give security for costs. Ajmllinaris Co.'s Trade-mark (w). 

The decision of the Registrar under this section is, by 
sub-section (5), subject to appeal to the Court, or with the 
consent of the parties, to the Governor. An appeal to the 
Governor, instead of to the Court, can only be made if both 
parties agree. It may happen that neither the applicant 
for registration, nor his opponent, desires to go to the 
expense of employing a solicitor or counsel. In such an 
event it is probable that they will both prefer that an 
appeal from a decision of the Registrar under this section 
should be made to the Governor. But no further appeal 
from the decision of the Governor can be made in such a case. 

It would, however, seem possible that where, on appeal to 
the Governor, the registration of a trade-mark is ordered, 
the opposition to its registration having failed, the opponent 
might be entitled to afterwards apply to the Court under 
Section 35 to have the same mark removed from the 
register. But it is conceived that, in such a case the 
opponent having, with the consent of the applicant, elected 
to appeal to the Governor instead of to the Court, the 
matter might be held to be res judicata. It would probably 
be so held if, on appeal to the Court, the opposition had 
failed ; though there seems ro have been a doubt as to this 
in the minds of the Court in the case of Arlmz 1 Application 
(v), where opponents, appealing against the decision of a 
Judge who had directed registration, were required to give 
an undertaking not to take proceedings to rectify the 
register upon the ground of the mark not being properly 
registered. 

(f) HeatorUt Trade-mark 27 Ch. D. 570. 
(*) (1891) 1 Ch. 1 00 35 Ch. D. 248. 
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Section 14. If an applicant for registration does not choose to appeal 

against the decision of the Registrar it is not competent for 

him afterwards to take proceedings under Section 35 for 
rectification of the register. This was so held in the case 
of the Trade-mark ' Normal ' (to). 

Rule 87 provides for the method of appeal to the Court, 
which must be made within 3 months from the date of the 
decision appealed against, unless that time be extended by 
the Registrar. It must be made either by motion or 
summons, and may be either in Original or Summary 
Jurisdiction, but the Judge before whom such motion or 
summons is heard may direct that the matter be taken in 
open Court, or be removed from one Jurisdiction to the 
other. 

The rules relating to opposition to registration (34-43) 
provide for evidence on both sides being by way of statutory 
declaration ; but Section 50 of the Ordinance enables the 
Registrar or the Governor (with the consent of the parties) 
to take evidence viva voce in lieu of, m' in addition to, 
evidence by declaration. 

By sub-section 6 the Governor, or the Court, may, after 
hearing an appeal under this section, direct the registration 
of a trade-mark subject to certain conditions which must 
be entered on the register. Under the corresponding section 
of the Act of 1905 it was made a condition of the registra- 
tion of a trade-mark that the applicants should not be 
entitled to restrain other persons from using letters the 
sound of which was the same as the sound of the word 
desired to be registered (x). And in a later case a condition 
was imposed on the applicants that they should undertake 
not to use the mark except in respect of the water from 
a particular place (y). 

With regard to instances where there is not only opposition 
made to an application for registration of a trade-mark, 
bnt the opponent himself desires to effect registration of 
the same mark, see notes to Section 20. 

All grounds of objection to the registration of a trade- 
mark ought to be taken by the opponent in the first 
instance. 

If at the time notice of opposition is filed certain grounds 
of objection are not known, but are discovered before the 
Register has considered and dealt with the application, the 
opponent should immediately apply to the Registrar under 
Rule 39 to give him leave to file further evidence ; and, 
although it may be that the Registrar has no power to 
allow an amendment of the notice of opposition, such power 
is nevertheless conferred on the Governor, or the Court, 
by sub-section 8, in the case of an appeal ; and would 



(«)) 35 Ch.D. 231. 
(«) Vewhurc and Zoon's Application 22 R. F. C. 668. 
ill) AppoUinaritt Trade-mark (1907) 2 Ch. at p. ISi. 
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doubtless be exercised in the opponent's favour where he Section 14. 

had taken steps promptly upon discovering new grounds 

of opposition. Should the opponent have been aware, 
throughout, of the existence of certain grounds of opposition 
which he has omitted from his notice ; or should he, after 
discovering new grounds, refrain from disclosing such 
discovery, leave will not readily be granted to take those 
further grounds of objection on appeal. 

So, in the case of KenricVs Application (2) the opponents 
to that application were refused leave by the Court to raise 
objections which were not previously raised before the 
Registrar that the word " inultigraph " sought to be 
registered did not fall within the definitions of a registrable 
trade-mark in Section 9 Sub-sections 1, 2, '<■ or 4, and that 
it had been wronsjly advertised and described l>y the 
applicants as their ' registered ' trade-mark. In thiB case 
Swinfey Eady, J. said "on the materials before me I cannot 
" help coming to the conclusion that the opponents 
" deliberately abstained from raising either of these two 
" grounds. It may be that they had what they thought 
" were good and sufficient reasons for not raising either 
" objection before the Registrar, but I think it would be 
" an exceedingly bad precedent if I were to say that, 
" without any explanation at all, without any special 
" grounds, an opponent was at liberty to bring forward on 
" appeal, as a matter of course, grounds of objection which 
" he knew before the Kegistrar, but deliberately abstained 
" from raising." 

The original grounds of objection in the case cited were 
that the opponents were lawfully using the word " multi- 
graph" for their own goods at the time the applicants 
applied for registration of that word, and it was contended 
that, in order to show that such user by the opponents was 
not lawful, the applicants must show that they could have 
succeeded in a " passing off " action. It was also strongly 
contended that the Registrar ought to refuse to register any 
trade-mark resembling another actually in use, whether or 
not the latter is registered. Neville, J., however, on appeal 
in this case, referred to the Sections of the Act which 
provide for honest concurrent user ; and further said that, 
on the facts proved, the applicants were entitled to use and 
to register the mark, which was well-known by the public 
to be theirs, and had been used by them for some 18 years. 
He also said that " it is by no means necessary that the 
" Court should think it right to insist on an action being 
" decided before the question of the right to register is 
" determined by the Registrar and the Appellate Court." 

In Hongkong Where, by this Ordinance, concurrent user 
cannot be permitted, except only in the case of "old marks," 
the reasons given by Neville, J., for allowing registration 
of a trade-mark similar to one in use by another person, do 
not apply. Here, it is submitted, it is necessary, before a 

(z) 26 B. P. C. 611. 
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Disclaimers. 
5 Edw. 7 c. 
15 ». 15. 



trade-mark can be registered, that the user of a similar 
mark by some one else should be conclusively shown to be 
unlawful. If there is any reasonable probability of decep- 
tion resulting therefrom, a trade-mark ought not to be 
registered which resembles another in actual use, whether 
or not the latter is registered. So in the case of hewer's 
Application (a) a trade-mark was, in the first instance, 
refused registration in respect of gelatine, because of its 
resemblance to the opponent's unregistered trade-mark, 
used in respect of tapioca mid sago. On appeal, however, 
registration was allowed on further evidence being adduced 
by the applicants to the effect that the opponent's had not 
traded iu gelatine, and becaus2 "having regard to the 
" difference between the goods, and the general cirnum- 
" stances, there was no reasonable probability of deception." 

Disclaimers. 

15. If a trade-mark contains parts not separately 
registered by the proprietor as trade-marks, or if it 
contains matter common to the trade or otherwise of 
a non-distinctive character, the Eegistrar or the 
Governor or the Court, in deciding whether such 
trade-mark shall be entered or shall remain upon the 
register, may require, as a condition of its being upon 
the register, that the proprietor shall disclaim any 
right to the exclusive use of any part or parts of such 
trade-mark, or of all or any portion of such matter, to 
the exclusive use of which the Tribunal holds him 
not to be entitled, or that he shall make such other 
disclaimer as the Tribunal may consider needful for 
the purpose of defining his rights under such regis- 
tration: Provided always that no disclaimer upon 
the register shall affect any rights of the proprietor 
of a trade-mark except such as arise out of the 
registration of ithe trade-mark in respect of which the 
disclaimer is made. 

It was provided by Section 3 (2) of the repealed Ordin- 
ance, as it, was provided by the former Home Acts, (Section 
10 of the Act of 1875 and Section 64 (2) of the Act of 
1883, as amended by Section 10 of the Act of 1888), that 
there might be added to a mark coming within one or more 
of the several definitions of a registrable trade-mark, any 
letters, words, of figures, or combination of letters, words, 
or figures, but the applicant for registration was required 
to state in his application which portion of the whole mark 
containing such additional matter he claimed to have the 
exclusive right to use ; and he was also required in that 
application to disclaim the exclusive use of any other 
portion ; provided, however, that he need not disclaim the 
exclusive right to the use of hi« own name or the foreign 
equivalent thereof. 

(a) 20 K. P. C. 253. 
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"The object" of this proviso "seems to have been to Seetion 15. 
" enable the owner of the trade-mark to state on the face 
" of the mark who was the owner, that is to say, the 
" manufacturer of the goods to which the mark is applied, 
" and the place at which they were manufactured, so as 
" to identify the goods denoted by that mark with that 
" particular manufacturer, and that particular place of 
" manufacture" (6). Io the case cited it was held that 
the words " his own name " in this proviso do not necessarily 
mean the whole name of the applicant. " So long as he is 
" not, by suppressing part of this name, guilty of any mis- 
" representation, so that the mark ought to be treated as 
" calculated to deceive, I cannot see why he may not use 
" a part of his name" (Stirling, J., at p. 130). And it 
was further held in the same case that these words "his 
own name" apply to the name, or part of the name, of 
a firm, if that part enters into the name of each partner, 
and to the name of a person trading as a firm, or under 
a trade name. 

By the above section of the new Ordinance, which is 
copied almost verbatim from Section 15 of the Act of 1905, 
it is not made necessary that the application for registration 
of a trade-mark shall contain a disclaimer of any portion 
of the mark as sent in for registration. All that is neces- 
sary, in the first instance, is that the applicant should set 
out in his application particulars, or a representation, of the 
whole mark to the exclusive use of which he claims to be 
entitled. The question whether there is to be a disclaimer 
or not rests with the Registrar, the Governor, or the Court, 
as the case may be. The applicant may, or may not, be 
required, as a condition of registration of the mark, to 
disclaim the exclusive use of any part or parts of it, or of 
all or any portion of the added matter, to the exclusive use 
of which the Registrar, the Governor, or the Court, may 
hold him not to be entitled. But a disclaimer will only be 
ordered where the need for it is affirmatively established. 

As stated by Eve, J., in the case of Albert Baker & Co's 
Application (r): — "The object of the Legislature was to 
" relieve traders from the necessity of disclaiming, and I 
" think it follows from this that the condition is one for 
" the imposition of which some good reason ought to be 
" established rather than one which ousht to be imposed, 
" unless some good reason to the contrary is made out. 
" This conclusion is, I think, fortified by the frame of the 
" section, which is an enabling form, empowering the 
" tribunal to impose the condition — a power which, I con- 
" elude, the tribunal would only exercise for good cause 
" shown." 

One of the main objects for this alteration of the law, 
rendering disclaimers unnecessary, is probably the fact that 
it was held in the case of Rosenthal v. Reynolds (d) that 

(i) Stirling, J., in. CohnaiCs Trade-marh (1894) 2 Ch. at p. 127, 
O) (1908) 2 Ch. 86. (d) (1892) 2 Ch. 301. 
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Sec tion 15. where the registered proprietor of a trade-mark had, in his 

— application for registration, disclaimed the exclusive use of 

certain added initial letters, he had, by such disclaimer, 
rendered himself unable to restrain a rival manufacturer 
from using the same iuitial letters on the same description 
of goods, and from thereby passing off goods as those of the 
proprietor of the registered trade-mark. This decision 
appears to have been a particularly hard one on the 
Plaintiff, who would have been in a better position had he 
never registered his trade-mark at all, and had he therefore 
not been compelled to deliberately disclaim the right to the 
exclusive use of certain initials, which he would otherwise 
have had a common-law right to restrain rival traders from 
using. 

Now, even though the Tribunal should, for some good 
reason, require an applicant for registration to disclaim a 
right to the exclusive use of any portion of the trade-mark 
sought to be registered, such disclaimer will in no way 
affect the applicant's right to restrain others from using the 
portion disclaimed so as to pass off their goods as those of 
the applicant. This is expressly provided for by the latter 
part of this section, as also by Section 46 of this Ordinance, 
(Section 45 of the Act of 1905). 

Under the former Act it was made imperative for an 
applicant to disclaim, in his application, the right to the 
exclusive use of added matter, and a careless omission on 
his part to make such a disclaimer was held to have 
rendered the application wholly bad. Moreover it was also 
held that the Court had no power to direct, or to allow, the 
application to be amended (e). 

The reason for the former requirement that an applicant 
for the registration of a trade-mark should expressly state 
in his application what portion of the mark he claimed to 
be distinctive, a*d exclusively his own, and what portion he 
disclaimed the right exclusively to use, was mainly that the 
public might know what was precisely the whole mark 
which had been registered, aud was being used, and what 
portion of it, if any, might lawfully be used by other 
persons. For the same reason it is now competent for the 
Eegistrar, (/) the Governor, or the Court to require a 
disclaimer to be made : but as said by Eve, J. in the case of 
Albert Baker & Co.'s Application, (ff) the tribunal will 
probably only exercise this power for good cause shown, 
that is to say when the portion of the mark not expressly 
stated hy the applicant to be an essential particular 
consists of a device, or devices, or of words, in itself or 
themselves, apparently capable of registration, but never- 
theless common to the trade, or which may be in use by 

0) FanUen # Co.'x Trade-mark (1902) 1 Ch. 125. In re 
Goodall's Trade-mark 42 Ch. D. 566. In rr Meuss Apolication 
(1891) 1 Ch. 41. In re Appollinarit Co.'s Trade-mark (1891) 2 Ch 
186. 

(/) See Kule 31. (?) (1908) 2 Ch. 86. 
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another trader ; or where such device, devices, or words, Section 15. 

are registered, or are desired to be registered, as a separate 

trade-mark under Section 25. 

Such added matter as a description of the goods, or of 
the place where they are manufactured, will in all probability 
not be required to be disclaimed ; for a disclaimer of such 
matter cannot be needful for the purpose of defining the 
applicant's rights under the registration. 

16. When an application for registration of a trade- Da ^ e of 
mark has been accepted and has not been opposed, 5Hdw.7 
and the time for notice of opposition has expired, or, c. 16 s. 16. 
having been opposed, the opposition has been decided 

in favour of the. applicant, the Registrar shall register 
the said trade-mark, and the trade-mark, when 
registered, si mil be registered as of the date of the 
application for registration, and such date shall be 
deemed for the purposes of this Ordinance to be the 
date of registration. 

17. On the registration of a trade-mark the Eegis- Certificate of 
trar shall issue to the applicant a certificate in the 'Jg^tKrtion. 
prescribed form of the registration of such trade under 

the hand and seal of the Registrar. 

18- When registration of a trade-mark is not com- Non-compla- 
pleted within twelve months from the date of the registration, 
application by reason of default on the part of the n. 8 . 18. 
applicant, the Registrar may, after giving notice of 
the non-completion to the applicant in writing in the 
prescribed manner, treat the application as abandoned 
unless it is completed within the time specified in 
that behalf in such notice. 

This section is practically the same as Section (!3 of the 
Trade-Marks Act,, 1X83, under which it was held that 
where, for non-completion of registration within 12 months, 
an application was treated as abandoned, tin's fact did not 
prevent a fresh application from being made. Jackson v. 
Napper (h) Lnf/m' Tnnlo-marlc (»'). 



Idciitiral Trade- Marks. 

19. Except in the case of trade-marks in use before identical 
the thirteenth day of August one thousand eight ™j ar ^ 8 i 9 
hundred and seventy-five which are registered in the 
United Kingdom as old marks used before the said 
date, no trade-mark shall be registered in respect of 
any goods or description of goods which is identical 
with one belonging to a different proprietor which is 



« 



t,'h. II 1G-2. 



(0 (1891) 1 Ch. 193. 
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Section 19. already on the register with respect to such goods or 
description of goods, or so nearly resembling such a 
trade-mark as to be calculated to deceive. 

Although this section of the Ordinance is taken almost 
word for word from Section lit of the Trade-Marks Act, 
1905, there exists this important difference: — that the 
words "by order of the Court or," inserted in the section 
of the Act immediately after the first word "except," have 
been here omitted. The reason for this is that it has been 
considered advisable to omit also Section 21 of the Act 
whereby the Court, in England, can order the registration 
of identical, or nearly identical, marks in the case of honest 
concurrent user whether or not such marks an- old marks. 
The Court in Hongkong has no such power, and it is 
therefore impossible for more than one proprietor to effect 
registration in the Colony of identical, or somewhat similar, 
marks in respect of the same description of goods, unless 
the applicant for registration of the second mark is the 
proprietor of a genuine "old mark," or unless the provisions 
of Section 23 are applicable. 

By an 'old mark' in this section is meant, not only one 
coming within the description of an old mark in the first 
proviso to Section 9, but also a device, oi other symbol, 
which has been registered in the United Kingdom by 
reason of the fact that it had been used as a trade-mark 
prior to the 13th August, 1875 (.;'). in construing clauses in 
the Acts of 1875 and 1 88:1 relating to old marks. Cotton, 
L.J., in the case of Von Lluzer's Trade-mark (/.'). said "if 
" there had been a right acquired to a particular device or 
" particular form of words, as having become descriptive 
" of the goods of a particular trader before Augu-t, 1875, 
" then such device or form nf words might be registered 
" under the Act, although it did not come within the 
" definition of what could otherwise bo registered as a 
" trade-mark under the Act." 

The right of more than one person to become the 
registered proprietor of the same trade-mark, in respect of 
the satrte description of goods, provided that the mark last 
sought to be registered had been used as a trade-murk prior 
to the 13th August, 1875, was expressly recognized by 
Section 74 (3) of the former Trade-Marks Act (/). Many, 
instances occurred of an old mark, consisting partly, or 
wholly, of a device, being registered, notwithstanding the 

(;') As to the meaning of the expression "used asa irade-mark" 
see liichards v. Butrhcv (1891) 2 Ch. 522. 

(ft) 34 Ch. D. 023. 

(I) Adopting the "Three Mark Rule' introduced by the Com- 
missioner's of Patents under the Act of lS7f>, whereby two, but not 
more than three, different individuals might own, and register, a 
similar trade-mark ; but whereby, if more than three separate persons 
were using a similar mark it was considered to be common to the 
trade. 
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existence on the register of a similar mark. So in the case Section 19. 

of Mouson v. Boehm (m) the Plaintiff, in August, 1880, 

invented a trade-mark, promptly applied to register it, and 
obtained registration in November following. A similar 
mark had, without the knowledge of the Plaintiff, been 
invented and used by the Defendant in 1872, and was 
therefore an old mark. In April, 188-', after having for 
two years extensively used the mark, the Plaintiff discovered 
that the Defendant was using a similar mark and, after 
correspondence, brought, an action in June, 1882, against 
the Defendant for infringement. In July, 1882, the 
Defendant applied to register the mark in his name as an 
''old mark" and also applied to have the register rectified 
by the removal therefrom of the Plaintiff's mark. It was 
held that as the Plaintiff had been two years on the register, 
and had "acquired title bond fide and independent," his 
mark ought to be expunged ; but that, as the Defendant's 
mark was an "old mark," he could not be restrained from 
continuing to use it, and was also entitled to register it. 

And in the case of Jackson v. Napper (n), the Plaintiff 
registered his mark in March, 1876, not apparently as an 
old, but as a new, mark. The Defendant, or his predecessor 
in business, had invented and used a similar mark prior to 
August, 1875, but had not registered it. In 1885 the 
Plaintiff discovered that the Defendant was using the mark, 
and brought an action against him for infringement. 
Immediately after filing his Statement of Defence the 
Defendant applied for registration of the mark, but did not 
apply to have the Plaintiff's mark expunged. It was held 
that the Defendant was entitled to be registered on the 
ground that his mark was an old mark, Sterling, J., saying, 
at p. 177 " in "order to entitle you to register, there being a 
" similar mark already on the register, you must make out 
" that there was a user of the mark in England before that 
" date." (13th August, 1875). 

In these two cases the Plaintiff's new marks were allowed 
to remain on the register because they had honestly been 
invented, aud used extensively, and had so acquired a 
reputation, without knowledge on the part of the Plaintiffs 
of the prior invention and user of similar marks by the 
Defendants. But there can be no doubt that they would 
have been expunged had they been originally copied from the 
Defendants' marks, or registered with the knowledge of prior 
invention and user by the Defendants ; if, in fact, they had 
at any time been infringements of the Defendants' marks. 

In another case, that of the " While Rose " Trailr-mark 
(o), a doubt was suggested by the Court as to whether an 
"old mark" could be registered until a new mark which 
had been registered for eight years, and which resembled 
the old mark, bad first been removed from the register. In 
that case the Comptroller had refused to register the old 
mark, although it was proved it had been used in England 

(?») 26 Ch. D. 398. (n) 35 Ch. D, 162. (d) 30 Ch. D. 505. 
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Section 19. since 1872, because it resembled a similar mark registered 

— — by another proprietor in respect of the same class of goods 

in 1887. Kay, J., after saying " according to the evidence 
" this is an old mark. Can it be admitted to the register 
" without the removal of the mark already registered ? " 
directed its registration "entirely on the footing of the 
" mark being an old mark and the more readily because 
" the owners of the registered mark who had been served 
" with notice of the summons did not appear in opposition 
" to the registration." Apparently no steps were taken to 
procure the removal of the mark already registered, 
probably because it was found that such mark had been 
honestly invented in ignorance of the existence of the old 
mark ; and its proprietor had, during the eight years 
subsequent to its registration, used it extensively and had 
acquired a reputation for it. Had the mark been adopted 
in consequence of the reputation already acquired by the 
old mark, there is no doubt that an application for its 
removal would have been successful ; and. on the other 
hand, had it been proved that the proprietors of the old 
mark were, during those eight years or during a great part 
of that period, fully aware of the registration and user of 
the new mark, but had raised no objection to such user, it 
is likely that their own application for registration would 
have been refused ; for they had knowingly permitted their 
mark to lose its distinctiveness, and it is just as necessary 
that an old mark should be distinctive as that a new one 
should be, in order to render it capable of registration. 

The principle upon which an " old mark " was allowed to 
be registered, notwithstanding the existence on the register 
of a new mark similar to it; and upon which the new mark 
was allowed to remain on the register, was this ; — That so 
long as the proprietor of the old mark himself believed it 
to be distinctive, and had done nothing, nor permitted any 
thing to be done, which had caused the mark to lose its 
distinctiveness, it might be registered, whether or not 
another mark resembling it was already on the register ; 
and consequently, although such fact was not known to the 
proprietor, his old mark did not really distinguish his goods 
from those of every other person. And, if the proprietor 
of a similar mark already on the register, had honestly 
invented, used and registered, that mark, in ignorance of 
the prior invention and user of the similnr mark, the mark 
so registered could not be expunged. 

The fact that a trade-mark sought to be registered is an 
old mark, and has been registered as such in the United 
Kingdom, cannot entitle the applicant to registration as 
of right. This section merely prohibits the Registrar from 
registering an identical murk unless it is an old mark regis- 
tered in the United Kingdom. It does not say that he 
shall register such an old mark. Section 12 (3) gives the 
Registrar a discretion to refuse or accept an application — a 
discretion which he must exercise judicially (p). As said by 

(p) Vide notes to Sec. f>8. 



Lord llei'Bchell in the case of Eno v. Dunn (q), after Section 19. 

referring to certain sections in the former Act, "Those 

" sections prohibit the registration of a trade-mark iu 
" certain specified cases, but there is no duty cast upon the 
" Comptroller of registering every other trade-mark that 
" may be applied for. On the contrary, whilst he is in 
" certain cases prohibited from registering, a discretion 
" whether to register or not appears to me to be in all other 
" cases plainly conferred." 

Where, therefore, a trade-mark has been honestly in- 
vented, in ignorance of any prior invention of a similar 
mark, has been registered, and has been extensively used 
in the Colony, where it has gained a reputation as applied 
to the goods to which it is affixed, the Registrar has a 
discretion to refuse to register a similar "old mark" in 
respect of the same description of goods. In such a case 
it would be manifestly unfair to the proprietor of the 
registered trade-mark that another person (the owner, in 
England, of a genuine old mark) should be allowed to profit 
by the reputation acquired by that registered trade-mark, 
to the prejudice of its proprietor. Moreover, the use by 
different persons of identical trade-marks in respect of the 
same kind of goods must necessarily be calculated to deceive, 
and therefore be prejudicial to, the public. The proprietor 
of a trade-mark, which has been continuously used by him 
in England from a date prior to 1875, could not be said 
to suffer any hardship if, during the whole of that period, 
he has not troubled to export his goods to this Colony, 
and if he is now not permitted to register his old mark here 
because of the existence on the register of an honestly 
invented, similar, trade-mwrk. 

In the United Kingdom, by Section 21 of the Aot of 
1 906, " in case of honest concurrent user or of other special 
" circumstances which, in the opinion of the Court, make 
" it proper so to do, the Court may permit the registration 
" of the same trade-mark, or of nearly identical trade-marks, 
" for the same goods or description of goods by more than 
" one proprietor, subject to such conditions and limitations, 
" if any, as to made and place of user or otherwise, as it 
*' may think fit to impose " ; and it is conceived that in 
every instance where a trader has invented and used a trade- 
mark, in ignorance of the prior invention and user of a 
similiar, registered, mark, the Court would, before allowing 
the registration of the former mark, impose conditions and 
limitations on its proprietor as to mode or place of user, 
with a view to preventing the public from being deceived. 
In Hongkong, where there is practically only one "place" 
in which a trade-mark is used, it would be impossible to 
impose limitations as to the part of the Colony in which a 
trade-mark could be used; and it would be most difficult 
to suggest any mode of user which would prevent Chinese 

(y) 15 A. C. 2.i2. See also Booth Distillery Co.'s Application, 
31 K. P- C. 18. (Farwell, L.J.) Australian Wine Importers Li., 
41 Oh. D. 278 (Kay. .1.) 
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Section 19. purchasers from being deceived. Moreover, it is bard to 

conceive the possibility of a trade-mark being- invented in 

Hongkong in ignorance of the prior invention and user in 
the Colony of an identical, or similar, mark. 

The provisions of Section 2 1 of the Act therefore appear 
to have been very advisedly omitted from this Ordinance. 

The expression in this Section " or description of goods " 
does not refer to the " classes of goods " spoken of in 
Section 8, but to the nature or description of the goods. 
Many goods, which are more ov less of the same description 
for trade purposes, appear, in the classification of goods for 
the purposes of registration, in different classes. A trade- 
mark may be registered in respect of goods specifically 
mentioned in only one class, and yet a similar trade-mark 
cannot be registered by another person in respect of goods 
specified in another class, if such goods are of the same 
nature or description for trade purpose* as the yoods in the 
first mentioned class. 

In the case of The Australian Wine Importers Lit., (r) 
Lindley, L.J., says: — "Now, for the purpose of deciding 
" whether two sets of goods are of the same description, we 
" must not, as it appears to me, lay too much stress on the 
" classification in the schedule to the rules. You find 
" there goods of the same description in different classes, 
" and goods of different descriptions in the same class." 

And in the recent case of The Quttu Percha ■mil India 
Rubber Co., of Toronto's Application (s) it is most clearly 
explained by Buckley, L.J., that the meaning of the 
expression in the section "description of goods" is not 
confined to any class or classes of goods. He points out in 
his judgment (t) that, by the first Trade-Marks Act of 
1875, the Registrar was prohibited from registering a 
similar mark in respect of the same goods or classes of 
goods, bat that, by the Act of 1H83. tiiis was altered, the 
prohibition beinsr extended to description of goods, and he 
says "and these words have been retained in the Act of 1905. 
" In my opinion the alteration was made designedly.'" 

In the case cited, the applicants sought to register in 
class 33 a Maltese cross for boots and shoes mide wholly, 
or partly, of indiarubber. The opponents had already 
registered, in class 40, a similar design for all sort* of india- 
rubber goods, except boots and shoes. The application was 
refused on the ground thnt, if the registration were allowed, 
it might lead to the belief that the opponents " who hitherto 
" had not made boots and shoes, had entered the hoot and 
" shoe trade, and that the boot which was offered with the 
" Maltese cross whs of their mark, or that the boot was 
" made with rubber for the quality of which the opponents 
" were responsible." The use. therefore, of the mark 
sought to be registered was held to be calculated to deceive. 



(r) 41 Ch. D. 278. (s) (1909) 2 Ch. 10. (f) p. Hi. 
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The test as to whether a trade-mark is registrable which Section 19. 

in tiny way resembles another trade-raark already on the 

register, would appear, from the judgment in the ease last 
cited, to be whether, having regard to the kind of goods 
known to be dealt in by the proprietor of the registered 
trade-mark, the public might be led to suppose that the 
goods to which the second mark was applied were those of 
the proprietor of the registered trade-mark. It does not 
matter that he has not actually dealt in such poods, and 
has no intention of doing so, nor of registering his trade- 
mark in respect thereof. The public do not trouble to 
ascertain precisely in what classes a trade-mark is registered, 
and the sole question is whether the second mark is 
calculated to deceive an unwary purchaser. 

If the goods, in respect of which it is sought to register 
a trade-mark resembling another mark already registered, 
are entirely different from those in respect of which the 
latter mark is registered, and in which its proprietor is 
known to deal, this section does not apply, A trade-mark 
used in respect of cotton goods could not be mistaken for 
that of the proprietor of a trade-mark registered, and used, 
for soap, however close its resemblance. 

As said by Lord Kingsdown in the Leather Cloth Co., 
Ld. t. American L. 0. Co., Ld. (w). "The fundamental 
rule is that one man has no right to put off his goods 
for sale as the goods of a rival trader; and he cannot 
therefore (in the language of Lord Lonsdale in the case 
of ferry v. Trur-tH) ' be allowed to use names, marks, 
'letters or other indicia by which he may induce pur- 
' chasers to believe that the goods wh ; ch he is selling are 
'the manufacture of another person.' " 

Therefore, no person can use, and the Registrar is not 
permitted to register, a trade-mark which so resembles 
another trade-raark already registered as to be calculated to 
induce purchasers to believe that the goods to which it is 
proposed to affix the first mentioned trade-mark are those 
of toe proprietor of the registered trade-mark. 

The resemblance need not be in the appearance of the 
mark. It may be absolutely different to the eye, and yet 
be calculated to cause deception, by reason of the fact that 
it suggests the same name as that by which the registered 
trade-mark has become known. Thus, if the device of a 
tiger has been registered as a trade-mark in respect of a 
certain description of goods, and the mark has become 
known as " the tiger brand," no other person can be allowed 
to register, as a trade-mark in respect of the same kind of 
goods, a word or words, or a device, a prominent part of 
which consists of an animal resembling a tiger, whereby 
the mark might he mistaken by a purchaser for the ' tiger 
brand ' of which he had heard. 

(»> 11 H. L. C. 538. 
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Section 19. In the case of the well known Milkmaid trade-mark 

registered in respect of condensed milk, &c, the figure of a 

woman, and the words dairy-maid, were not allowed to 
remain on the register in respect of tbe same kind of goodB 
as those for which the milkmaid trade-mark was registered. 
Anglo-Swiss Condensed Milk Co. v. Me/calf (r). 

And in tbe case of DewhursCs Applimlwii- (w) where an 
unregistered trade-mark had become known in Burma as 
"The Golden Fan trade-mark" and it was then sought by 
its proprietors to register, as part of their trade-mark, words 
in Burmese characters meaning "The Golden Fan Brand," 
registration was refused because there was already on the 
register the device of a golden fan. Ju this case Lindley, 
L.J., said:— "the words are calculated to deceive because 
" they only express in words what the golden fan of Mr. 
" Boyd expresses to the eye." 

Mr. Boyd, the proprietor of the registered trade-mark, 
consisting of the representation of a golden fan, expressly 
consented to the registration by the applicants of the 
Burmese characters; but, as Lindley, L.J., said, "if you 
" once put upon the register a golden fan in the shape of 
" a picture like Mr. Boyd's, and you also put upon the 
" register a mark called ' the Golden Fan,' although without 
" a golden fan, the two must mislead the public, and Mr. 
" Boyd's consent is no answer to that " (x). 

The words of the Section are express. Under no 
circumstances, except in the case of genuine old marks, and 
under Section 23, may the registration be effected of a 
trade-mark so resembling, in any respect, another, registered, 
trade-mark as to be calculated to deceive. The consent of 
the proprietor of the registered trade-mark to the registration 
of a similar mark cannot alter the position. As Lopes, 
L.J., said, in Dewhursfs case " The general public are to 
" be protected as well as traders. The public have no 
" notice of these consents ; and it is obvious, and in point 
" of fact it is stated to have happened, that these consents 
" might be bought and sold: and anything more mischievous 
" than that it would be impossible to imagine having 
" regard to the principal object of the Act of Parliament." 

Where a certain device has, by reason of its appearance, 
become known by a name or word which is publici juPis ; 
and may. with the tiling it commonly represents, be used 
by any one in connection with any kind of goods, its 
proprietor cannot prevent the registration as n trade-mark 
of a totally different device, or of a combination of words, 

O) 31 Ch. D. 454. f» (1896) 2 Ch. 137. 

(x) Cf. the case of Shamrock !f Co.'s Application, 24 R. P. C. 
S69, where n trade-mark consisting of the resprejentation of a 
shamrock leaf was allowed registration in respect of picture post 
cards, although an. old mark was on the register for stationary, 
consisting of an inverted shamrock leaf, with certain letters on it. 
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on the ground that the same name or word may also be Section 19. 

applied as descriptive, or partly descriptive, of the latter 

mark. So, in the case of Dexter\ Trade-mark (y), which 
was an application for the registration in respect of tobacco 
of a mark consisting of a label, containing a picture of the 
sea with a star in the clouds, inclosed in a ring, and 
surmounted by the words "Star of Hope" in large 
characters. This application was opposed by Messrs. Wills, 
whose well known trade-mark consisted of a peculiarly 
distinctive form of a star, and who claimed the exclusive 
right to the use of the word ' star,' and to the figure of a 
star, in respect of tobacco. It was held by Wright, J., 
that the trade-mark was properly registrable, for that " the 
" use of the word ' star,' and the use of the figure of a star, 
" are matters publici juris, and have been publici juris at all 
" material times," and therefore Messrs. Wills were not 
entitled to say that the mark sought to be registered was 
calculated to deceive, " because a multitude of persons had 
" by habit, and without any reason, associated the word 
" 'star' with the name of Wills." 

And although, under this section, registration cannot be 
permitted of a trade-mark which would be likely to suggest 
the same name as that by which another registered trade- 
mark has become known, nevertheless it must be held that 
no person can be allowed to acquire such a monopoly of a 
known word, which may have several different meanings, as 
to prevent the registration as a trade-mark of any kind of 
device which might be described by that word, or by another 
word somewhat similar in sound. Thus, the proprietor of 
a registered trade-mark consisting of the representation of 
some kind of deer, which comes to be known as the " deer 
brand." could not acquire a monopoly of the use of the word 
' deer,' or of one so pronounced, and of every thing which 
might suggest such a word (2), nor could the proprietor of 
a trade-mark known as the "sheep brand" object to the 
registration of a trade-mark consisting of the representation 
of a ship, which would be likely to be known as the 
' ship brand.' 

And, in Hongkong, such is the paucity of the Chinese 
language that a noun, often with the slightest, or no, 
difference in sound, has various meanings. Thus, the word 
"Shau" means a beast, or quadruped, while the same word, 
"Shau," with a very slight difference in sound, means a 
Chieftain. A person registering as a trade-mark the device 
of a beast, which becomes known as the 'Shau brand,' could 
not be allowed to object to the registration of the device of 
a Chieftain. Nor, because the word " Yeung " is descriptive 
both of a goat and a willow tree, can the registered proprietor 
of a goat trade-mark object to the registration of a device 
consisting of the representation of a willow tree. 

(y) (1893) 2 Ch. 262. 
(s) Alaska Packing Co. v. Crooks, 16 R. P. C. 503, 18 K. P. C: 129. 
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Section 19. In considering whether an application should be granted 

for the registration of a trade-mark, alleged to resemble 

one already registered, the Registrar, the Court, or the 
Governor, will not assume an intention to dtfraud — that is 
to say a dishonest intention on the part of the alleged 
infringer, or on the part of the applicant for registration, to 
profit by the registration or prior invention of his opponent's 
mark. On the contrary it will be assumed, unless the facts 
show clearly otherwise, that it is not the intention of the 
one person to puss off his goods as those of the other. In 
the case of Wnrlhington-s trade-mark' (.«), it was held that 
the triangle, which was sought to be registered as part of » 
trade-mark in respect of beer, too nearly resembled the 
registered trade-mark of Messrs Bass & Co.; and an injunc- 
tion was 'granted to restrain its registration. In arriving at 
this decision it would seem that Jessel, M.R.; and, on 
appeal, the majority of the Judges, acted on the assumption 
that, because the applicant could have chosen a mark 
entirely distinct from that of Messrs. Bass & Co.'s mark 
(registered in respect of the same class of goods), but did 
not choose to do so, therefore he intended to so use his 
mark as to pass off his goods as those of Messrs. Bass & Co. 
for the reason that it was possible for him to so use it. 
But in this case Cotton, L. J., found that there was no 
evidence of any such intention, and said " I think in 
" considering whether registration of a mark ought, to be 
" allowed we ought not to consider whether by dishonest 
" use and dishonest printing it could be made such as to 
" deceive, but whether, assuming that it was printed and 
" used with a distinctive design still kept up, it is calculated 
" to deceive from its similarity to another mark which is 
" registered." 

This opinion of Cotton, L.J., was followed by the Court 
of Appeal in the later case of Lyndon's Trade-mark (V), in 
which the same Judge says " the question is, if what you 
" propose to register is fairly used will it be calculated to 
" deceive," but he goes on to say that the fact of the 
applicant succeeding in his application for registration of 
the mark in question in that case "does not lead to the 
" conclusion that if he uses the mark in such a way as to 
" imitate the opponent's mark he will derive any protection 
" from his registration." 

In the more recent case of Kutnow's Application (c), a 
mark which was distinctive, though capable of being so 
used as to be deceptive, was allowed registration, on the 
ground that the Court must assume that the applicant 
intended only to use it in such a manner as not to deceive. 

The law may therefore be stated thus ;— that, although a 
mark sent in for registration may possibly be so used as to 
resemble another trade-mark already registered, nevertheless 
it may be registered if, when it is fairly used, it is not 
calculated to deceive ; and the Court will not grant an 

(o) 14 Ch. D. 8. (») 32 C. D. 109. (c) 10 R. P. C. 401. 
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injunction to restrain the use of a marl; which, as it is being Section 19. 

fairly used, is uot calculated to deceive, but which is capable 

of being so unfairly used as to cause deception, unless there 
is strong evidence of an immediate intention to so use it. 
But the fact of such a mark being registered does not 
entitle its owner to use it, and he will be restrained by 
injunction from using it, in suck a manner as to be 
calculated to deceive purchasers of goods bearing the mark 
into the belief that such »oods are those of another trader. 
Registration merely entitles the proprietor of a registered 
mark to the exclusive use of it as it is registered, and to 
prevent the imitation of it, or of any of its essential parts, 
by others ; but does not entitle him, by omitting, or printing 
faintly, part of it, and accentuating another part, or in any 
other manner, so to use it as to imitate another person's 
trade-mark, whether or not the latter mark is registered. 

In considering whether or not a trade-mark sought to 
be registered bears such a resemblance to another trade- 
mark, already registered, as to be calculated to deceive, the 
Registrar, the Governor, or the Court, will have regard to 
the nature of the goods to which the trade-mark is to be 
affixed, and to the ultimate purchasers thereof (d). Certain 
goods, e.g. soap, are largely bought by a poorer, and more 
illiterate, class of persons, than are other goods, such as 
engines, pianos, &c. What has to be considered is not 
whether a ©ireful and intelligent person is likely to be 
deceived, but whether the trade-mark sought to be registered 
is calculated to deceive an ordinary or unwary purchaser (e). 

In the leading case on this subject, Johnstone v. Orr 
Ewing (/), an injunction was granted to restrain the use 
of a ticket bearing on it the device of an idol and two 
elephants, which was quite distinct in appearance from the 
Plaintiff's two elephants ticket, when placed side by side. 
But, as said by Lord Selbourne, L.C., " although the mere 
" appearance of these two tickets could not lead any one 
" to mistake one of them for the other, it might easily 
" happen that they might both be taken by natives of Aden 
" or of India, unable to read and understand the English 
" language, as equally symbolical of the Plaintiff's goods." 

In Hongkong, where most of the ultimate purchasers of 
goods are Chinese, the majority of whom do not read or 
understand the English language, a less degree of resem- 
blance would probably be held to prevent registration of 
a mark than would be deemed necessary, in England, to 
prevent registration there. 

The resemblance, however, must be such as is reasonably 
calculated to deceive an ordinary and unwary purchaser. 
As said bv Jessel, M.R., in the case of Singer ManufarJuriinj 



(77) I'iaaotint Co.'s Application, 24 R. P. C. 77+. 

(e) Wothcrtpoon v. Curry, L. E. 5 H. L. 508. Selvo v. Pro- 
;ndo, L. E. 1 Oh. 192. 

(/) 7 A. C. 219. 
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Eival claims 
to identical 
marks. > 
6 Edw. 7 c. 
15 s. 20. 



Co. v. Wilson (if). " [ am not, as I consider, to decide 
" cases in favour of fools or idiots, but in favour of ordinary 
" . . . . people." 

20. Where each of several persons claims to be 
proprietor of the same trade-mark, or of nearly 
identical trade-marks in respect of the same goods or 
description of goods, and to be registered as such 
proprietor, the Eegistrar may refuse to register any 
of them until their rights have been determined by 
the Court, or have been settled by agreement in a 
manner approved by him or on appeal by the Court. 

This section, which is copied from Section L'O of the Act 
of 1905, relates only to cases where two or more applications 
are pending for the registration of the same trade-mark, 
or newly identical trade-marks. It does not apply to a 
case where one of such mirks is already registered, in which 
case, as already pointed out,, there is no power even to 
consider an application for the registration of a second mark 
similar to the one already registered, unless such second 
mark is a genuine 'old mark.' 

In Great Britain, under the corresponding section of the 
Act of 1905, and under the power conferred by Sections 19 
and 21 of that Act, the Court can order the registration 
of two identical, or similar, marks in the names of their 
respective proprietors ; or the latter may settle their con- 
flicting claims by agreement between themselves, in which 
event registration by each of them may be allowed, if they 
are both honestly entitled to the use of the marks. It is 
conceived, however, that the order of the Court would be 
necessary before the Registrar could register two similar 
marks in respect of the same description of goods, the use 
of either of which must be calculated to deceive. The 
provisions of Sections 19 and 21 of the Act do not allow 
the Registrar, of his own motion, to register two similar 
marks, even though their respective proprietors have, by 
agreement, settled their rights thereto. 

In Hongkong, the Court possessing no power to direct 
the registration of two identical or similar marks, neither 
being an 'old mark,' the agreement referred to in this 
section can only mean an agreement by one claimant for 
registration to ghe up entirely to the other whatever rights , 
he may possess in the trade-mark claimed by him. An 
agreement whereby one claimant would have the right to 
register his trade-mark, but whereby the other claimant 
should be entitled to use a similar mark, could not be 
approved by the Registrar, or the Court, for it would be 
a fraud on the public. 

.Tint as in considering a case coining within the terms of 
Section 19, the Court would primarily have regard to the 



(g) 2' Oh. D. lit p. 447. 
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interests of the public, so also, in considering an agreement Section 20. 

under this section, the Court would have regard to such ■ 

interests, and would not give effect to an agreement which 
might result in deception being practised on unwary pur- 
chasers of goods. 

An agreement by the lawful proprietor of a trade-mark 
to permit another person who possesses no right in himself 
so to do, to continue to use that mark, or one closely 
resembling it, is, in effect, an agreement to permit future 
infringements ; and is therefore an agreement to permit a 
fraud on the public, and is one which would result in the 
mark becoming publici juris, inasmuch as the proprietor had, 
by his own act. caused the mark to lose its distinctiveness 
as signifying that the goods upon which the mark was 
affixed were goods of his manufacture, or in which he alone 
dealt, and of no other person (Ji). 

As to the method of procedure in England on submissions 
of conflicting claims to the Court see Hudson's Application 
(i) and Albert Baker & Co.'s Application (/). 

And under the former Act, Simpson Davis and Son's 
Trade-mark (7c). 

In the case cited of Hudson's Application notice of motion 
was given for a certain date asking that the Registrar might 
be directed to proceed with the Applicants' application 
notwithstanding the application made by another person 
for registration of a similar mark. The mark in question 
was the word " Thunderer," which was held by the Court 
to be publici juris, and therefore neither claimant had any 
right in connection with it. 

In the other case cited of Albert BaJcer & Go's Applica- 
tion cross notices of motion were filed by the claimants, 
each asking that the Registrar might be directed to proceed 
with his application ; and that the other might be ordered 
to pay the costs of that motion, and of his opposition. 

21. The Eegistrar may refuse to register any trade- Protection 
mfark if it is proved to his satisfaction by the person "egTstered in 
opposing the application for registration that such country of 
mark is identical with, or so nearly resembles as to ori 8' m - 
be calculated to deceive, any trade-mark which is 
already registered (in respect of goods of the same 
description as those in respect of which registration 
in Hongkong is applied for) in a country or place from 
which goods of that description originate. 

Provided always that no application to register shall 
be refused under this section in the following cases : — 

(k) Wood v. Lambert, 32 Ch. Div. 317. Wolff v. Nophtsch, 17 
K. P. C. 321. 
(i) 21 R. P. C, 682. (j) (19U8) 2 Ch. 86. (4) 15 Ch. D. 525. 
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Section 21. (a.) if the applicant proves that he or his pre- 

■ decessors in business have in Hongkong 

in connection with such goods as aforesaid 
continuously used the trade-mark, the 
registration of which is applied for, from a 
date anterior to the date of the registration 
of the other trade-mark in such country 
or place of origin ; or 

(6.) unless the opponent gives an undertaking 
to the satisfaction of the Registrar that he 
will, within three months from the giving 
of the notice of opposition apply for re- 
gistration in Hongkong of the trade-mark 
so registered in the country or place of 
origin, and will take all necessary steps to 
complete such registration. 

This Section is not taken from the Act of 1905, but is 
entirely new. It was designed for the purpose of preventing 
the fraudulent imitation, in Hongkong, of a trade-mark 
registered in another part of the world ; and the unfair 
interference with the trade in Hongkong of the proprietor 
of such registered trade-mark. It may well be that a trade- 
mark has been registered, say in Germany, in respect of a 
particular description of goods, and that such mark, as 
applied to these goods has acquired a valuable reputation in 
the Colony, or in China, into which Colony, or country, the 
goods have been largely imported. In such a case it would 
undoubtedly be most unfair, and injurious to the public, if 
one of the importers, or purchasers, of such goods were to 
be permitted to obtain for himself the right to the exclusive 
use of that trade-mark in Hongkong, in respect of gcods of 
a similar description, manufactured by himself, or obtained 
elsewhere than from the country of origin. 

But, in order to take advantage of this Section, the trade- 
mark must be proved to have been registered in the country 
of origin prior to the commencement of the (subsequently 
continuous) use of it by the person in Hongkong seeking to 
register it. If the proprietor of a trade-mark in the country 
of origin has omitted to register it before the exportion by 
him to this Colony of goods bearing the mark, he may have 
rendered himBelf unable to take advantage of this provision 
of the Ordinance. In fact, he would do so if the importer 
afterwards continuously used the mark up to the time 1 of 
applying for its registration. 

Having regard to the proviso (J) to this section, the 
"opponent" referred to can only mean the proprietor of 
the trade-mark registered in the country of origin ; or, that 
country being England, the assignee of such proprietor 
under the latter part of Section 22 of the Act of 1905. No 
other person could, of course, be entitled to both oppose the 
registration by another person, and to register himself as 
the proprietor of the trade-mark. 
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But there can be nothing to prevent uny other person Section 21. 

from merely opposing the registration ; and his opposition — 

would doubtless be successful if he showed that the trade- 
mark was identical with, or a fraudulent imitation of, a 
trade-mark affixed by its proprietor abroad to goods imported 
into the Colony by others than the applicant. 

The words in the latter part of the section " registered in 
•' a country or place from which goods of that description 
" originate" would seem to confine the right to take 
advantage of this section to the actual manufacturer of the 
goods, he being also the registered proprietor of the trade- 
mark. So, if goods are manufactured in one country — say 
in one of the Colonies, and are exported to a merchant in 
England or Germany, who has invented and registered a 
trade-mark for use on such goods, that merchant could not 
claim that the goods originated from England or Germany. 

It was probably intended by the Legislature that the 
country or place of origin should mean the country in 
which the trade-mark was originally registered, but it is not 
so expressed in the Section. 

The idea of this Section was, no doubt, taken from 
Section 103 of the Trade-Marks Act, 1883 (as amended by 
the Act of 1885) the provisions of which are expressly made 
applicable, by Section 65 of the Act of 1905, to trade-marks 
registered under the latter Act. 

By Sections 103 and 104 of the Act 1883 (I) (as 
amended by Section 6 of the Act of 1885) it is provided 
as follows ; — 

103. " (1) If Her Majesty is pleased to make any arrange- 
" ment with the Government or Governments of any foreign 
" state or states for mutual protection of trade-marks, then 
" any person who has applied for protection for any trade- 
" mark in such state, shall be entitled to registration under 
" tbis Act, in priority to other applicants ; and such regis- 
" tration shall have the same date as the date of the 
" application in such foreign state. 

" Provided that his application is made, in the case of 
" a trade-mark, within four months from his applying for 
" protection in the foreign state with which the arrange- 
" ment is in force. 

" Provided that nothing in this section contained shall 
" entitle the proprietor of the trade-mark to recover damages 
" for infringements happening prior to the date of the 
" actual registration of his trade-mark in this country. 

" (3) The application for the registration of a trade-mark 
" under this section, must be made in the same manner 
" as an ordinary application under this Act : Provided 

(Z) Eepealed, but re-enacted by Sec. 91 of the Patents and 
Designs Act 1907. Vide Introduction, supra, p. iii. 
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Section 21. " that iu the case of trade-marks, any trade-mark the 
- " registration of which has been duly applied for in the 
" country of origin may be registered under this Act : 

" (4) The provisions of this section shall apply only in 
" the case of those foreign states with respect to which 
" Her Majesty shall from time to time by Order in Council 
" declare them to be applicable, and so long only inthe 
" case of each state as the Order in Council shall continue 
" in force with respect to that state. 

104. " (1) Where it is made to appear to Her Majesty 

" that the legislature of any British possession has made 

" satisfactory provision for the protection of trade-marks 

" registered in this country, it shall be lawful for Her 

" Majesty from time to time, by Order in Council, to apply 

" the provisions of the last preceding section, with such 

" variations or additions, if any, as to Her Majesty in 

" Council may seem fit, to such British possession. 

" (2) An order in Council under this Act shall, from a date 
" to be mentioned for the purpose in the Order, take effect 
" as if its provisions bad been contained in this Act ; but 
" it shall be lawful for Her Majesty in Council to revoke 
" any Order in Council made under this Act." 

Therefore, with regard to all countries with which 
international arrangements have been made for protection 
of trade-marks, the proprietors of trade-marks, registered in 
such countries (or for registration of which application is 
there made) may register these trade-marks in the United 
Kingdom, in priority to other persons who may have applied 
for registration of identical, or similar, marks. 

Eegistration cannot, however, be effected, as of right, of 
a trade-mark in respect of which application has been made 
for registration in the country of origin. The word ' shall 
be entitled to t egistration ' in Section H'3 (1), and the 
words 'may be registered' in Section 103 (3) of the Act 
of 1883, mean only that the mark may hv reg'stered if it is 
a mark which is capable of registration as a trade-mark 
under the Act of '905. A trade-mark registered in another 
country, cannot be any better entitled to registration in the 
United Kingdom than is a trade-mark invented and used 
in England. If the latter is incapable of registration under 
the Act of 1905, so also is the former (m). 

And so, under this Section (21) of the Ordinance, the 
proprietor of a trade-mark registered in the country of 
origin cannot demand, as of right, under the proviso (b) 
that the mark be registered in Hongkong. His right to 
registration depends entirely upon whether the mark comes 
within one or other of the definitions of a registrable trade- 
mark in Section 9. 

(in) Califomian Fig Syrvp Co.'s Trade-mark, 40 Ch. D. 620. 
darter Medicine Co.'s Trade-mark, (1892) 3 Ch. 472. 
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Greater facilities are, however, given by this Section for 
registration in Hongkong of trade-marks registered in the 
country of origin, than are given under the Act of 1883. 
No limit of time is fixed by this Ordinance for application 
to be made for such registration in order to gain priority ; 
but, in a case where registration has been applied for by 
some other person of a similar mark, priority will be given 
to the proprietor of the trade-mark registered in the country 
of origin, however long a time may have elapsed since the 
registration in that country. 

Assignment. 

22. A trade-mark when registered shall be assigned 
and transmitted only in connection with the goodwill 
of the business concerned in the goods for which it 
has been registered and shall be determinable with 
that goodwill. But nothing in this section contained 
shall be deemed to affect the right of the proprietor 
of a registered trade-mark to assign the right to use 
the same in any British possession or protectorate or 
foreign country in connection with any goods for 
which it is registered together with the goodwill of the 
business therein in such goods. 

There cannot be, and never could have been at common 
law, any rights of exclusive ownership of, and therefore of 
property iu, a trade-mark alone, unconnected with other 
property of its owner ; but, where a trade-mark has been 
invented and applied by its inventor to goods in which he 
deals, it has for a long time past, apart from any legislation 
on the subject, been recognized that a right of property 
exists in the mark so applied. The right of property in a 
trade-mark exists, not in the symbol constituting the mark, 
but in the application of the mark to a particular description 
of goods. It therefore necessarily follows that an assign- 
ment of the trade-mark itself without the goodwill of the 
business in which it has been used as a trade-mark is, and 
must always have been held to be, invalid. 

This section is taken verbatim from Section 22 of the 
Act of 1905 ; and, as to the first portion of it, is similarly 
worded to Section 10 of the repealed Ordinance, and to 
Section. 70 of the former Home Act. It is not easy to 
understand why it was considered advisable to insert in 
this section the words " when registered." In fact the 
whole of the first part of the section appears to be un- 
necessary except as declaratory of the law as it stood at the 
time of the passing of the first Trade-Marks Act, and the 
first Ordinance in this Colony ; for, whether registered or 
unregistered, a trade-mark could not be assigned so as to 
render the assignment of it of any utility whatsoever to the 
assignee, if it were assigned in gross— that is to say, other- 
wise than in connection with the goodwill of the business 
in which it was used. As said in the judgment of the 
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Section 22. Privy Council in the case of Ullmana v. Leubii. (n) ; " But 

" it is trite law (now embodied in statute as regards 

" registered trade-marks) that an assignment of a trade-mark 
" without the business, confers no effective right." 

The most important cases on the subject of the assign- 
ment of trade-marks are these of Pinto v. Badman (0) and 
Thornloe v. Hill (p), in the former of which the Plaintiff 
possessed an assignment to himself of a certain mark applied 
to cigars by the manufacturers thereof abroad, who assigned 
the mark itself to the Plaintiff, but not the business of the 
cigar factory, which the manufacturers kept for themselves, 
and in which they continued to manufacture cigars to which 
they applied a new mark in lieu of the one sold to the 
Plaintiff; to whom, however, they consigned a certain 
quantity of cigars bearing on them the mark he had pur- 
chased. It was held that the assignment to him of that 
mark was invalid, and that Lie was therefore not entitled to 
maintain an action for infringement of the mark. 

In the case of Thoraloe v. Hill the business of one John 
Forrest deceased, a watchmaker, was sold with the right to 
use the name "John Forrest, London" on watches made 
by C. & Go. the purchasers of the business. Later, C. & Co. 
granted a license to S. & Co. to use the name John Forrest 
on watches made by them. Fourteen years afterwards 
C. & Co. assigned all their estate for the benefit of their 
creditors ; and their trustee then purported to assign to the 
Plaintiff, Thornloe, "the name, title, and goodwill of ' John 
" Forrest, London.'" Romer, J., in delivering judgment 
in this case, said (p. 577) "the Plaintiff in my opinion can 
" only claim to be a mere assignee in gross of the right to 

" the name John Forrest The wording of the so 

" called assignment to him is relied on by him, and in 
" particular the use of the word 'goodwill.' But the words 
" used meant nothing more than that Eead (the Trustee) 
" proposed to. transfer, if and so far as he could, to the 
" Plaintiff, the right to the mere name of John Forrest and 
" such advantage, if any, as could be said to attach to such 
" a right. As I have before pointed out the right merely 
" to use a name as a property in itself cannot be validly 
" assigned so as to confer rights as against the public, nor 
" can any advantage whatever as against the public attach 
" to any attempted assignment of this sort." 

The goodwill of the business, in connexion wth which a 
trade-mark can be properly assigned, must be that of a 
business in Hongkong. In the case cited of Ullmaun v. 
Lniba (q) it was held that the respondents, to whom certain 
trade-marks registered in Switzerland and in England had 
been assigned, and who were themselves manufacturers of 
the goods to which the trade-marks were affixed, had not a 
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sufficient interest in such trade-marks to maintain an action Section 22. 

for the infringement thereof in Hongkong, the goods 

exported to Hongkong having been first supplied "to a 

customer in England (Madame Bovet) who thereupon 

shipped them to agents in this Colony. " It was in the 

" end courageously maintained for the respondents that 

" they, in their quality of manufacturers, had sufficient 

" interest to sue the action. No authority supports this 

" contention, and it is against principle. It is quite true 

" that the respondents are interested in the success of 

" Madame Bovet's business, but this can never put them 

" in her shoes in vindicating her rights against wrong 

" doers." UUmann v. Leuba at p. 447. 

The decision in this case would, however, appear to 
conflict to some extent with the decision in the case of 
Panhard v. Panhard (r) in which it was held that a foreign 
trader who had no English agency, but whose goods were 
in fact frequently imported into England, had a sufficient 
English market to enable him to restrain a piracy of his 
trade-name. It would also appear to conflict with the 
judgment of the Court of appeal in the case of Rey v. 
Leeonturier (s) in which it was argued that, although the 
Plaintiffs did not carry on business in England, the fact 
that their goods were largely imported into the country, and 
had acquired a high reputation there, gave them a right to 
protect their trade-marks in England. This argument 
was approved of by the Court, and the Defendant was 
restrained from using the trade-mark in question — the word 
" Chartreuse." 

In the case of Panhard v. Panhard, however, there was 
no question of an assignment of a trade-mark with the good- 
will of a business, and the name of the Plaintiff had become 
identified by the English public with the goods in respect 
of which that name was used. And in the case of Rey v. 
Leeonturier, although there had been a judgment of the 
French Court, whereby the goodwill of the Plaintiffs 
business, with the trade-mark, had been transferred to the 
Defendant, this judgment was held by the Court of Appeal 
not to have the effect of an assignment of any such good- 
will which existed in England. This judgment of the 
Court of Appeal was affirmed by the House of Lords (J). 

In the case of the Magnolia Metal Go's Trade-nitric (w) 
an American Company registered certain trade-marks, one 
of which consisted of the representation of a Magnolia 
flower. A large quantity of the metal to which the trade- 
mark was affixed had been sold by the Company in England, 
under an agreement with an English firm, styled their 
agents, who paid for the goods, and resold them for their 
own profit. This firm made bearings out of the metal and 

O) (1901) 2 Ch. 513. 0) (1908) 2 Ch. 715. 

(t) W. N. (1910) 79. (m) (1897) 2 Ch. 371. 
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Section 22. sold the same on their own account. The Company, how- 

ever, never themselves sold bearings in England. The 

Company then assigned the trade-marks with the goodwill 
of their business to the appellants. It was held by the 
Court of Appeal, reversing the decision of Kekewich, J., 
on the point, that the American Company, at the time of 
the assignment had a goodwill' in a business in England 
concerned with metal bearings, and that therefore the 
assignment was valid. 

The reasons for this decision were that ; — the whole 
" business in the metal had for its ultimate object the use 
" of metal for bearings .... that the American Comp'any 
" did indirectly .... by means of an English partnership 
" trading under their authority, procure the bearings to 
" be made, and had a clear commercial interest in their 
" being made; and that they reserved a right in the 
" nature of the reversion in the goodwill of the business 
" so carried on." 

"Whether, if the goods had been exported by the English 
firm to Hongkong, the Company would have been held to 
possess a title to maintain an action in this Colony, in 
respect of an imitation of their trade-mark on similar goods, 
is doubtful, having regard to the ruling in the case cited 
of Ullmrtnn v. Leuba (v). Still it would appear that the 
reasons set out above for the decision in The Magnolia 
Metal Co.'s Trade-mark are applicable to such a case. 

The goodwill of the business in which a trade-mark is 
used must be in actual existence at the time of the assign- 
ment. Thus it was held in the recent case of Johnson's 
Trade-mark (iv) that where the goodwill had apparently 
come to an end several years prior to the assignment the 
document was invalid. 

An assignment of a trade-mark, with the goodwill of the 
business iu which it is used, does not entitle the assignee to 
a right to the exclusive use of the trade-mark except in 
respect of such goods only as the trade-mark has actually 
been used. A trade-mark may have been registered in a 
particular class which includes variouB kinds of goods, but 
it may have been used only in respect of one particular 
kind of goods in that class. In such a case an assignment 
of the trade-mark "with the goodwill of the business 
" concerned in the goods for which it has been registered" 
entitles the assignee to the light to the exclusive use onlv 
of the trade-mark as applied to the goods dealt with in the 
business assigned to him. 

In the leading case on this subject, Edwards v. Dennis 
(x) Cotton, L. J. said " In my opinion it is not the 
'• intention of the Act that a man registering a trade-mark 

O) (1908) A. C. 443. (id) 26 R. P. C. 195. 

(.)•) 30 Ch. D. 45J. 
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for the entire class and yet only using it for one article Section 22. 

in that class, can claim the exclusive right to use it for 

" every article in that class ...... when a man is on 

" the register by assignment the trade-mark can only be 
" assigned in connection with the goodwill of the business, 
" and therefore one has to consider what the goodwill of 

the business is," and it was held by him, and by Lindley 
and Fry, I,. ,7. J., that where a business consisted entirely 
of the manufacture of galvanized iron sheets, the assignee 
of that business, together with the trade-mark registered in 
respect of " unwrought and partly wrought metals used in 
" manufacture," could not restrain the use by another 
person of a somewhat similar trade-mark in respect of iron 
wire. 

The decision in this case was followed and approved by 
Chitty, J., in the later case of Han/reave v. Freeman (y). 

Where, however, a tiade-mark has been registered and 
used in respect only of a particular description of goods, its 
proprietor or his assignee can successfully oppose the 
registration of a similar trade-mark in respect of goods 
which can be considered to be of the same description, 
whether or not included in the same class. The Gutta 
Percha and India Rubber Company's Application (s) i/iu/ 
The Compagnie Inditstrielle des Petrolles Application {a). 

An assignment for a term of years of the goodwill of a 
business, together with a trade-mark, ( r trade-name, used 
therein, will not deprive the assignor of the right to bring 
an action for infringement, or passing off, during that 
term. This was so held in the recent case of War/rick 
Tyre Co. v. New Motor Co. {Jo). 

Upon the sale of a business, the right to the exclusive 
use of the trade-mark used therein will pass to the purchaser 
by an assignment to him of the "goodwill" (e), unless a 
contrary intention appears in the assignment (<l). 

Although u trade-mark cannot be assigned except only 
in connection with the goodwill of the. business in which 
it is used, " it would be too narrow a construction of the 
" section to read it as if the assignment of the trade-marks 
" must be contemporaneous with the assignment of the 

" goodwill The section does not say in terms that 

" the goodwill must have been assigned " («). It may be, 
as in the case cited, that the goodwill of the business has 
always belonged to the assignee, but that the trade-mark 
has been registered in the name of the assignor who was 

(y) (1891) 3 Ch 39. Cf. Hart's trade-marh, (1902) 2*Ch. 621. 
(z) (1909) 2 Ch. 10. («) (1907) 2 Ch. i35. 

(S) 101 L. T. 889. 
(«) fthipmriijU v. Clements, 19 W. R. 599. 

(d) Roger's Trade-marli, 12 R. P. C. 149. 

(e) Welloome's Trade-mark, 32 Ch. D. at p. 217. 
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Section 22. merely the agent of the assignee. In such a case there 

could be no assignment of what the assignor did not possess 

to a person who already possessed it ; but an assignment 
of the trade-mark, only, to a person already possessing the 
goodwill, would be an assignment of such trade-mark 
in connection with that goodwill, and would therefore 
comply with the provisions of this section. 

By the repealed Ordinance registration was not made a 
condition precedent to the bringing of an action for 
infringement of a trade-mark, and therefore the assignee of 
a registered trade-mark was under no compulsion to register 
his assignment before bringing such an action. And, even 
though registration in Hongkong bad been rendered 
compulsory, as in England, it was held in the case of Ihlee 
v. Hanshaiv (/) that the assignee of a registered trade-mark 
was entitled to bring an action for infringement before 
registering his assignment. It is, however, very question- 
able whether the decision in this case was correct, having 
regard to the judgment in the subsequent case of the 
Magnolia Mp/al Company v. Atlas Metal Co^(g) in which 
an action for infringement was dismissed on the ground 
that the Plaintiffs had not registered the assignment to 
them of the trade-mark alleged to have been infringed. 

It is therefore most advisable to register, without delay, 
an assignment of a trade-mark. An omission to do so 
would not however prevent the assignee from suing for an 
injunction to restrain an infringement, or from taking 
proceedings for passing off. 

The latter part of this section would appear to be 
necessary in order to enable effect to be given in Hongkong 
to a similar provision in the corresponding section of the 
Act of 1905. 

In the absence of express legislation on the subject it is 
very doubtful whether an assignment could be recognised 
as valid, if it purported to assign a trade-mark with a small 
portion only of the business in connection with which it 
was used — the assignor retaining the right to use the same 
trade-mark, in respect of the same kind of goods, in all 
parts of the world except one place. As already stated, no 
person could, under the common law, lie held to possess a 
right of property in a trade-mark, and the exclusive right 
to its use, unless he also possessed the entire business 'in 
connection with which the mark was applied to particular 
goods. Therefore, although the proprietor of a trade-mark 
registered by him in England, and possibly also in Hong- 
kong, had the right conferred upon him by the section of 
the ilomg Act corresponding to this section to assign to a 
person in Hongkong the right to use the same in this 
Colony, it would appear to be doubtful whether the 
Governor could have recognized and registered such assign- 
ment under the repealed Ordinance. But, as the right to 

(/■) 31 Oh. D. 323. 0?) 14 R. P. C. 389. 



make an assignment of this nature is now expressly conferred Section 22. 

upon proprietors of trade-murks registered m Hongkong, it 

must be assumed that a right to carry into effect here an 
assignment of this kind made in England will also be 
recognized. 

It is uot, at first, easy to see why this provision was made 
by the Home Act for it would appear to enable a desception 
to be practised on the public, in that there is nothing in the 
wording of the section to prevent the purchaser in Hong- 
kong (or the purchaser in another British Possession) from 
affixing the mark to inferior goods of the same description 
as those which had previously been supplied to him by the 
assignor of the trade-mark. However, the reason for the 
provision is, probably, that where goods of a particular 
description bearing a special mark have been extensively 
dealt in by one firm in a British Possession, those goods, 
with that mark upon them, have become indentified in the 
eyes of the public, not with the registered proprietor in 
England, but with the local firm dealing in such goods. 
This being so, it may reasonably be assumed that the local 
firm, after purchasing the sole right to use the mark in the 
British Possession, will do nothing which is likely to injure 
its reputation, and consequently to prejudice the public. 

23. In any case where from any cause, whether by Apportion- 
reason of dissolution of partnership or otherwise, a ™arks°on 
person ceases to carry on business, and the goodwill dissolution of 
of such person does not pass to one successor but is partnership 
divided, the Registrar may (subject to the provision i 5 E a d ^3 7c ' 
of this Ordinance as to associated trade-marks), on 
the application of the parties interested, permit an 
apportionment of the registered trade-marks of the 
person among the persons in fact continuing the 
business, subject to such conditions and modifications, 
if any, as he may think necessary in the public 
interest. Any decision of the Registrar under this 
section shall be subject to appeal to the Court. 

This section is precisely the same as Section 23 of the 
Act of 1905, with the exception that by the section of the 
Home Act any decision of the Registrar under it is subject 
to appeal to the Board of Trade, while by tin's section such 
a decision is subject to appeal to the Court. 

Doubtless this section was introduced into the new Home 
Act in consequence of the decision in the case of Ehrmann's 
Application (h), in which case a firm, consisting of five 
partners, was dissolved by a deed which provided that the 
business of the old firm should in future be carried on by 
oue of the parties under the name of Ehrmann Brothers, 
and by the other four parties under the name of Ehrmann 
Freres. All the partners were to be entitled to the goodwill 

(A) (1897) 2 Ch. 495. 
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Section 23. of tbe business, and to use the trade-mark used by the old 

firm. The two new firms, with the consent of each other, 

applied simultaneously for the registration in their respective 
names of these trade-marks. The applications were refused 
on the ground that the then existing registration of the 
trade-marks would have to he cancelled before the trade- 
marks could be registered afresh, and that "even supposing 
" the existing marks were removed from the register, 
" identical new marks, as these must be treated as being 
" ought not to be registered in the nam< s of two different 
" persons"; and, because, "there are at least two evils 
" attendant on the registration of identical or similar 
" marks, first the certainty of confusion, and secondly, the 
•' high probability of deception " (Stirling, J.) In this 
case the learned Judge referred with approval to the reasons 
fiiven in DeivhursCs case (/) for not blowing to prevail 
the fact that all the parties concurred in the applications. 

Nevertheless, where two partners have jointly invented, 
and have registered in their firm name, certain trade-marks, 
it would be manifestly a great hardship upon them were 
they to dissolve partnership by mutual consent, each carry- 
ing on, separately, the same kind of business, and were 
neither of them able to use tbe trade-marks of their old 
firm. 

As to applications under this section see Rules €9, 70 
and 71. 

Associated Trade- Marks. 



Associated 
trade-marks. 
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24. If application be made for the registration of a 
trade-mark so closely resembling a trade-mark of the 
applicant already on the register for the same goods 
or description of goods as in the opinion of the 
Registrar to be calculated to deceive or cause con- 
fusion if used by a person other than the applicant, 
the Tribunal hearing the applicant may require as a 
condition of registration that such trade-marks shall 
be entered on the register as associated trade-marks. 

The Section of the Act of 1905 corresponding with this 
Section of tbe Ordinance was construed by the Court in the 
case of Birmingham Small Arms Co.'s Ap/ilica/ion (j) in 
which lvekewich, J., said that the section had nothing 
whatever to do with the registration of an identical mark, 
but only to one so closely resembling another as to be 
calculated to deceive or cause confusion ; and could only 
refer to another mark registered for the same goods or 
description of goods. " If the two classes of goods with which 
" we are now dealing are not tbe same goods or description 
" of goods then really the section does not apply " (p. 404). 
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It was further held by the learned Judge in the same Section 24. 
case that the discretion vested in the registrar under section 
12 (2) (a) (k) to impose conditions on registration is not 
an absolute discretion, but. is one to be exercised subject to 
the provisions of the Act, and therefore one which may be 
upset by the Governor or the Court. The opinion of the 
latter Tribunal as to the applicability of this section to a 
mark sought to be registered may differ from that of the 
Registrar. 

The section was probably introduced in consequence of 
the decision in the cases of Player & Sons Trade-mark (I) 
in which it was held that a mark was not registrable which 
differed hi certain non-essential particulars from a trade- 
mark already registered by the applicants. The mark, with 
such differences, was apparently being used by the applicants 
abroad ; and it was stated that the object of the second 
registration was to enable the applicants to obtain protection 
abroad. Cozens-Hardy, J., considered the registration to 
be absolutely superfluous, and that it would cumber the 
register needlessly. 

In the later case of Gromjplon's Trade-mark (m) it was, how- 
ever, held that a registered trade-mark would not be 
removed from the register at the instance of a rival trader 
because it consisted of a combination of a mark previously 
registered by the same proprietor, with a non-distinctive 
addition. Such second mark may not have been properly 
registrable, but it is not open to a rival trader to apply to 
strike it off. 



25. If the proprietor of a trade-mark claims to be Combined 
entitled to the exclusive use of any portion of such ^^'^^ 
trade-mark separately, he may apply to register the 
separate trade-marks. Each such separate trade- 
mark must satisfy all the conditions and shall have 
all the incidents of an independent trade-mark, except 
that when registered it and the trade-mark of which 
it forms a part shall be deemed to be associated trade- 
marks and shall be entered on the register as such, 
but the user of the whole trade-mark shall for the 
purposes of this Ordinance be deemed to be also a 
user of such registered trade-marks belonging to the 
same proprietor as it contains. 

This section will enable the proprietor of a trade-mark 
consisting of a device, and of a name, registrable under 
Section 9 (1), to register both that device, and the name, 
separately. Or if a trade-mark consists of a device, and of 
a word descriptive of that device, in itself registrable, the 
two may be registered as separate trade-marks. But it is 

(/«) In this Ordinance section 12 (3). 
(Z) (1901) 1 Ch. 382. (m) (1902) 1 Ch. 758. 



Section 25. necessary that each part of a trade-mark sought to be 

registered should be capable of registration as if the other 

parts were not in existence. Non-essential particulars can- 
not be separately registered as a trade-mark. 

JS'o doubt, application may be made, under this section, 
for the registration, at one time, of the whole of a trade- 
mark, and also of the several parts thereof which it is 
desired to' register separately. 

A trade-mark which consists of several parts, each of 
which constitutes a registrable trade-mark in itself, may 
have hitherto only been used as a whole. The latter part 
of this section provides that such user of the whole shall be 
deemed to be user of such several parts, if each is registered 
separately under this section. When a rival trader imitates 
a portion only of a registered trade-mark, but which portion 
is also registered separately, there can be no question of the 
right of its proprietor to maintain an action for infringe- 
ment. And if the several parts of a trade-mark are 
registered as separate trade-marks, one of such parts only 
need be used if so desired for any particular purpose. 

But it is expressly declared that portions of a trade-mark 
registered separately, shall be deemed to be associated 
trade-marks. They cannot, therefore, be assigned separately 
(Section 27). 

Series of 26. When a person claiming to be the proprietor 

il>. s. 26. 0I several trade-marks for the same description 01 

goods which, while resembling each other in the 

material particulars thereof, yet differ in respect of — 

(a.) statements of the goods for which they 
are respectively used or proposed to be 
used; or 

(b.) statements of number, price, quality, or 
names of places ; or 

(c.) other matter of a non-distinctive character 
which does not substantially affect the 
identity of the trade-mark ; or 

(d.) colour; 

» 

seeks to register such trade-marks, they may be regis- 
tered as a series in one registration. All the trade- 
marks in a series of trade-marks so registered shall 
be deemed to be, and shall be registered as, associated 
trade-marks. 

This is practically the same as section 66 of the repealed 
Act of 1883, and us Section 11 of the repealed Ordinance, 
except as to the latter part, and the addition of (c) & (rf). 
It is here piovided that trade-marks, registered as a series, 
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shall be deemed to bo associated trade-marks which, as Section 26. 

provided by Section -7, cannot be assigned or transmitted 

separately. It was similarly provided by the latter part 
of Section 11 of the repealed Ordinance that a series of 
trade-marks should be assignable and transmissible only 
as a whole. 

27. Associated trade-marks shall be assignable or Assignment 
transmissible only as a whole and not separately, but assodated* 
they shall for all other purposes be deemed to have trade-marks, 
been registered as separate trade-marks. Provided ^ Edw ; 7c - 
that, where under the provisions of this Ordinance 
user of a registered trade-mark is required to be 
proved for any purpose, the Tribunal may, if and so 
far as it shall think right, accept user of an associated 
registered trade-mark, or of the trade-mark with 
additions or alterations not substantially affecting its 
identity, as an equivalent for such user. 

By virtue of this section an associated 'trade-mark will 
be regarded for all purposes, except assignment or 
transmission, as a separately registered trade-mark, any 
infringement of which, though it may possibly not be an 
infringement of the originally registered trade-mark, will 
be restrained ; but, for obvious reasons, it cannot be 
allowed to be assigned separately. For one reason, were this 
to be allowed, the object of the provisions of Section 19 
would be frustrated. 

The latter part of this section has reference to Section 37 
whereby a trade-mark may be struck off the register if 
there has been no bona fide user of it for five years. It may 
happen that the proprietor of a registered trade-mark will, 
after registering an associated trade-mark, cease for a while 
to use his originally registered trade-mark for some reason. 
In such a case his continued user of the associated trade- 
mark may be accepted as user of the first trade-mark, and 
prevent the latter from being struck off the register under 
Section 37. 

Renewal of Registration. 

28. The registration of a trade-mark shall be for Duration of 
a period of fourteen years, but may be renewed from registration, 
time to time in accordance with the provisions of 

this Ordinance. 

This section is the same in all respects as section 28 of 
the Act of 1905. And although no such express provisions 
appeared in the earlier Home Acts, the law thereunder was 
practically the same, inasmuch as it was provided by Section 
79, that the Comptroller "at aDy time not less than 2 
" months nor more than 3 months before the expiration of 
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Section 28. "14 years from the date of the registration of a trade-mark 

" shall send notice to the registered proprietor that the 

" trade-mark will be removed from the register unless the 
" proprietor pays to the Comptroller before the expiration 
" of 14 years the prescribed fee." And after 3 months from 
the expiration of those 14 years, power was given to the 
Comptroller to remove the mark from the register. Thus 
the period of registration of a mark under the former Acts 
was 14 years and 3 months, or until actual removal of the 
mark from the register. 

In Hongkong, by section 12 of the repealed Ordinance, 
power was given to the Colonial Secretary to remove a 
mark from the register " after the expiration of each period 
" of 14 years from the date of its first registration," 
provided that notice had been sent to the registered 
proprietor that 14 years or more had expired since the 
registration, and that he was required to pay a fee for 
renewal within six months from the date of such notice, in 
the case of a mark registered before the commencement of 
that Ordinance, and four months in the case of a mark 
registered later. If that fee were not then paid the mark 
might be removed. Therefore, in Hongkong the period of 
registration under the repealed Ordinance could, in no case, 
(unless the mark were removed by the Governor under 
Section 1 3 of the repealed Ordinance) have been less than 
14 years and 4 months ; and might have been for a much 
longer time if notice had not been sent until long after the 
expiration of 1 4 years from the date of its registration. 

Under this section of the new Ordinance a definite period 
of 14 years is fixed during which a trade-mark may hold 
the status of a registered trade-mark, but Section 31 
extends that period for another year, except under certain 
circumstances. 



Renewal of 
registration. 
lb. s. 29. 



Procedure on 
expiry of 
period of 
registration. 
Jl. s. 30. 



29. The Eegistrar shall, on application made by 
the registered proprietor of a trade-mark in the 
prescribed manner and within the prescribed period, 
renew the registration of such trade-mark for a period 
of fourteen years from the expiration of the original 
registration or of the last renewal of registration, as 
the case may be, which date is herein termed "the 
expiration of the last registration." • 

30. At the prescribed time before the expiration 
of the last registration of a trade-mark the Registrar 
shall send notice in the prescribed manner to the 
registered proprietor at his registered address of the 
date at which the existing registration will expire and 
the conditions a* to payment of fees and otherwise 
upon which a renewal of such registration may be 
obtained, and if, at the expiration of the time 
prescribed in that behalf, such conditions have not 
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been duly complied with, the Registrar may remove Section 30. 
such trade-mark from the register, subject to such 
conditions, (if any), as to its restoration to the register 
as may be prescribed. 

31. Where a trade-mark has been removed from status of 
the register for non-payment of the fee for renewal, unrenewed 
such trade-mark shall, nevertheless, for the purpose ^tti!^' 
of any application for registration during one year 
next after the date of such removal, be deemed to 
be a trade-mark which is already registered, unless 
it is shown to the satisfaction of the Registrar that 
there has been no bond fide trade user of such trade- 
mark during the two years immediately preceding 
such removal. 



This section is practically the same as Section 12 (4) of 
the repealed Ordinance. The effect of it is that, although 
a trade-mark has been removed from the register for non- 
payment of fees, the fact of its having been on the register 
for a year previously will prevent any person from succeed- 
ing in an application for registration of any trade-mark 
closely resembling it. The removal of a ti ade-mark from the 
register for non-payment of a renewal fee does not disentitle 
its proprietor to protection, but merely places him in the 
position of the proprietor of an unregistered, or common- 
law, trade-mark ; and, so long as he continues to. use it, 
he can prevent its infringement, or prevent any other 
person from registering a similar mark in respect of the 
same description of goods. 

But, should the proprietor of a trade-mark, which has 
been struck off the register for non-payment of a renewal 
fee, cease to use that mark, then, after the expiration of 
one year from the date of its removal from the register, and 
from the time when its proprietor ceased to use it, a trade- 
mark closely resembling it may properly be considered to 
be "distinctive," and may be registered by some one else ; 
for it will be presumed, after that length of time, that the 
public will have forgotten the previously registered mark, 
and will not connect the goods bearing on them the new 
mark sought to be registered with the proprietor of the 
mark struck off. And for the same reason, if it be shown 
to the satisfaction of the Registrar that there has been no 
bond fide user of the trade-mark removed, during the two 
years immediately precediner such removal, another trade- 
mark, identical with, or closely resembling, the one removed, 
may be registered by some one else in respect of the same kind 
of goods for which the mark removed was registered. In 
such a case it is unnecessary that a year should have elapsed 
from the date of the removal before the application is made 
for registration of an identical mark. 

The proprietor of a trade-mark which has been removed 
from the register for non-payment of a renewal fee may 
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Section 31. at any time afterwards make a fresh application, which will 

■ be treated as an application for registration of a new 

trade-mark ; and the fact of the trade-mark having been 
previously on the register for a period of 14 tears will be 
of no assistance in procuring its registration. If in the 
meantime it has lost its distinctiveness, or for any other 
reason is incapable of registration as a new mark, the 
application for its registration will be refused. Bourne v. 
6/ran and Edijar (??). 



Correction of 
register 
lb. s. 32. 



Correction and Rectification of the Register. 

32. The Registrar may, on request made in writing 
by the registered proprietor or by some person 
entitled by law to act in his name — 

(1) Correct any error in the name or address 

of the registered proprietor of a trade- 
mark; or 

(2) Enter any change in the name or address 

of the person who is registered as proprie- 
tor of a trade-mark: or 

(3) Cancel the entry of a trade-mark on the 
register; or 

(4) Strike out any goods or classes of goods 
from those for which a trade-mark is 
registered; or 

(5) Enter a disclaimer or memorandum relat- 

ing to a trade-mark which does not in 
any way extend the rights given bj- the 
existing registration of such trade-mark. 

Any decision of the Registrar under this section 
shall be subject to appeal to the Court. 

In the event of a trade-mark having been registered in 
the name of a firm, or a Company, and of any alteration 
being made of such name, this section enables the Registrar 
to correct the register by entering therein the fact of that 
alteration of name. It also enables the Registrar to correct 
any clerical error in the name or address of the registered 
proprietor. Under the former Act no power was expressly 
given to the Comptroller to enter any change of name in the 
register, although it was laid in the case of Nor Ormonde 
Cycle Co. (o), that where a limited Co., possessing a 
registered trade-mark, changed its name, it was the duty of 
the Comptroller to substitute the new name for the old ou 
the register. Any uecessity for doubting the correctness of 
that decision has been removed bv this section. 



00 (1003) 1 Ch. 211. 



(o~) (XiW) 2 Ch. :.20. 
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The cancellation of an entry of a trade-mark in the 
register may be made at the request of the registered pro- 
prietor, either to avoid proceedings being taken in Court to 
expunge the mark, or to enable him to make a fresh application 
for registration. In the case of a dissolution of partnership, 
where the provisions of section 23 are applicable, it may be 
considered necessary or advisable for the Registrar to 
cancel the original entry, and to make fresh entries of the 
apportioned trade-marks in the respective names of the 
persons continuing the business. A mere memorandum of 
the apportionment, entered under Sub-section (5), would 
probably be deemed insufficient in such a case. 

Where the registered proprietor of a trade-mark, which 
has been registered in respect of a whole class or in several 
classes, has not used, and does not intend to use, the mark 
for certain goods for which it has been registered it may be 
struck off the register in respect of such goods under 
sub-section (4). In such a case it is advisable for the pro- 
prietor himself to apply for the mark to be struck off ; for 
he will thus tivoid the expense of proceedings which might 
be taken by a person aggrieved to strike off the mark in 
respect of certain goods (p). Or if the registered proprietor 
of a trade-mark has abandoned the use of it for a period of 
five years, and has no intention of continuing to use it, he 
may, by requesting the Registrar to cancel its registration, 
save the expenses of an application made under Section 37. 

Section 15 empowers the Registrar, " in deciding whether 
" a trade-mark .... shall remain on the register " to 
require the proprietor to disclaim any right to the exclusive 
use of any part or parts of such trade-mark to the exclusive 
use of which he is not entitled. In the event of an 
application being made for the removal of the mark, under 
Section 35, by a person aggrieved, the proprietor may 
consider it advisable to request the Registrar to enter such 
a disclaimer on the register, the entry of which may have 
the effect of preventing the person aggrieved from succeed- 
ing in his application. 

As to applications under this section see Rules 72, 78 
and 74. 



Section 32. 



33. Subject to the provisions of this Ordinance, Registration 
where a person becomes entitled to a registered trade- oi asBi s n - 
mark by assignment, transmission, or other operation ' 5 e^. 7 c- 
of law, the Kegistrar shall, on request made in the 15 s. 33. 
prescribed manner and on proof of title to his satis- 
faction, cause the name and address of such person 
to be entered' on the register as proprietor of the 
trade-mark. 

Any decision of the Registrar under this section 
shall be subject to appeal to the Court. 

(j>) Batt <$■ Co.'s Trade-mark, (1898) 2 Ch. 432, 
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Section 33. The words " subject to the provisions of this Ordinance " 
" have reference to Section 22, whereby it is provided that a 

trade-mark when registered shall be assigned and trans- 
mitted only in connection with the goodwill of the business 
concerned in the goods for which it has been registered. 
The words also refer to the fact that a trade-mark must, in 
accordance with the provisions of Section 8, be registered 
in respect of particular goods or classes of goods ; and that 
the Court may, nuder Section 35, rectify the register for 
good cause shewn. 

The entry on the register of the name and address of the 
assignee, as proprietor of the trade-mark, can give him no 
better right to the exclusive use thereof than his assignor 
possessed. 

The method of procedure by which the registration is 
effected of an assignment, or transmission, of a trade-mark 
is provided for by Rules 49-55. 

Should the Registrar refuse to register any assignment 
or transmission, of a trade-mark, on the ground that the 
title of the assignee, or transferee, is not satisfactorily 
proved, or otherwise, an appeal lies to the Court. It then 
becomes necessary that the Court should be satisfied, by 
proof, that the goodwill of the business in connection with 
which the trade-mark has been used has properly been 
assigned or transferred to the applicant. 

Although it is provided by Section 5 that no entry shall 
be made on the register of notice of any trust, Section 38 
(2) provides that any equities in respect of a trade-mark 
shall be enforced in like manner as in respect of other 
property. It may happen, therefore, that evidence is given 
that the assignor of a trade-mark, though the registered 
proprietor, had, in equity, no right to assign ; in which case 
registration of the assignment would be refused. 



Alteration of 
registered 
trade-mark. 
lb. b, 34. 



34. The registered proprietor of any trade-mark 
may apply in writing to the Kegistrar for leave to add 
to or alter such trade-mark in any manner not sub- 
stantially affecting the identity of the same, and the 
Eegistrar may refuse such leave or may grant the 
same on such terms as he may think fit, but any such 
refusal or conditional permission shall be subject to > 
appeal to the Court. If leave be granted, the trade- 
mark as altered shall be advertised in the prescribed 
manner. 

This section is the same as the corresponding section in 
the Act of 1905 except that, in England, an appeal from 
the decision of the Registrar lies only to the Board of Trade 
while here, the appeal must be made to the Court. 

Under the former Trade-Marks Act it was possible for 
the registered proprietor of a trade-mark to alter or add 
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to that mark provided that he obtained permission to do 
so from the Court, but no essential particular of the mark 
could be altered. Now, both in the United Kingdom and 
here leave may be given by the Registrar to alter or add 
to, a registered trade-mark in anv manner provided only 
that its identity is not substantially affected by such alter- 
ation or addition. 

Under this section where the name of a firm has been 
registered an alteration may be made by the exclusion, or 
addition, of the name of a number ; or an addition of the 
word 'Limited' may be made to the name of a Company, 
or to the same of a firm formed into a limited Company (q). 

A trade-mark consisting of a device may have added to 
it, under this section, words or o>her devices ; or the device 
itself may be altered, so long as it must still be tecognized 
as the same trade-mark. 

No alteration or addition can however be allowed if by 
reason thereof another person's rights may be prejudicially 
affected. Two trade-marks may have been registered by 
different persons in respect of the same description of goods ; 
those two marks as originally registered may bear no 
resemblance at all to each other but it is possible that an 
alteration of one mark, not substantially affecting its 
identity, may create a resemblance calculated to deceive. 
This could not be allowed. 

There is no provision in this section enabling any person 
aggrieved to object to an application for leave to add to 
or alter a trade-mark. It would seem therefore, that the 
only course open to a person aggrieved is to apply under 
Section 35, for rectification of the register, after the 
addition or alteration has been made. If however, the fact 
of the application having been made comes to his knowledge 
before such application has been granted, there is nothing 
to prevent him from giving notice to the Registrar of his 
objections, and such notice may have the desired effect. 

In order that a person likelv to be affected by an 
application under this section shall become aware of the fact 
that such application has been made, it is provided by Rule 
76 that the Registrar shall advertise that fact in the 
Gazette ; with either a representation of the trade-mark as 
altered, or a detailed description of the alteration proposed. 

Rule 75 requires the applicant under this section to 
furnish the Registrar with 6 copies of the mark as it will 
appear when altered. 



Section 34. 



35- Subject to the provisions of this Ordinance — Rectification 

of register. 
(1) The Court may, on the application in -?*• a 35. 
writing of any person aggrieved by the 



(y) Gnimiefts § Co.'s Trade-mark, 5 R. P. G. 316. 
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Section 35. non-insertion in or omission from the 

(2),(3)&(4). register of any entry, or by any entry 

made in the register without sufficient 
cause, or by any entry wrongly remaining 
on the register, or by any error or defect 
in any entry in the register, make such 
order for making, expunging, or varying 
such entry, as it may think fit. 

(2) The Court may in any proceeding under 

this section decide any question that it 
may be necessary or expedient to decide 
in connection with the rectification of the 
register. 

(3) In case of fraud in the registration or 

transmission of a registered trade-mark 
the Eegistrar may himself apply to the 
Court under the provisions of this section. 

(4) Any order of the Court rectifying the 

register shall direct that notice of the 
rectification shall be served upon the 
Registrar in the prescribed manner who 
shall upon receipt of such notice rectify 
the register accordingly. 

It is only persons aggrieved, or the Registrar himself, 
who may take advantage of this section. No one is eutitled 
to apply for the removal of a trade-mark from the register 
unless its existence thereon affects him personally. Ab 
stated by Fry, L. J., in the case of Apollinitris Trade-mark 
(r) it was the intention of the legislature •' to prevent the 
" action of common informers, or of persons interfering 
" from merely sentimental motives." 

But tt very liberal construction was placed by the Court 
on the words '• persons aggrieved " in the case of Powell's 
Trade-mark (s) in which Lord Herschcll, L. C. said ;— "I 
" should be very unwilling unduly to limit the construction 
" to be placed on these words, because, although they were 
" no doubt inserted to prevent officious interference by 
" those who had no interest at all in the register being 
" correct and to exclude a mere common informer, it is 
" undoubtedly of public interest that they should not*be 
" unduly limited, inasmuch as it is a public mischief that 
" there should remain upon the register a mark which 
" ought not to be there, and by which many persons may 
" be affected who nevertheless would not be willing to 
" enter upon the risks and expense of litigation." And it 
was held in that case that where the applicant for removal of 
a mark was in the same trade as that of the registered 
proprietor, he had a lorus standi to be heard as a person 
aggrieved. 



00 1891 2 Ch. 22-1. 0) 1894 A. C. 8. 
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Hut a man who can be in no way personally affected or Section 35. 

prejudiced by the existence on the register of a trade-mark 

is not a person aggrieved within the meaning of this section. 
To entitle him to take advantage of this section he must be 
aggrieved "in the sense of sustaining legal damage either 
" immediate or prospective " (if). 

Thus, in the case of Ellis & Co.'s Trailc-nuirh (ju), it was 
held that the Society of Friends were nut persons aggrieved 
by the registration as a trade-mark of the word " Quaker " 
in respect of fermented liquors, inasmuch as no damage in 
a legal sense could accrue to them, or to that portion of 
them who were total abstainers, from the use of the mark. 

The Defendant in an action for infringement or passing 
off is necessarily a person aggrieved ; and it is a very 
common practice when an action is brought for an infringe- 
ment of a trade-mark, which is seriously defended, for the 
Defendant to apply for rectification of the register by the 
removal therefrom of the Plaintiff's trade-mark. 

An application under this section may be made at any 
time, no matter how long the trade-mark has been on the 
register (v) ; but after a trade-mark has been on the register 
for a period of seven years from the date of this Ordinance, 
or the date of its registration (whichever shall last happen), 
it will be exceedingly difficult to obtain its removal ; for 
the validity of its registration will then be taken to be valid 
in all respects, unless such registration was obtained by 
fraud, or the mark offends against the provisions of Section 
11. Inasmuch, however, as Section 11 provides that a 
mark which is in any way disentitled to protection in a 
Court of Justice ought not to be placed on the register, it 
would seem that even after 7 years a mark may be ordered 
to be struck off the register if, by his conduct, its proprietor 
has caused it to become public/' juris, and has therefore 
rendered it disentitled to protection. 

The grounds upon which an application may be success- 
fully made under this section are practically the same as 
the grounds upon which an objection can be made to an 
application for registration. The latter are set out in the 
notes to Section 14. 

An application, or order, under this Section may be, not 
for the removal of the irade-nwrk altogether from the 
Register, but for the variation of its registration, or for the 
imposing of conditions or limitations as to its use. As 
already stated in tbe notes to Section 8, the registration of 
a trade-mark will not entitle its proprietor do the right to 
the exclusive use of such mark in respect of goods other 

(£) Lindley, L.J., in Ririere's case, 5"> L. J. Ch. 545. 

(?0 21 B. P. C. 617. 

(c) Mere delay is not an answer to a motion to rectify the 
register Addley Bourne's Trade-mark, 20 K. P. C. 105. 



Section 35. than those to which it is actually applied by him. There- 

fore, if it happens that he has not used, and shows no 

intention of using, the mark in respect of certain goods 
included in one class in which it has been registered, the 
Court may, under this section, (or section 37), impose a 
limitation restricting the registration to the goods for 
which the mark has actually been used ; following the 
principle of Edirards v. Dennis. 

So, in the case of Baft's Trade-mark (w) a registered trade- 
mark whs, by order of the Court, restricted to the goods 
only in respect of which it was actually used. And a 
similar restriction was made in the case of Suter's Trade- 
mark (x) and in Hart's Trade-mark (>/) and Paine <[■■ Go's 
Trade-mark (?) . 

An instance of an order of Court being made restricting 
the registration, as conferring rights to exclusive use, of a 
trade-mark to particular goods in a class, although the 
mark was used for nil the snoods in that class, is the case of 
Bourne v. Siran and Edgar (a) where the word " Swanbill," 
registered in respect of corsets and ladies underclothing, 
was held to be descriptive of a shape of corsets ; and the 
Register was accordingly ordered to be rectified by confining 
the goods to ladies underclothing other than corsets. 

An order may be made hereunder for the rectification of 
any entry in the register; and therefore, if a person has 
been wrongly entered as the proprietor of a registered trade- 
mark, the name of the real owner might possibly be ordered, 
under this section, to be substituted for that of the original 
registered proprietor. It was, however, held under the 
former Trade-Marks Act that this could not be done, but 
that the mark should be first struck off the register ; and, 
when this was done, the real owner could apply for fresh 
registration in his own name: Ririerc's Trade-mark (h), and 
MarJer's Trade-mark (c). 

Where the proprietor of a trade-mark in England is in 
the habit or sending goods to sin agent in Hongkong, for 
sale here, and the latter registers that trade-mark in his 
own name, an order for rectification of the register can be 
obtained by the English proprietor ; and, it is submitted, 
should bo made without requiring him to so to the trouble 
and expense of making a fresh application for registration, 
especially if it be shown that the original implication should, 
in accordance with his instructions, have been made in his 
name, and on his behalf. 

A. trade-mark consisting of words which are common to 
the trade, or one which is pubtici juris, will be struck off 



O) (1890) A. C. 428. (x) 19 E. P. 0. 42. (y) (1902) 2 Ch. 62!. 

(r) 25 R. I\ C. 329. (a) (1903) 1 Ch. 211. 

(ft) 55 L. J. Oh. r.4.->. (r) 44 L. T. 9S. 
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the register. Thus in the case of Knapleiis Trade-murk (d) Section 35. 

a trade-mark consisting of the words " Sugar Soap" which 

had been registered, as on "old mark," for IS years, was 
ordered to bo expunged from the register on the ground 
that the words were common to the trade. So also in the 
earlier case of Lovise A- Co. v. Uainsoorough (e) a trade- 
mark consisting of a reproduction of Gainsborough's picture 
of the " Duchess of Devonshire." which had been registered 
for some ten years in respect of hats, &c, was ordered to 
be struck off the register on the ground that the picture 
had been in common use from 187ti onwards in the hat and 
millinery trade. In order, however, to get struck off the 
register on the ground of common user a trade-mark which 
has long been registered, it is necessary to thoroughly 
establish the fact that the mark is common to the trade, 
and that it ought not, for thnt reason, to have been regis- 
tered. Proof of occasional use of the mark by others prior 
to its registration is insufficient. This was so held in the 
case of Booril v. Thorn (/). And it was held in the case 
of Burrovr/hs Wellcome & Co.'x Trade-mark ((f) that when it 
is sought to remove from the register a mark which has 
been long registered, on grounds depending on the proof of 
facts existing at the date of registration, the Court will give 
the registered owner the benefit of any doubt. 

The name of a patented article cannot be a trade-mark. 
Thus, in the case of Gesfetiter's Trade-mark (//.) the word 
"Cyclostyle" which was the name invented by its proprietor 
for an article which he patented was ordered to be struck 
off the register (»). 

An instance of a mark being ordered to be struck off the 
register on the ground that it ought not to have been 
registered as an invented wind, is that of Christy v. Tipper 
{j) in which the word '■ Absorbine" was held not to be an 
invented word : and it was ordered to be removed. 

And in the recent case of Brock & Co.'s Trade-mark (A) 
the word " Orlwoola " which had been registered and used, 
for some eleven years in respect of woollen goods, was 
ordered by the Court of Appeal to be struck off the register, 
although Eve, J. had previously held the word to have be- 
come, by long user, distinctive of the goods of its proprietors. 
It was, however, held by the Court of Appeal that it was 
not sufficient to show that " persons to whom the name was 
" known recognized it as identifying goods of a common 
" origin," for " their knowledge falls far short of the 
" generality required to establish a monopoly in the United 
" Kingdom." And it was, moreover, held that as it was 
registered for goods made not only of wool, but of worsted 

(<Z) 24 R. 1'. C. 550. («) 20 R. P. C. 61. (/> 24 K. P. C. 1)97. 

( ? ) 21 R. P. C. 217. 

(A) 24 R. P. C. 545. (i) Ralph's Trade-in arlt, 25 Ch. D. 194. 

(J) 21 R. P. G. 755. (*) (1910) 1 Ch. 130. 
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Section 35. and hair, the word "■ Orlwoola" as spoken was calculated to 

deceive, and was therefore unregistrable by virtue of 

Section 1 1 . 

An important addition to the right under the former Act 
to make application for the removal of a trade-mark has 
been made by the Act of 1905, and by this section. The 
Registrar now has power to himself to apply to the Court to 
have a mark expunged in case of fraud in the registration, 
or transmission, of that mark. If, therefore, the fact is 
brought to the notice of the Registrar that a registered 
trade-mark has been fraudulently copied from another mark, 
it is unnecessary now to wait until an application for its 
removal from the register has been made by the proprietor 
of that other mark, who may have rendered himself unable 
to make such application by reason of his having, for some 
consideration, agreed to the infringement. Such an agree- 
ment being a fraud on the public, and the registration 
having been obtained by fraud, the Registrar is now em- 
powered to himself apply for the removal of the registered 
mark. 



Trade-marks 

registered 

under 

previous 

Acts. 

5 Edw. 7 

c. 16 s. 36. 



36. No trade-mark which is upon the register at 
the commencement of this Ordinance and which 
under this Ordinance is a registrable trade-mark shall 
be removed from the register on the ground that it 
was not registrable under the Ordinance in force at 
the date of registration. But nothing in this section 
contained shall subject any person to any liability in 
respect of any act or thing done before the commence- 
ment of this Ordinance to which he would not have 
been subject under the Ordinance then in force. 

The effect of this section read as a whole (and with 
Section 6) is to render the registration valid of any trade- 
mark, already on the register at the time of the passing of 
this ordinance, which would now' be properly registrable 
under Section 9, or which was properly registrable under the 
repealed ordinance. 

Such a construction, however, had not been given by the 
Court in England to the corresponding section of the Act of 
1905. In the case of Gestef iter's Trade-mark (/), it, was 
held by Neville, J., that the queslon to W solved was '■ not 
" whether the mark would have been registrable under 
" the Act of 1905 had it been in operation" at the date of 
" registration, but whether, supposing the mark were re- 
" moved from the register it would be such a mark as could 
" be registered again under the Act of 1905." On appeal 
{in) Buckley, L. J., said that the section did not mean " Take 
" the facts of 1884, assume the law of 1905 to have been 
" the law in 1884, and see whether upon that assumption 
" the registration could validly have been made in 1884," 
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but, " Take the facts of to-day and tbe law of to-day, and Section 36. 

" enquire whether if the mark were taken off it would on 

" the facts of to-day and the law of to-day be entitled to go 
" on again. If so, leave it alone." («). 

It 'is submitted that, having regard to Section 6 and to 
the latter part of this section, the construction so given to 
the whole section by the Court of Appeal in Gestetner's rase 
is incorrect (o). This latter part prevents the proprietor of a 
trade-mark registered prior to the Act from being under any 
liability to have that mark struck off the register now, if it 
would not have been struck off under the law existing before 
the Act of 1905 (/>). The Act of 1905 does not reduce, but, 
on the contrary, extends the number of registrable trade- 
marks — it was '' intended to bring within the area of juris- 
" diction many trade-marks which otherwise could not have 
" been registered " (q) and therefore there is small likelihood 
of it appearing that a trade-mark properly registrable under 
the former Act would not be properly registrable under the 
Act of 1905. But, in Hongkong, the effect of this new 
Ordinance, while increasing the number of different kinds 
of registrable trade-marks, is to make unregistrable, now, 
certain trade-marks which miijht formerly have been regis- 
tered. Under the repealed Ordinance tbe Governor had 
power to register two more parties as proprietors of the same 
trade-marks, or of similar trade-marks, whether or not one 
was an " old mark " (7). Under this new Ordinance no 
such power is given. 



00 In the case of Philippart's Trade-mart (1908) 2 Ch. 274. 
Parker, J., said "With Buckley, L. J's., opinion-as to what the section 
" cannot mean I agree, but I think the section might well be inter- 
" preted as meaning 'Take the facts as they exist at the cornmen- 
" 'cement of the Act of 1905. If on those' facts the mark could 
" ' then have been registered, it becomes by virtue of the Act, rightly 
" 'on the register, and cannot therefore, be removed on the ground 
" 'that it was not registrable under the earlier Acts.' " 

(o) But see the judgment of the Privy Council in the case of 
Trimble v Hill 5 A. C. 352. "Their lordships think that in Colonies 
" where a like enactment has been passed by the legislature, the 

" Colonial Courts should also govern themselves by it It is 

" of the utmost importance that in all parts of the Empire where 
" English law prevails, the interpretation of that law by the Courts 
" should be as nearly as possible the same." 

(p) And, as stated by Parker J. in the case of Phillippart's 
Trade-mark, 1908, 2 Ch. at p. 281, the latter part of this section also 
"appears to protect infringers of the marks to which this section 
" applies from liability for acts done before but not after the com- 
" mencement of the Act." 

(t/) {Apollinaris Trade-mark, 1907, 2 Ch. at p. 185). 

(r) The repealed Ordinance provided that the Governor might 
register two or more parties as proprietors of the same trade-mark, 
if satisfied that they were each entitled thereto. The number was 
not restricted to three, and no mention was made of the date of the 
commencement of user of such trade-mark. It is possible that the 
Governor acted in all such matters upon the same principle as the 
Court in England acted, but his decision was final, and trade-marks 
registered by him under the repealed Ordinance must be deemed to 
have been properly registered in accordance with the then existing 
law, unless such registration was obtained by fraud. 
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Section 36. It may, therefore, be the case that there now exist upon 

the register two or more similar trade-marks registered by 

different persons in respect of the same description of goods, 
none of them being "old marks." If Section 36 were to be 
construed as laid down by Buckley, J. in the case of 
Gesfetner's Trade-mark, all but one of those similar trade- 
marks could be removed from the register, for they would 
certainly not be eutitled to be put on again "on the facts 
" of to-day, and the law of to-day." 

But the proprietor of a trade-mark which, under the 
repealed Ordinance, was registered, notwithstanding the 
existence on the register of an identical mark, can be under 
no liability now to have that trade-mark removed by reason 
of the fact that under the new law," it would be incapable of 
registration. He is fully protected in this respect both by 
Section 6 and the latter part of Section 36. 

In the case cited of GestetneSs Trtitlp-nwrk, the question 
was whether the word "Cyclostyle," which was registered 
;»s a trade-mark in 1884, should be removed from the 
register on the ground that it was the name of an article, 
and had become part, of the English language as the name 
of that particular article, such name having been given to 
the article by its inventor, who had patented it in 1881 . It 
was held, both on appeal, and in the Court below, that the 
word ought to be struck off the register. But, even if the 
Ace of 1905 had not been passed, the mark could have been 
removed under the provisions for rectification of the Register 
in the former Ace. Therefore there would appear to have 
been no necessity for a construction to be given by the 
Court of this section. A trade-mark which has been regis- 
tered without sufficient cause, it not being within one or 
other of the definitions of a registrable trade-mark (s) : or 
a trade-mark which has, since registration, entirely lost its 
distinctiTCiiess, was always liable to be removed from the 
register. 

Such certainly was the case in Hongkong, having regard 
to the extensive powers given to the Governor by Section 13 
of the repealed Ordinance. By that section, any act or 
thing done by the proprietor of a registered trade-mark, 
whereby that mark lost its distinctiveness, rendered him 
liable to have the mark struck off the register. So also, if 
at any time the mark were found to have been improperly 
registered under the repealed Ordinance, by reason of the 
fact that it did not come within one or other of the ditini- 
tions of a registrable trade-mark, or of the fact that its 
registration was originally obtained in fraud of another 
person's rights, it could have been struck off. 



(.?") Notwithstanding the fact that the mark hail ln'cn ivuisteivd 
for more than tiv« j vears Palmer's Application, 21 t_'h. 1). 47; Leonard 
# Klli* triuh-marli 26 Gh. D. 288; Wood's trade-mark, 32 Vh. B 247. 
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But, unless a trade-mark already on the register can be 
shown to have been improperly registered under the repealed 
Ordinance, or that it ought to have been removed from the 
register under the provisions of the old Ordinance, and 
should now be removed under those of the new, its proprie- 
tor must remain protected by virtue of Section 6 and of 
Section 36, of this Ordinance. 



Section 36. 



A very recent decision, in England, under this section 
was given in the case of In re Brock & Co (/). in which an 
application was made to expunge from the register the word 
" Orhvoola " as applied to (inter alia) woollen goods. It was 
contended by the proprietor (successfully in the first instance 
before Eve, J.,) that, by virtue of this section, although the 
mark was originally improperly registered, it ought not to 
be removed because it was a mark which was registrable 
under the Act of 1905. The Court of Appeal, however, 
held the word to be unregistrable both under the former 
Act, and under the Act of 1005, for the reason that a word, 
not being a,n invented word, ought not to be put upon the 
register if the spelling was phonetic, and resembled in sound 
a word which in its proper spelling could not be put upon the 
register, and it was considered that "Orhvoola" was 
obviously not distinctive. 

37. A registered trade-mark may, on the applica- 
tion to the Court of any person aggrieved, be taken 
off the register in respect of any of the goods for 
which it is registered, on the ground that it was 
registered by the proprietor or a predecessor in title 
without any bond fide intention to use the same in 
connection with such goods, and that there has in fact 
been no bond fide user of the same in connection 
therewith, or on the ground that there has been no 
bond fide user of such trade-mark in connection 
with such goods during the five years immediately 
preceding the application, unless in either case such 
non-user is shown to be due to special circumstances 
in the trade, and not to any intention not to use or to 
abandon such trade-mark in respect of such goods. 

Section 8 provides for the registration of a trade-mark 
" in respect of particular goods or classes of goods" — A trade- 
mark may be registered, (or may have been registered under 
the repealed Ordinance), in respect of a class in which a 
number of different (foods are, (or were), included. Lindley, 
L. J., in the case already cited of Edwards r. Dennis, (u) 
said (p 476); "The argument" (that registration in a 
particular class conferred the exclusive right to use the trade- 
mark in connection with all the goods named in that class) 
" is based upon the expression in the 2nd section of the Act 



Non-user of 
trade-mark. 
lb. s. 37. 



(0 1930 1 Ch. 130. 



(«0 30 Ch. D. 451. 



— 91 — 

Section 37 " that 'a trade-mark must be registered as belonging to 

■ " ' particular goods or classes of goods.' No doubt the Act 

" is so expressed ; but does it mean that there is to be 
" registration irrespective of the fact as to whether the 
" person registering manufactures any goods or not ? In 
" my opinion it is perfectly ridiculous to suppose it means 
" that a trade-mark is to be registered as belonging to 
" goods which the man does not manufacture at all. It 
" must mean that the mark is to be registered, not in 
" connection with nothing, but in connection with the 
" particular trade in respect of which he desires to use it.'' 
The proprietor, in this ca?e, of the trade-mnrk. which had 
been registered in respect of the several goods mentioned in 
u particular class, was held to have no right to the exclusive 
use of such mark in respect of goods which he had never 
manufactured or dealt in though they were included in that 
class. 

In the later case of Hart's Trade-mark (v) where the mark 
had been for 20 years registered for the whole of a class, 
but had never baen used by its proprietor in respect of one 
description of goods in that class, condensed milk, the 
register was ordered to be rectified by excluding condensed 
milk from the goods for which the trade-mark was 
registered ; an application for that purpose having been 
made by persons desiring to register a similar mark in respect 
of condensed milk. 

Again, in the case of the Anglo Swiss Condensed Milk Co. 
v Pearks (/<•) the Plaintiffs, proprietors of the ' Milk Maid 
Brand ' trade-mark registered in 1878, sought to restrain 
the Defendants from infringing their trade-mark by using 
one similar to it in respect of butter (one of the goods in- 
cluded in the class in respect of which the trade-mark was 
registered). But it being proved that the Plaintiffs had 
not used the mark in England in respect of butter, they 
failed in their action, and the register was ordered to be 
rectifiedlso as to exclude butter from the class of goods for 
which the trade-mark was registered. 

And, in 1907, in the case of Hare's Trade-mark (.<■) where 
a trade-mark had been registered in 1901 for all goods in 
one class, the register was ordered to be rectified by exclu- 
ding one description of goods in that class, in respect of 
which goods the trade-mark had never been used by the 
registered proprietor. See also the later case of Patoe's 
trade-mark (//) in which it was similarly ordered. 

Under this section the register may be rectified by the 
removal of the trade-mark therefrom, not, only in respect of 
certain goods included with other goods in one class, but 
altogether, or in respect of all the goods in a class. Thus, 
in the ease of Ball's Trade-mark (z) a trade-mark which 

(c) 19 It. P. C. i>li9. (to) 21 R. P. C. 2fil. 

(.!•) 2i K. P. C 263. (?/) 25 R. P. C. 329. 

(.r) (1898)2 Ch. 432. 
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had been registered for 16 years in two classes whs ordered Section 37 

to be struck off the register in respect of one of such classes. ~~ 

In his judgment in this case Lindley, M. R, said;— "a man 

" can always apply to register a mark or marks as he really 

" wants them. But if a man procures a mark to be regis- 

'• tered for goods in which he does not deal, either when he 

" applies for registration or within a reasonable time after- 

" wards, he does ro at his peril, and he exposes himself to 

" the risk of having his mark expuuged or varied and of 

" having the monopoly conferred by registration restricted 

" to his legitimate requirements." 

The mere fact that the registered proprietor of a trade- 
mark has ceased to use it in respect of certain goods for a 
considerable time, is not, in itself, sufficient evidence of an 
intention not to use, or to abandon, the trade- mark in respect 
of such goods. This, is expressly provided fur in the latter 
part of this section, by which, however, the onus of proving 
an absence of any intention to abandon, in the case of non 
user for a period of five years, is thrown upon the registered 
proprietor. But all that it is necessary for him to prove is 
that the state of the market was such, during that period, that 
he could have gained little or no benefit from the use of the 
mark. " A man who has a trade-mark may properly have 
" regard to the state of the market and the demand for the 
" goods; it would be absurd to suppose he lost bis trade- 
" mark by not putting more goods on the market when it 
" was glutted " (a). 

But, if the proprietor of a registered trade-mark ceases to 
use it for any penod of time during which he tacitly 
acquiesces in the use by another person of an identical, or 
similar, mark in respect of the same kind of goods, this will 
amount to evidence of abandonment ; and will enable such 
other person, after five years, to take advantage of this 
section. Daniel r. Whitehouse (b). 

The meaning of the expression in this section, " any 
" person aggrieved," is of course, the same as that of the 
similar expression in Section 35, which has already been 
dealt with (Supra p. 86) 

The expression user of a trade-mark was defined by Lord 
Esher, M.R., in the case of Richards v. Butcher (c), as 
follows: — "Now, what constitutes the use of anything 'as a 
" trade-mark '? Not the mere use of it, but the use of it in a 
" particular way, and with a particular result. You use 
" the thing ' as a trade-mark,' if you use it in business, or, 
'' as is often said, in the market, as a mark to denote your 
" goods, and to distinguish them from the goods of anyone 
" else. You use it, not merely as a writing, but as a mark 

(</) Chitty, J. in the case of Monson v. Boehm, 26 Ch. D. at 
p. ^06. 

(J) (1898) 1 Ch. 685. 

(e) (1891) 2 Ch. at p. 543. 

8 



— 90 



Power of 
registered 
proprietor. 
5 Edw. 7 c. 
16 s, 38. 



Section 37 " in the market, and you must shew that you used it in the 

" market for the purpose of disLing-Liishinu: your floods, and, 

" I think, you must also shew that the market accepted it 
" as a distinguishing mark of your goods — then you use it 
" as your ' trade-mark.' 

Effect of Registration. 

38. Subject to the provisions of this Ordinance: — 

(1) The person for the time being entered in 
the register as proprietor of a trade-mark 
shall, subject to any rights appearing from 
such register to be vested in any other 
person, have power to assign the same, 
and to give effectual receipts for any con- 
sideration for such assignment. 

(2) Any equities in respect of a trade-mark 
may be enforced in like manner as in 
respect of any other property. 

The words "subject to the provisions of this Ordinance" 
refer to the fact that, by section 22, a registered orade-mark 
cannot be validly assigned except in connection with the 
goodwill of the business in the goods for which it has been 
registered ; and that, by section 27, associated trads-marks can 
be assigned or transmitted only as a whole, and not separately. 

The words "subject to any rights appearing from such 
" register to be vested in any other person " can refer only 
to the power given by section 12 to the Registrar, the 
Governor, or the Court, to register a trade-mark subject to 
conditions or modifications; and to the power given by section 
15 to require the proprietor of a trade-mark to disclaim the 
right to the exclusive use of those portions of it to which 
he may be held to be not exclusively entitled. 

Section* 5 prohibits notice of any trust being entered on 
the register, and the words cannot therefore refer to the 
rights of a person for whom the registered proprietor is in 
the position of a trustee. But it may happen that a trade- 
mark is registered subject to a condition that it shall not be 
used in respect of goods shipped from Hongkong to some 
particular place where its use might create confusion, and 
might affect the rights of another person. 

These words, in the corresponding section of the Act of 
1905, refer principally to the rights conferred by registration 
upon the proprietors of identical or similar trade-marks ; 
but, as already pointed out, no such rights can be conferred 
under this Ordinance. 

In the former Trade-Marks Acts no express power was 
given to the comptroller, or the Oouit, to impose conditions 
and limitations as to mode or place of user of a trade-mark 
sought to be registered. Nevertheless such power was 
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exercised in several cases (//). Now, by the Act of 1905, such 
express power is given. And, in this Ordinance, although 
the provisions of Section 2] of the Act are not introduced, 
and nothing is expressly said as to the making of "conditions 
" and limitations as to mode or place of user or otherwise," 
the power given by Sections 12 (3) & (4), and 14 (4), to 
impose conditions or modifications, must enable conditions 
or limitations of any kind to be made, should it be thought 
necessary or advisable to make any. Conditions so imposed 
would be entered upon the register, and the right to assign 
the trade-mark would then be subject to the effect on other 
persons of such entry. 

Although under Section 5 no notice of any trust can be 
entered on the register, it is provided by Sub-section 2 of 
Section 38 that any equities in respect of a trade-mark may 
be enforced in like manner as in respect of any other 
property. Section 5 does not prohibit the existence or re- 
cognition of a trust in respect of a trade-mark, but that Sub- 
section expressly provides that such a trust, or any other 
equity, shall be recognized, and be enforceable. 

Therefore a person proposing to purchase a trade-mark, 
with the goodwill of the business in connection with which 
it is used, from its registered proprietor, is affected by any 
notice he has received of rights or equities existing in some 
third person iu respect of that trade-mark. If, for instance, 
he has notice of an agreement made by the proprietor to 
assign the trade-mark to some other person, or if he has 
notice that the proprietor is not the actual owner of the 
trade-mark he has registered, he would he foolish to com- 
plete his proposed purchase (<?). 



Section 38 



39. Subject to the provisions of section 41 of this 
Ordinance and to any limitations and conditions 
entered upon the register, the registration of a person 
as proprietor of a trade-mark shall, if valid, give to 
such person the 'exclusive right to the use of such 
trade-mark upon or in connection with the goods in 
respect of which it is registered ; Provided always, that 
where two or more persons are registered proprietors 
of the same (or substantially the same) trade-mark in 
respect of the same goods, no rights of exclusive user 
of such trade-mark shall, except so far as their 
respective rights shall have been denned by the Court, 
be acquired by any one of such persons as against any 
other by the registration thereof, but each of such 
persons shall otherwise have the same rights as if he 
were the sole registered proprietor thereof. 

{d) In re Whitelry's Trade-mark, 43 L. T. JST. S. 627 In re Keep 1 * 
Trade-mark, 20 Oh. D. 187. In re MitrheH's Trade-mark, 28 Ch. 
D. 6G6. 

0) Xew Lciim Cn. v. SpiUburtj (1898) 2 Ch. 137, 484. 
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Section 39 It has been held by tbe Supreme Court of Hongkong:, in 

the case of Leuba v. Ulhnann (/) that nowhere in the repealed 
Trade-raark Ordinance was any actual right conferred upon 
the proprietor of a trade-mark by registration; but that the 
only effect of registration was to give the proprietor easy means 
of proof of such rights as he possessed at common law. The 
onus of proving thar, he was not possessed of rights to the 
exclusive use of the mark was upon the person disputing 
such fact. Inasmuch, however, as common law rights to 
the exclusive use of a trade-mark can only be acquired by 
public user, (and even public user can, in itself, give no such 
rights as against an earlier inventor of the mark) ; had this 
Ordinance not been passed, much difficulty mi^ht have been 
experienced here by the proprietor of a registered trade- 
mark in establishing his right to the exclusive use of such 
mark, if it could have been shown that the user of the mark 
had not been sufficiently notorious. A common law ri^ht 
of property in a mark " does not mean a few isolated sales 
" under that mark, but it means that you had sold so much 
" goods under it that the mark had come, in a certain 
" market, to be associated with your goods " (jj). 

Under the Trade-Marks Acts 1883, registration (and, 
under the Act of ]888, application for registration) was 
expressly declared to be equivalent to public use of the 
trade-murk. Therefore no such difficulty could have been 
experienced in England as might have been felt here. 
Kegistration in England rendered it absolutely unnecessary 
chat there should have been any actual public user. 

Now, by virtue of this Section of the new Ordinance, 
registration is sufficient in itself to give to the proprietor of 
a trade-mark all the rijrlits to its exclusive use which he 
would have possessed had he, for a long time past, publicly 
used the mark. 

The right so given is expressed to be " subject to the 
" provisipns of Section 41," whereby it is provided, first, 
that registration shall, after 7 years, be takeu to be valid in 
all respects, unless such registration was" obtained hy fraud, 
or unless the mark offends against the provisions of Section 
11 ; and secondly, that the user hy some one else of a similar 
mark, earlier invented and continuously used, cannot be 
restrained or interfered with. 

No reference is made in this section to Section 40, which 
provides that registration shall be prima facie evidence" of 
validity ; and, therefore, the right given by this section is 
one which takes effect immediately, and not one which is to 
take effect after a certain period of time. 

From this it would appear that Section 39 confers a Tight 
to the exclusive use of a registered trade-mark so long as it 
remains on the register — until it is proved that it ought not 
to have been placed, or to continue-, on the register, and 

(/) Hongkong L. R. Vol. I, p. 131, II, p. r>. 
(jj~) Lord Dunedin in Board v Thorn, 24 E. P, C. at p. 720. 
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must therefore be removed ; and that, in legal proceedings Section 39 

taken by the registered proprietor for infringement, the 

defendant, if he questions the validity of the registration 
of the mark, should apply for its removal. This would 
certainly be the best course for the defendant to pursue in 
such a case, but it is not at all clear that it is necessary for 
him to do so in order to raise the defence that the registra- 
tion was invalid, either before or after seven years have 
elapsed from the date of registration ; for the first part of 
Section 41 reads; — "In all legal proceedings relating to a 
" registered trade-mark (including applications under Sec- 
" tion 35 of this Ordinance) the original registration of 

" such trade- mark shall after seven years .... be 

" taken to be valid." By " applications under section 35" 
is meant applications for the removal of the mark from the 
register, and therefore legal proceedings other than such ap- 
plications are contemplated in which the validity of regis- 
tration can be challenged ; and, this being so, it is probable 
that the defence of invalidity can be raised in an action for 
infringement without an application being made for the 
removal of the mark. 

This question does not appear from any reported case to 
have been discussed, and to have been decided, since the 
passing of the Act of 1905 (Sections 39, 40 & 41 of which 
are the same as such sections in this Ordinance); but the 
fact is worthy of notice that, in the case of Redclaivay & Co. v. 
Irwell & Eastern Rubber Co., Ld. (h) decided in June 1906, 
(in which case the Plaintiffs, who were the proprietors of the 
trade-mark ''The Lancashire," registered by them in re- 
spect of certain goods as an old mark in 1883, claimed an 
injunction to restrain the Defendats from using, in respect 
of the same kind of goods, the mark " Lanco," which had 
been registered by tue Defendants as their trade-mark in 
1905), the Plaintiffs took the precaution of filing a notice 
of motion to expunge from the register the Defendants' 
registered trade-mark, and did not rely upon any ability on 
their part to raise the question in their pleadings, or at the 
trial of the action, as to the validity of the registration of 
the Defendants' trade-mark. Had the Plaintiffs felt assured 
of their ability to raise that question in the action it is very 
doubtful whether they would have gone to the expense of 
filing that motion, which, it should he stated, was ordered 
to be heard with the action, and was, with the action itself, 
eventually dismissed with costs ; the word " Lanco " being 
held to be distiuctive, and not calculated to deceive. 

The proviso to this section is copied word for word from 
the proviso to the latter part of the corresponding section of 
the Act of 1905. It would appear to be of very little use 
here inasmuch as two or more persons cannot now become 
the registered proprietors of the same trade-mark, in respect 
of the same goods, except in the case of genuine old marks. 
It may be, however, that the same, or a similar, trade-mark 

(7t) 23 R, P. C. 621. 
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Section 39 has been registered some years ago in this Colony by two or 

' more persons, in respect of the same goods, and is still on 

the register in their respective names. In such a case 

Sections 6 and 36 will prevent the removal of much mark 

from the register ; and this proviso will apply. 

The words in this proviso " except so far as their respec- 
" tive rights shall have been denned by the Court " can have 
no application; for, until the coming into force of this Or- 
dinance, the Court had no power to define rights ; and now, 
no power being given to the Court to direct the registration 
of the same trade-mark, for the same goods in the names of 
two or more different persons, there can be no defining by 
the Court of the respective rights of such persons. These 
words refer, in the Act of 1905, to Section 21 of that Act 
(which has been excluded from this Ordinance), and have 
probably been here inserted by inadvertence. 

40. In all legal proceedings relating to a registered 
trade-mark (including applications under section 35 
of this Ordinance) the fact that a person is registered 
as proprietor of such trade mark shall be primd facie 
evidence of the validity of the original registration of 
such trade-mark and of all subsequent assignments and 
transmissions of the same. 

41. In all legal proceedings relating to a registered 
trade-mark (including applications under section 35 
of this Ordinance) the original registration of such 
trade-mark shall after the expiration of seven years 
from the date of such original registration (or seven 
from the passing of this Ordinance, whichever shall 
last happen) be taken to be valid in all respects unless 
such original registration was obtained by fraud or 
unless the trade-mark offends against the provisions of 
section 11 of this Ordinance. 

The effect of this Section is to render unimpeachable, 
after the 10th December, 1917, the right of the proprietor 
to the exclusive use of a trade-mark which has been already 
registered in the Colony by himself or Ids predecessor in 
business, provided that he has done nothing which may 
make the mark liable to be struck off the register, and 
provided that it does not offend against the provisions of 
Section 11. 

The inclusion, in parentheses, of applications under 
Section 35, cannot have been intended by the Legislature 
to mean that, after a trade-mark has been on the register 
for a period of seven years, no application under Section 35 
for its removal can be entertained by the Court. The words 
" unless such original registration was obtained by fraud or 
" unless the trade-mark offends against the provisions of 
" Section 1 1 " negative any such intention, for, Section 85 
expressly provides for an application being made by the 
Registrar to strike off from the register a trade-mark the 
registration of which was obtained by fraud ; and one of the 
grounds upon which an application may be made under 
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Section 35, by any person aggrieved, is that the trade-tnark Section 41. 

offends against the provisions of Section 11 in that it is 

'* disentitled to protection in a Cwurt of justice " — A trade- 
mark may become so disentitled if its proprietor has caused 
it to cease to be distinctive. And, where it is shown that 
the use of a registered trade-mark is calculated to deceive, it 
offends against the provisions of Section 11, and an appli- 
cation can be made under Section 35 to strike it off the 
register. So in the recent case of Brock's application (i) 
it was held that the word " Orlwoola," which had been for 
several years registered as a trade-mark, was calculated to 
deceive, under Section 1 1, and it was ordered to be struck 
off the register. There can be no doubt that if the appli- 
cant for the removal of that trade-mark had waited for more 
than seven years before making his application under 
Section 35, the Court must have entertained that applica- 
tion, and must have ordered the mark to be expunged, 
inasmuch as it offended against the provisions of Section 11. 

The true meaning of this section must be that when a 
trade-mark has been on the register for seven years its 
registration must be taken to be \alid in all respects, and it 
cannot be removed unless (1) the original registration was 
obtained in fraud of another person's rights, (2), it is 
calculated to deceive, or is contrary to law or morality, or is 
a scandalous design ; or (3) it is otherwise disentitled to 
protection in a Court of justice by reason of the conduct 
of its proprietor. It cannot be removed (as could have been 
a trade-mark under the provisions of the repealed Acts and 
Ordinance — after any length of time) on the ground that it 
does not consist, or contain any, of the essential particulars of 
a registrable trade-mark, either under this or the repealed 
Ordinance ; or that it is descriptive of the character or quali- 
ty of the jjoods to which it is affixed; or that it is a 
geographical word, and was not properly distinctive at the 
time of its registration. 

Provided that nothing in this Ordinance shall entitle 
the proprietor of a registered trade-mark to interfere 
with or restrain the user by any person of a smilar 
trade-mark upon or in connection with goods upon or 
in connection with which such person has, by himself 
or his predecessors in business, continuously used 
such trade-mark from a date anterior to the user of the 
first mentioned trade-mark by the proprietor thereof or 
his predecessors in business. 

This proviso is copied verbatim from the greater portion 
of the latter part of Section 41 of the Act of 1905, the 
concluding words of that section " or to object (on such user 
" being proved) to such person being put upon the register 
" for such similar trade-mark in respect of such goods under 
" the provisions of section twenty-one of this Act," having 
been omitted. It is somewhat difficult to understand why it 

(0 (1910) 1 Ch. 130. 
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Section 41. was thought advisable to insert such a provision either in 

— the Home Act, or the Hongkong Ordinance ; for it cannot 

be said to be for the benefit of the public, but for that only 
of a few persons who do not choose to go to the trouble and 
expense of registering their trade-marks. So far as the public 
are concerned it is likely to enable much deception to be 
practised on purchasers of goods, who, having learnt to 
appreciate the quality of goods bearing on them a well-known 
registered trade-mark, may have forced upon them other 
goods of an inferior quality to which is affixed a similar 
trade-mark, alleged to have been invented, and used, prior 
to tbe invention and user of the registered trade-mark. 

The user referred to in this provision is not expressly 
restricted to user in any particular part of the world ; and 
therefore it might well happen that, where a British or 
German merchant has invented and registered a trade-mark 
in Hongkong, which has acquired a valuable reputation, a 
merchant or trader of any other nationality, seeking to profit 
unfairly by that reputation, might bring goods into the 
market of Hongkong bearing on them a similar trade-mark 
which he declares has been invented and continuously used by 
him, or by his predecessors in business, in his own country, 
from an early date. That such was an actual fact he might 
be able to prove ; or at any rate he might be able to produce 
sufficient evidence for his purpose which it would be exceed- 
ingly difficult to refute. 

It would appear to be extremely doubtful whether, in such 
a case, where it was evident that goods were being passed 
off as those of the proprietor of the registered trade-mark, 
any advantage could be taken by sucli registered proprietor 
of the provisions of Section 4f> ; for it is, by this hitter part 
of Section 41, expressly provided that "nothing in this 
" Act" (including Section -15) "shall entitle the proprietor 
" of a registered trade-mark to interfere with or restrain 
" the user by" the owner of an earlier invented, similar, 
trade-murk. 

Very probably the reason for the inclusion of this provi- 
sion was to prevent it from being afterwards contended that 
registration of a trade-mark confers rights on the registered 
proprietor in derogation of the existing common law rights 
of others. The idea of the former Trade-Marks Acts, as 
interpreted by some of our most eminent Judges, whs stated 
to have been not to create rights, but merely to protect 
rights which existed. In the case of Bow v. Hart (j). 
Lord Alverstnn said "The right to the exclusive use of a 
" trade-mark is a right based on propt-rty: it is a right to 
" have property — that is. the right to the use of the trade- 
" mark — protected ; it is not analogous in its nature to a 
" franchise, for it does not arise by reason of any grant 
" from the Crown." This dictum was approved of in th e 
Court of Appeal (Jc), Vaughan-Williams L. J. saying : 



(;') (1904) 2 K. B. 693. (jfe) (1905) 1 K. B. 562. 
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" There is nothing in the part of the Act dealing Section 41. 

" with the effect of registration to suggest a grant of a 

'' privilege in derogation of the common law rights of other 
" snhjecis of the Crown." Id may be that (he Judges were 
confused by the wording of the only sections they were 
referred to, 75, 76, und 77, in none of which are there words 
actually conferring any rights or privileges on a registered 
proprietor. — Had they been referred also to the earlier 
section, 67, by which a right was expressly conferred, and 
been asked to read that section with the others, their 
conclusions might have been different. 

Possibly it was the intention of the Legislature, at the 
time of the passing of the Trade-Marks Acts, not to interfere 
with the common law rights of persons to the extent of 
granting rights to others in derogation of such common law 
rights ; but, if so, the Acts of 1883-1888 failed to carry out 
that intention ; and it is submitted that the dictum of 
Vaughan-Williams L. J. above cited was wrong ; for it is 
clear that, under those Acts, a right might be granted to 
one person in derogation of the common law rights of 
another. Thus A may have invented a trade-mark subse- 
quently to 1875, and have extensively used it, but have 
omitted to register it. B, in ignorance of A's invention and 
user, may have invented a precisely similar trade-mark a 
few years later, and have registered it in respect of the same 
description of goods as those to which A's mark was applied. 
B, by such registration, acquired the right to the exclusive 
use of the mark he registered, and could restrain A from 
using his mark. A could not succeed in getting his mark 
also on the register, for he invented it since 1875, and "in 
" order to entitle you to register, there being a similar mark 
" already on the register, you must make out that there was 
" a user of the mark in England before that date" (I). 
Thus B, by his registration, obtained a grant in derogation 
of A's common law rights. 

Under these circumstances it would appear that the 
decision in Bow v. Hart that registration of a trade-mark 
under the Acts of 1883-1888 did not have the effect of a 
franchise, was incorrect. 

It would seem to be not at all improbable that this view 
was entertained by the framers of the Trade-Marks Act 
1905 ; and that, therefore, the provisions in the latter part 
of Section 41 were inserted, whereby it is expressly provided 
that the registered proprietor of a trade-mark cannot prevent 
a person, possessing a common-law right to the use of an 
identical mark, by reason of an earlier invention and user, 
from continuing to use it. Having regard to this provision 
there is. now, good reason for holding that the grant, by 
registration, of the exclusive use of a trade-mark is not the 
grant of a privilege in derogation of the common-law rights 
of others. It was obviously necessary, however, to so alter 
the law, if common-law rights were not to be lost. 

(Z) Jacltson v. Napper 35 Ch. D. 162. 
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Section 41. The omission from this proviso, in the new Ordinance, 

of the concluding: words " under the provisions of Section. 

" 21 of this Act," in the corresponding section of the Home 
Act, was, of course, necessary in view of the fact that the 
provisions of that section of the Home Act have been 
entirely omitted from this Ordinance. The section referred 
to enables the Court in England to " permit the registration 
" of the same, or of nearly identical, trade-marks, for the 
" same goods or description of goods, by more than one 
" proprietor subject to such conditions and limitations, if 
" any, as to mode or place of user or otherwise, as it may 
" think fit to impose." It may, therefore, be assumed that, 
if application were made in England by the owner of an 
early invented mark, one identical to which, but later 
invented, has already been registered, the application would 
probably only be granted subject to conditions and limita- 
tions as to mode or place of user, which would prevent the 
danger of deception being practised. In such a small place 
as Hongkong it would be practically impossible to impose 
conditions and limitations as to mode or place of user. 
There is but one ' place ' in Hongkong and it would be 
difficult to direct a mode of user of a trade- mark identical 
with, or similar to, one already registered, which would not 
be calculated to deceive Chinese purchasers. 

But, in the Hongkong Ordinance, no power at all is given 
to permit the registration of identical or similar marks, it 
being expressly provided by Section 19 that no trade-mark 
shall be registered which bears such a resemblance to one 
already on the register as to be calculated to deceive. It 
was therefore absolutely necessary to exclude from the 
proviso to Section 41 of the Ordinance the concluding 
portion of the proviso to Section 41 of the Act. 

It may be suggested that the meaning of this proviso 
should properly be interpreted to be that the user which 
cannot be interfered with, or restrained, must be user which 
has been continuous in Hongkong, and not merely elsewhere 
in the world ; but it is worthy of note that, by sections 21 
and 42 of t.he Ordinance, it is expressly provided that con- 
tinuous user for five years in Hongkong is necessary to enable 
registration to be effected of a trade-mark registered in its 
country of origin, where a similar trade-mark is sought to be 
registered, or removed. This being so, it must, it would 
seem, be assumed that user in Hongkong would have been 
stated in the proviso to Section 4! had it been intended that ■ 
the user there referred to must have been user in the Colony. 

No rights are conferred by this proviso on the owner of a 
similar trade-mark invented, and used, earlier than the 
registered trade-mark. All that the proviso does is to pre- 
vent any interference with him by the registered proprietor. 
He cannot therefore bring an action for damages for infringe- 
ment, and it is difficult to see how he could maintain an 
action for an injunction, or for passing off. Section 39 
confers the right to the exclusive use of a trade-mark upon its 
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registered proprietor, subject to a prohibition against that 
proprietor interfering with the user by another person of a 
similar, but earlier invented, mark. If the latter brought 
an action against a third person for infringement or passing 
off, the defence would at once be raised that, a right to the 
exclusive use of the mark having been given by Ordinance 
to some one other than the Plaintiff, the latter could not sue. 
The Court could not possibly, in the absence of the registered 
proprietor, go into the question whether an unregistered 
proprietor had a right to restrain others from imitating a 
registered trade-mark, but must hold that only that person, 
or those person?, to whom the right to the exclusive use of 
the mark has been conferred by Ordinance can maintain an 
action for an injunction to restrain the use of it by others. 
Nor could the Court, in the absence of the registered pro- 
prietor of a trade-mark, consider the question of the validity 
of the registration. 

In England, under the old Trade-Marks Acts, 1883-1888' 
a defendant in an action brought against him by the 
registered proprietor of a trade-mark, within 5 years of 
registration, for infringement or " passing off," might have 
successfully raised the defence that the registration was 
invalid, or the defence that he himself had a concurrent 
right of user ; but in such an action the registered proprie- 
tor himself, as Plaintiff, would have been before the Court. 
That same Defendant, though he might have defended an 
action by the registered proprietor before having applied to 
strike the latter's mark off the register, could not have 
brought an action against a third person, until he had either 
caused that mark to be struck off the register, or his own 
name to be placed thereon as being also the propretor of the 
mark. In the case of concurrent and independent rights in 
England to use the same mark, those rights do not come 
into existence until registration so as to enable an action to 
be brought by a person who has not registered that mark, 
if another person has done so, and has thereby obtained a 
statutory exclusive right. The latter part of Section 41 
enables an unregistered owner of an old mark, or of a mark 
continuously used by him from a date anterior to the user 
by the registered proprietor, to successfully defend an action 
brought by a registered proprietor to restrain his use of it, 
but it does not entitle him to bring an action against a third 
person to restrain the use of the mark by that third person. 
Before he can do that in England he must get a concurrently 
exclusive right with the original registered proprietor, who, 
while he alone is on the register, has alone the right to 
restrain the use of the mark by others. 

42.— (1) The Court may, on the application in 
writing made within seven years from the registration 
of a trade-mark in Hongkong by any person aggrieved 
by such registration, remove such trade-mark from 
the Register, if it is proved to the satisfaction of the 
Court, that such trade mark is indentical with, or so 
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Section 42. nearly resembles as to be calculated to deceive, any 

trade-mark which was, prior to the registration in 

Hongkong of the first mentioned trade-mark, registered 
(in respect of goods of the same description as those 
in respect of which the first mentioned trade-mark is 
registered in Hongkong) in a country or place from 
which goods of that description originate. 

Provided always that no trade mark shall be removed 
from the Eegister under this section in the following 
cases : — 

('i.) if the proprietor of the other trade-mark 
consented to the registration in Hongkong 
of the first mentioned trade-mark ; or 

(b.) if the proprietor of the trade-mark registered 
in Hongkong proves that he or' his prede- 
cessors in business have continuously used 
such trade mark in Hongkong in connection 
with such goods as aforesaid from a date 
anterior to the date of the registration of 
the other trade-mark in the country or 
place of origin ; or 

(c.) unless the applicant proves either that 
within the five years immediately preceding 
the making of the application under this 
section there has been bond fid* user in 
connection with such goods as aforesaid in 
Hongkong of the trade-mark registered in 
the country or place of origin or that the 
special circumstances of the trade account 
for the non-user of such trade-mark in 
Hongkong within the same period or that 
♦ the trade mark so registered in the country 
or place of origin was first registered there 
within the like period of five years, and in 
either event gives an undertaking to the 
satisfaction of the Registrar that he will 
within three months from the making of 
the application under this section apply 
for registration in Hongkong of the trade- 
mark so registered in the country or place 
of origin, and will take all necessary steps 
to complete such registration. 

(2) All applications under this section shall be heard 
in open court in Original Jurisdiction. 

This Section is entirely new, and is not to be found in the 
Trade-Mark Acts. It is inserted in conjunction with Section 
21 with the object of providing against the piracy in 
Hongkong of trade-marks registered in the country of origin. 
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Proviso (a) refers partly to the fact that, with regard to Section 42. 

a trade-mark registered in England, its proprietor may assign 

the right to use the same in Hongkong ; and partly to the 
facD that it may often happen that a manufacturer in Europe 
of goods, in respect of which he has registered a trade-mark 
in his own country, may enter into an agreement to supply 
such goods to one person or firm, only, in this Colony, and 
may agee that the trade-mark shall be registered here as that 
of such person or firm. An agreement such as this would 
appear to be contrary to the policy of the Trade-Marks 
legislation, as expressed in the case of Dexter' 1 s application ; 
but it is nevertheless, by implication, approved of by the 
Legislature in this section of the Ordinance. Moreover, 
there is a vast difference between a consent by the proprietor 
of a trade-mark, used, and well known, in this Colony, to the 
user of a similar mark in the Colony by another person ; and 
a consent by the proprietor of a trade-mark used elsewhere, 
to its use solely by another person in Hongkong. Still, if 
such proprietor retains for himself the right to export goods, 
bearing that mark, to Southern China, confusion is likely to 
arise if a similar mark is used by another person in respect 
of the same description of goods. 

Proviso (J) renders it necessary for the success of an ap- 
plication under this section, that the applicants trade-mark 
should have been actually registered in the country of origin 
before the commencement of the (subsequently continuous) 
user of the mark by the person who has registered it here. 

Proviso (/) also makes it necessary for his success either 
that he should prove that there has been bona fide user in 
Hongkong of the trade-mark, registered in the country of 
origin, for a period of five years immediately preceding the 
application, or give a satisfactory explanation for its non- 
nser dnring any portion of that period ; or, that " the trade- 
" mark so registered in the country or place of origin was 
" first registered there within the like period of five years." 

Proof of bond fide user in Hongkong is not necessary so 
long as the applicant under this section can show that he 
registered the trade-mark in the country of origin within a 
period of five yeare immediately preceding the application. 
But, to enable advantage to be taken of this section by a 
person who has registered his trade-mark in the country of 
origin on a date more than five years prior to his making an 
application under this section, he must prove bona fide user ; 
or satisfy the Court that the special circumstances of the 
trade accounted for such non-user during a period of five 
years preceding the application. 

The object of this proviso is to require proprietors of 
trade-marks registered in the country of origin to register 
the same without delay in Hongkong, in order to secure 
adequate protection therefor in this Colony. In England, 
by Section 103 of the Act of 1883, application for registra- 
tion, there, of a trade-mark registered in the country of 
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Section 42. origin, must be made within four months from the applica- 
" tion for protection in such country of origin, in order to 
entitle its proprietor to registration in priority to other 
applicants. And such country of origin must be one with 
which arrangements have been made for mutual protection. 
In Hongkong, by this section, aud by Section 21, a trade- 
mark registered in the country of origin, whether or not 
arrangements for mutual protection have been made with 
that country, may be registered, in priority to other appli- 
cants, or in the stead of a similar mark already registered, 
if;- 

(1) it was registered in the country of origin before the 
user in Hongkong by the applicant for registration of a 
similar mark, 

(2) it was so registered before the registration of a similar 
mark in Hongkong, and has been used in the Colony for 
five years immediately preceding an application for removal 
of the similar mark; or, 

(3) it was so registered before the registration of a similar 
mark in Hongkong, and within five years immediately pre- 
ceding an application for removal of the similar mark. 

The applicant under this section must also undertake to 
apply for registration of the trade-mark within. 3 mouths 
from the date of his application under this section. 

This section confines the " person aggrieved " to the person 
who actually registered the mark in the country of origin, or 
who has acquired a right to the same by assignment or 
devolution. It does not permit an application to be made 
under this section by any other peivon aggrieved, whose 
grievance may consist in the fact that he is unable to deal in 
goods bearing the mark which have been exported to him by 
the proprietor of the trade-mark from the country of origin. 

Such a gerson may, however, take advantage of the pro- 
visions of Section 35. 

Unregistered 43- No person shall be entitled to institute any 
tale-mark, proceedings to recover damages for the infringement 
'!. 15 g.' 42. °f a trade-mark not registered in this Colony. 

The corresponding section in the Act of 1 905 (Section 42) 
provides that "no person shall be entitled to institute ajay 
" proceedings to prevent or to recover damages for the in- 
" fringement of any unregistered trade-mark, unless such 
" trade-mark was in use before the 13th August 1875, and 
" has been refused registration under the Act. The 
" Registrar may, on request grant a Certificate that such 
" registration has been refused." 

In this section of the Ordinance the exception as regards 
trade-marks in use bsf ore the 13th August 1875 has been 
omitted ; doubtless because provision has been made, under 
Section 9, for the registration of such trade-marks, as properly 
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come within the definition of 'old mark '; and because the Section 43. 

likelihood, or possibility, cannot be anticipated of an appli- 

cation being now made in this Colony for the registration of 

it mark, continuously used before and since the 13th August 

1875, which does not come within that definition, or which 

is otherwise unregistrable as not being 'distinctive.' 

Having regard to the fact that, under the Act of 1905, 
every kiud of trade-mark which serves to distinguish the 
goods of its proprietor from those of all other persons, is 
now registrable, it is difficult to understand the utility of 
the provision, in the latter part of Section 42 of the Act, 
that the Registrar may grant a certificate that registration 
of an old mark has been refused. If such a mark has ceased 
to be distinctive it certainly ought not to be registered, how- 
ever long a time it has been used ; and an action could not 
be maintained for its infringement. If, on the other hand, 
it is distinctive, its registration can be directed under Section 
9 (5). 

The words "to prevent" (the infringement of an un- 
registered trade-mark) have also been omitted from this 
section of the Ordinance. 

Therefore, while the owner of a trade-mark, which has not 
been registered in this Colony, cannot sue for damages for 
its infringement, he can nevertheless maintain an action for 
an injuction to restrain its infringement. It is probable that, 
having regard to the provisions of Sections 21 and 42 of 
this Ordinance, it was the intention of the Legislature to 
permit such an action to be brought by an unregistered 
proprietor of a trade-mark ; but, whether or not such was 
the intention, there is, according to the plain and ordinary 
construction of this section, nothing to prevent proceedings 
for an injuction to restrain an infringement being instituted 
by the owner of an unregistered trade-mark. Statutes do 
not take away private rights except by express words, or by 
plain implication. 

It has been held by the Chief Justice, and by the Full 
Court, in Hongkong, in the case of Lev ha v. Ullmann (n) 
that registration, under the repealed Ordinance, was not a 
condition precedent to the institution of an action for in- 
fringement. There can be no doubt that it was correctly so 
held ; for, otherwise, the old common-law rights of proprie- 
tors of trade-marks must have been held to have been taken 
away, in the absence of express words in the Ordinance. 

In this section the words prohibiting the institution of 
proceedings to recover damages for infringement are ex- 
press ; and, having regard to the provisions of Section 46, 
the proprietor of an unregistered trade-mark is most unlike- 
ly to bring an action merely for an injunction, when that 

()«) Wetter a Countries Railway Co. v. Windsor ■$■ Annpolit 
Hallway Co. 7 A. C. 178. 

00 Hongkong Law Reports Vol II p. 5. 
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Section 43. section enables him to take proceedings, both for an injunc- 

■ tion and damages, where the Defendant has been passing off 

goods as those of such proprietor. In almost every case of 
an action for infringement, where there has been an actual 
dealing by the Defendant in goods bearing the alleged 
spurious trade-mark, there may be rightly said to have been 
a 'passing off.' In many cases it has been held that, there 
has been a passing off, but no infringement ; and, for this 
reason, it is most usual in all actions for infringement of a 
trade-mark to sue both for infringement, and for passing off. 

An action for infringement should be brought promptly 
after discovery of such infringement; for, although mere 
delay in bringing the action would not be fatal to its success 
a prolonged delay may be held to amount to an acquiescence 
in the use by the defendant of the mark complained of, and 
thprefore to be a good defence to the action. 

In the case of Estcourt v. Estcourt, (o) it was held that a 
delay of seven months only in bringing an action was suffi- 
cient to prevent the Plaintiff from obtaining an injunction, 
but it has b?en well settled in the case of Fullwoodv. Full- 
wood (p) that " lapse of time, unaccompanied by anything 
" else, . . . has . . . just as much effect, and no more, in 
" barring a suit for an injunction as it has in barring au 
" action for deceit." (q). 

But if the delay be snch as to lead other traders into the 
belief that the plaintiff does not intend to assert, and enforce, 
his right to the exclusive use of the mark, such delay may be 
held to amount to acquiescence in the mark becoming 
publici juris. Ripley v. Banday (»•). So also may delay on 
the part of the Plaintiff for a very long period to apply for 
registration of his trade-mark in Hongkong, or in other 
British Colonies where registration of trade-marks is pro- 
vided for, and where the Plaintiff has any reason to believe 
that his mark is being used by others. So, in the case of 
National Starch Co. x.Munii's Patent Co., (s) the appellants 
had invented the word "Maizena" in 1856, and subsequent- 
ly registered it in England. They were in the habit of 
shipping goods bearing that mark to the Australian Colo- 
nies ; but, until 1889. omitted to register the mark in New 
South Wales, where an Act was in force, which was passed 
in 1865, and which provided that a trade-mark should not 
be recognised as such until it had been registered under 
that Act. The Respondents commenced to use the word 
"Maizena'' as descriptive of their goods in the year 18M, and 

O) 10 Ch. 276. (p) 9 Ch. D. 176. 

(j) Delay may, however, be ft bar to the obtainingof an intertdutary 
injunction, or damages. Jost Typewriter Co., Ld. v. Typewriter 
Exchange Co. 18 K. P. C. 422 Van Of pen S( Co., Ld. v. Van Oppen 
20 E. P.'C. 617. Grant v. Lrvett. 18 R. P. C. 361. Country Chaniral 
Co. v. Franltenbnrg 21 B. P. C. 722. 

(?•) 14 K. V. V. 281. And see the case of McCuw $ Co. v. Lee 
Bros 23 R. P. C. 1 in which a delay of four years coupled with no 
proof of actual deception was held to disentitle the plaintiffs to relief. 

(O 1894. A. C. 275. 
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continued to do so up to the time of the action. Other Section 43. 

firms in Australia also used the same word. It was held by 

the I'rivy C< uucil that the word "Maizena" had become 
public i juris, Lord Ashborne saying: — '"The present quea- 
" tion could not have arisen if tne Appellants had more 
" promptly availed themselves of the Act of 18(35 . . . . 
" Their Lordships .... cannot ignore the lapse of time 
" and all that lias occurred in a quarter of a century. The 
" Appellants never registered the word as their trade-mark 
" for 21 years, they never during that long period took 
" proceedings to restrain the Eespondents from using it in 
" New South Wales. Moreover during that time other 
" firms in Australia had also used the word." 

In the case of Rowland v. Mitchell (t) , the defence of acquie- 
scence was set up on the ground that, although at the time 
of the commencement of the uifringemtn. , in 1892, the 
plaintiff had threatened legal proceeding*, he had clone 
nothing furtner until October 1^95 when he brought action. 
The defence, however, failed because, according to the 
evidence, the infringer was a man of straw, the infringements 
were very small, and it was believed, until immediately before 
the action was brought, that he had given up using the mark 
after the threat of proceedings, though he had then insisted 
on his right to use it. Lord liussell 0. J. saying at p. 500. 
"It cannot be stated as a general proposition, irrespective, 
" of the character of the trade done, and the extent of 
" that trade, and irrespective of the position and im- 
" pecuniosity of the trader, that the moment it comes to 
'' his knowledge that somebody has been trying to do a 
" fraudulent thing against the interests of the trader, he is 
" bound to take proceedings, or, if he does not take proeeed- 
" ings, it is to be concluded against him that he means to 
" acquiesce in the right of that other person to continue to 
" do as he has been doing. We are asked to assume that 
" the plaintiff acquiesced and lost that right that he other- 
" wise would have had. When we learn what the facts were 
" what do we find ? We find that Hoskins was an impecu- 
" nious person of whom the Plaintiff says he lost sight, and 
" that, as we are told, he was carrying on his business, or at 
'' least living in a place, on the facia of which was the name 
". of another person, and not his own. The plaintiff said 'I 
" 'did not pursue him because he was not worth pursuing : 
" I lost sight of him ; and I thought that he had given 
" up.' " The strong inference to be drawn from this judg- 
ment is that if the Defendant had been a man of substance, 
and there existed any grounds for belief that he intended to 
continue to use the mark ; or if the infringement was, or the 
threatened future infringements were likely to be, at all 
extensive, or if the Plaintiff had been, or ought to have 
been, aware of the continued infringements, the Plaintiff 
would have been held to have been so careless about the 
assertion of his rights as to have lost them by implied 
acquiescence in the use of the mark by another trader, and 
in the consequent lost of distinctiveness of such mark. 

(f) 75 L. T. 489. 
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Section 43. Express acquiescence on the part of tbe proprietor of a 

— trade-iuark in tbe use of tbat mark by another person, who 

is an infringer, on the latter's own goods, would necessarily 
prevent that proprietor from succeeding in an action against 
such other person, and would have the effect of making the 
mark publici juris. It is submitted that acquiescence, (apart, 
of course, from mere delay implied from the conduct of the 
proprietor of a trade-mark, in the use of that mark, even by 
one other person only), must have a similar effect ; at any rate 
in the particular part of the world where the mark is being 
used by that other person, and where, in consequence of such 
user, the mark had ceased to be distinctive of the goods of 
the original proprietor of the mark. 

Whether acquiescence in one part of the world in the 
infringement of a trade-mark causes the mark to lose its 
distinctiveness, and right to protection, elsewhere, must 
depend on circumstances. If the proprietor of a trade-mark 
has, by his acquiescence in infringements there, permitted 
the mark to become publici juris in England, it does not 
necessarily follow that the mark is disentitled to protection 
in HoDgkong ; or that its proprietor cannot take proceedings 
here for ' passing off.' 

Certain goods, with a particular trade-mark affixed there- 
to, may have become, and may remain, identified in this 
Colony with the proprietor of that trade-mark, although 
they may have ceased to be so identified in England and 
elsewhere. In such a case it would be a fraud on the public, 
as also upon that proprietor, for goods to be placed on the 
market of this Colony bearing on them an imitation of such 
trade-mark. But " if the trade-mark has come to be so 
" public, and in such universal use, that nobody can be 
" deceived by the use of it, aud can be induced from the 
" use of it to believe that he is buying the goods of the 
" original trader .... the rijrht to the trade-mark must 
" be gone" (Mellish L. J. in Ford v. Foster («).) So, if a 
trade-mark, used in respect of a certain description of goods 
exported to Hongkong by several manufacturers, has become 
publici juris in England, the probabilities are tbat proof of 
actual deception would be necessary in order to sustain an 
action here for infringement of the mark ; and it might 
well be that a plea that the mark had lost its distinctiveness 
would be successful. 

In the case already referred to of National Starch Co. v. 
Munn (*') the appellants were held to have been so careless 
of their original rights to the exclusive use of the word 
" maizena " as to have caused that word-mark to become 
publici juris in New South Wales, in respect of the goods to 
whicli it was applied. The appellants had taken active steps 
to protect their rights to the exclusive use of the word in the 
United Kingdom and America, but had long known of, and 
had tacitly acquiesced in, the use of it by others in Australia. 

(«) " Uh. at 1>. 028. (<■) (,18>J4) A. C. 27.", 
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The Judicial Committee of the Privy Council held that their Section 4S 

exclusive rights to the use of the word as a trade-mark had ■ 

been entirely lost in New South Wales, where it had become 
publiri juris. Nothing, however, was said in the judgment 
as to the word-mark having become jmblici juris, and there- 
fore incapable of protection, iu the United Kingdom or 
elsewhere. 

In the earlier case of Mouson v. Boehm («•) it was contended 
that Boehm had acquiesced in Mouson 1 s trade-mark, because 
of the fact that the latter had exhibited goods, bearing the 
mark, at the Frankfort Exhibition, some three years prior to 
the commencement of the action. Chitty J. held that if 
acquiescence had been proved " this would have been a com- 
'' plete answer to Boehm's defence," but he found that it 
had not been proved that, Boehm had seen Monson's mark at 
the Exhibition. The inference might possibly be drawn 
from this that the learned judge would have held acquiescen- 
ce in the use of a similar mark at Frankfort by another, or 
others, to be a bar to protection of the mark in England. 

It must, however, be the case that many trade-marks 
similar to other trade-marks registered in England, or in 
Hongkong, have been registered, and used, by foreign pro- 
prietors in their own countries. It may well be that this 
fact is known both to the English and to the foreign pro- 
prietors, but such fact, and such knowledge, could not 
possibly be pleaded as acquiescence, and in defence of an 
action to restrain an infringement in England, or Hongkong, 
by any such foreign proprietors. 

But where the proprietor of a trade-mark, who is the 
manufacturer of a particular description of goods, at the 
request or order of another person, places on his goods the 
name of the other person, and a trade-mark which is really 
an infringement of his own, he expressly acquiesces in the 
infringement. He could not afterwards object to the other 
person using the mark on similar goods of that other person's 
own manufacture, or claim that it is calculated to deceive (.r). ■ 

It is not necessary that any notice of intention to bring 
the action should be given to the Defendant. In fact it 
would, in most instances, be a mistake to do so unless the 
Plaintiff had the strongest reason for believing that the 
Defendant was entirely ignorant of the fact that he had 
infringed, and would make full amends immediately on 
receipt of such notice. 

As said by Chitty J. in the case of Upmann v. Forester (//) 
" a plaintiff in these cases is placed in circumstances of 
" difficulty, because if he were to give notice there is a great 
'' probability of the defendant at once getting rid of the 
" spurious articles before the plaintiff interferes, and the 

(w) 26 oh. D. 398, 

(,r) Wolff v. Nopltsch 17 K. P. C. 321. 

(V) 24 Ch. D. 231. 
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Section 43. " plaintiff, therefore, by giving notice, would in many in- 
" stances be affording the defendant an opportunity of 

" doing that which an injunction would have prevented. 

" I well remember that the late Master of the Soils, Sir G. 

" Jessel, stated that he was, when at the Bar, accustomed 

" in cases like this to advise his Clients not to give any 

" notice, but to move at once." 

When notice of an intended action for infringement is 
given, but before any action is actually commenced, if an 
innocent infringer offers to give, and does in fact give, to 
the owner of the trade-mark all the redress to which the 
latter is entitled, an undertaking not to further infringe, to 
give the owner of the trade-mark information to enable other 
infringements to be stopped, and to erase the spurious marks, 
no costs can be recovered from the innocent infringer. In 
the case of Upmunn v. El lean (g) Lord Hatherley refused to 
give costs against Defendants (who were in possession of 
spuriously marked goods, but were entirely innocent of the 
nature of such mark), because they had offered, and had 
given, to the Plaintiff all possible redrtss before the action 
was brought. But " had the Plaintiffs given no notice, but 
" forthwith commenced their suit, the decision would have 
" been the other way." Chitty J. in Upmunn v. Forester 
(a). 

Therefore, inasmuch as costs must necessarily be incurred 
by a person who takes steps to stop an infringement of his 
trade-mark, and procures legal assistance, it would appear to 
be the duty of his legal adviser to so act that such costs may 
be recovered from the wrong-doei, however innocent the 
latter may be thought to be of an intention to do wrong. 

Where a person has innocently infringed a trademark, 
and has offered to submit to a perpetual injunction imme- 
diately upon his discovering that he has so infringed, the 
proprietor of the trade-mark is not entitled to compensation ; 
nor to anything more than the injunction offered, and such 
costs as have been properly incurred in the action if one has 
been 1 brought. This was so held in the case of Edel.stein v. 
Edehffiin (b) prior to the first Trade-Marks Act of 1*75 ; 
and subsequently, in the case of Ellen v. Shn-1; (c). The same 
point has recently come before the Court in the case of 
Slazemjer v. Spalding (d), in which the Defendants, who 
were in the same trade as the Plaintiffs, and were innocent 
infringers of the Plaintiff's trade-marks, on being served 
with the writ, offered to submit to a perpetual injunction, 
and to forthwith remove the infringing mark from their 
goods. Neville J. held that, in the case of an innocent 
infringement of a registered trade-mark, where a perpetual 
injunction was promptly submitted to, the Plaintiff was not 

(V) L. K. 7 Ch. 130. O) 24 Ch. D. 231. 

(ft) 1 D. J. and S. 185. (<•) 24 S. J. 290. (d) (1910) 1 Ch. 257. 
The register is not notice to the public of the Existence of a 
registered trade-mark. 
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entitled either to an account of profits or to au enquiry as Section 43. 

to damages ; but only to the injunction and the costs of the " 

action down to the date of the Defendant's offer. In this 
case the Plaintiffs insisted upon proceeding with the action, 
and upon claiming damages and an account. Had they 
accepted the offer, it must have been held, as it was in the 
case of Upmann v. Forester (c), that the Plaintiffs were 
entitled to their costs properly incurred in the carrying out 
of the Defendant's offer. 

If a person who, in the first instance, has innocently 
infringed a trade-mark, refuses to submit to an injunction, 
or to give an undertaking not to further infringe, he will be 
regarded by the Court in the same light as a deliberate in- 
fringer. So, in the case of Cochrane v. Mannish (/) it was 
said in the judgment of the Court : — " The respondents 
" erred, unwittingly at first. But as they persisted in their 
" error after their attention was called to the fact that they 
" were infringing the appellant's rights, their conduct in 
" the eye of the law amounts to fraud, and they must be 
" held responsible for the consequences." 

The Plaintiff, after having brought (in action for infringe- 
ment, is not bound to accept au undertaking from the 
Defendant, nor is he bound, on the Defendant consenting 
to judgment, to take the shortest and cheapest method of 
obtaining the injunction sought. This was so held in the 
case of Gaudy v. Fleming (g) in which, after receiving an 
offer from the Defendant to submit to an injunction, and to 
pay the costs of obtaining an order on summons in Cham- 
bers, the Plaintiffs brought the matter on in Court, and 
were held to be entitled to their costs of so doing. Byrne J. 
saying "I am disposed to think where the Defendants are 
" charged with infringement, that the Plaintiff is entitled 
" to come and say ' I want my right acknowledged in open 
" Court.' " 

In the recent case, also, of The Royal Warrant Holders 
Association v. Kitson (h) it was similarly held that where 
the Defendants had offered to submit to an injunction, and 
expressly desired that an order for the purpose should be 
obtained in Chambers, the Plaintiffs were justified in insis- 
ting upon the matter being dealt with coram publico, and 
that it was their proper oourse to move the Court. 

In the case last cited, the Defendants relied upon the 
decision of North J. in Slazenger v. Piggott (i) in which 
that learned Judge held that the Plaintiffs were not entitled 
to the additional costs incurred by moving the Court, after 
the Defendants had agreed to submit to an order for an 
injunction to be obtained in Chambers. This decision, how- 
ever, was not approved of in the later cases above cited. 
But although a Plaintiff in an infringement action is, accor- 

(e) 21 Ch. D. 231. (/) (1896) A. C. 225. 

(g) 18 R. P. C. 276. 
(7t) 26 E. P. C. 157. (i) 12 K. P. C. 439. 
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Section 43. ding to Byrne J., entitled to have Lis right acknowledged 

in open Court, he must not go to any further expense than 

is absolutely necessary for the purpose of obtaining his full 
rights. If therefore he proceeds to file a statement of claim, 
or evidence, or takes any other ordinary step in the action, 
after the Defendant has offered him all the relief to which 
he is entitled, lie will probably be refused all bis costs incur- 
red subsequently to such offer, except the costs of and inci- 
dental to a motion to the Court. Walter v. Steinkopff (j). 
American Tobacco Co. v. Guest (k) Jenkins v. Hope (I). 

Common instances of innocent infringements are where 
goods have been deposited in a godown, or warehouse, or 
where they have been forwarded to an agent ; the godown 
proprietor, or agent, being unaware that such goods. bear a 
spurious mark. Iu those cases it is the duty of the godown 
proprietor, or the agent, immediately he is informed of the 
infringement, to give all the information of which he may 
be possessed as to the owner or consignee of the spuriously 
marked goods, and to undertake not to part with the goods 
until the spurious marks thereon have been erased. If he 
refuses to do this he will be as much liable as if he were, 
himself, the owner of, or dealer in, the spuriously marked 
goods. 

He is entitled to be indemnified by the actnul wrong-door 
against-any loss or expense he may incur in actiug correctly. 
He would not, however, be entitled to an indemnity in re- 
spect of costs or damages he might be forced to pay if he 
wilfully disregarded a notice that the goods in his possession 
were spuriously marked. 

It is not necessary that there should have been any actual 
infringement by j;he Defendant to entitle the Plaintiff to 
maintain an action for an injunction. It is sufficient if the 
Defendant has threatened to infringe the Plaintiff's trade- 
mark, or if it appears that there is a likelihood of the trade- 
mark being infringed. But iu such an action, called a Quia 
timet action, the Court will not su'aut the injunction unless 
it is made abundantly clear tliere is a probability, or a dis- 
tinct threat, that the infringement will be commenced, 
continued, or repeated. " In order to succeed in such an 
" action the Plaintiff must shew a strong case of probability 
" that the apprehended mischief will in fact arise. ... To 
" restrain by injunction the law- requires proof by the Plain- 
" tiff of a well founded apprehension of injury — proof of 
" actual and real danger — a strong probability almost 
" amounting to a moral certainty." Attorney General v. 
Nottingham Corporation (»»)■ If the Plaintiff became aware 
that the Defendant was having made, or had already made, 
a stamp wherewith to impress a mark upon his goods similar 
to the Plaintiff's mark, or that the Defendant had ordered, 
and was expecting to receive in Hongkong, ^.oods from a 

0") (1892) 3 Ch. 488. (A) (1892) 1 Ch. 630. 

(0(1896) 1 Ch. 27S. 

O) (1904) 1 Ch. at p. 677 
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foreign country, on which goods a mark had been affixed Section 43. 

similar to the Plaintiff's, then a quia timet action could 

doubtless be sustained ; for in such a case there would un- 
questionably be "a strong probability almost amounting to 
" a real certainty " that the Plaintiff's mark would be 
infringed by the Defendant, and the Plaintiff would not be 
required to wait until he had actually sustained the injury 
he apprehended before bringing his action. The fact of a 
Plaintiff bringing, too hastily, a quia timet action and failing 
to prove immediate danger of infringement, and therefore 
failing to obtain an injunction, would not prevent him from 
successfully maintaining another similar action against the 
same Defendant at some future time, if he could then prove 
such immediate danger. Fletcher v. Henley (n). 

The mere fact that a trade-mark has been registered in 
respect of one particular class of goods, does not entitle its 
proprietor to bring an action for damages for infringement 
against a person who is using a similar mark in connection 
with goods of a different class (o). 

The registration mentioned in this section refers to regis- 
tration which has been effected under the Ordinance ; that is 
to say, to registration under Section 8 in respect of particular 
goods or classes of goods. 

In the case cited of Bart v. Colley the Plaintiff had 
registered his trade-mark for machinery, it being used in 
respect of a " toilet requisite, being a machine to hold a reel 
" of perforated paper." The Defendant subsequently began 
to use a precisely similar mark on rolls of paper similar to 
the rolls of paper placed by the Defendant in his machines. 
But ' paper ' was not included in the same class as that for 
which the Plaintiff's trade-mark was registered ; and it was 
therefore held that he was not entitled to bring an infringe- 
ment action. He had, however, also claimed for a " passing 
" off," and on this issue he succeeded ; but he had to pay 
the Defendant's costs of the issue as to infringement of a 
trade-mark. 

Under this section of the Ordinance as it stands, there 
being nothing in its provisions to prevent an action being 
brought for an injunction to restrain an infringement of an 
unregistered trade-mark, it would seem that the decision in 
Hart v. Colley is of little consequence in Hongkong. An 
action might be brought here for an injunction to restrain the 
infringement of an unregistered trade-mark and for damages 
for passing off. 

There appears to be no direct authority upon the question 
whether, in the case of a trade-mark registered in England, 
the Court has power to grant an injunction against a resident 
in England, to restrain the infringement of the trade-mark 
by him, or his agents, wholly abroad. There are authorities 
to the effect that an infringement of a patent which takes 
place entirely abroad cannot be restrained by injunction. 



O) 28 C. D. at p. 704. 
(») Hart v. Colley 44 Ch. D. 193. 
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Section 43. So, in the case of Badischr Fabrik v. Ba*le Chaiiiirnl Works 

{p) the facts of which were that an article patented in 

England whs manufacturer in Switzerland, anJ a sale there- 
of to an English merchant was effected by letter written, and 
posted, to Switzerland from England, the goods being des- 
patched from Switzerland, it was held that the sellers were 
not liable for infringement inasmuch as there had been no 
actual sale in England. And it was similarly held in the 
case of British Motor Gar Syndicate v. Taylor (q), where a 
patented article was bought in England, but sold abroad. 

Also, in the case of fiadische Fabrik v. Hickson (r) where 
the Defendant entered into a contract with another person in 
England to sell to such person a quantity of a patented 
article, delivery to be made at Basle. He procured the 
goods abroad, and had them delivered at Hasle at the pur- 
chaser's disposal. The purchaser subsequently brought them 
to England. It was held following thu decision in the case 
of Saccharin Corporation v. Reitmeyer (s) that a contract for 
sale made in England for delivery abroad of a patented 
article made abroad, and delivery accordingly, did not con- 
stitute infringement. 

There is, however, a vast difference between the right of 
property in a patent and the right of property in a trade- 
mark. In the one case the right is solely acquired by grant 
from the Crown — there is no common law, but only a 
statutory, right. In the case of a trade-mark, which, in 
consequence of public user, has acquired a reputation in the 
market in connection with the goods to which it is affixed, 
its proprietor has a common law right to prevent its infringe- 
ment by others. A person who imitates a trade-mark with 
the object of passing off his goods as those of the proprietor 
of the trade-mark, commits a fraud on the latter, and a tor- 
tious act. It is submitted, therefore, that the Court has 
inherent jurisdiction to srrant an injunction to restiain a 
person, within its jurisdiction, from infringing abroad a 
trade-mark, and so passing off. there, his goods us those of 
the proprietor of the mark. But in such a case it should be 
made absolutely clear that the Defendant's intention in 
infringing was to fraudulently reap benefit for himself from 
the reputation acquired bv the Plaintiff's mark, to the per- 
judice of the Plaintiff. 

The greater part of the trade of most merchants in Hong-, 
kong consists in the export, or sale here for export, of their 
goods to Canton, and other parts of China ; and any frau- 
dulent competition in such trade will be prevented when 
possible. 

If goods, bearing on them a mark which is an infringe- 
ment of a trade-mark registered here, are brought into the 
Colony, or its waters, for export to another country where 
the registered trade-mark is well known, there are authorities 



QO 1898 A. C. 200. (j) (1900) 1 Ch. 377 (1901) 1 Ch. 122. 
(;■) 23 K. P. C 433. O) 17 R. P. C. 606. 
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to the effect that an action for infringement may be main- section 43. 
tained although the Plaintiff has not, at the time, suffered 
any actual damage. Vitl, SoVicte Anonyme's trade-mark (t) 
and Rodycrs v. Roityen (m). So also if goods are spuriously 
marked here with the intention of exporting them for sale 
elsewhere, Orr-Eviny v. Johnson, (v). But in either of 
such cases there may be said to be an actual infringement 
within the jurisdiction of the Supreme Court of Hongkong, 
for an infringement does not consist only in the sale, or ex- 
posure for sale, of spuriously marked goods, but it also 
consists in the mere possession or control of such goods. 
Still, if a trader in this Colony, with the intention of en- 
deavouring fraudulently to benefit by the reputation acquired 
in Canton by another person's trade-mark, takes steps in the 
Colony to cause that trade-mark to be imitated elsewhere, 
and affixed to goods exported direct to Canton, he commits 
a wrong in this Colony — not merely a statutory wrong, but 
a wrong per se ; and he ought to be restrained by injunction 
from so acting. The Court could, of course, exercise no 
power over the goods outside its jurisdication, but it could 
over the Defendant himself while he was within the jurisdic- 
tion. As said by Counsel for the Defendant in his argument 
in the case of Morocco Bound Syndicate v. Harris (w) " no 
" authority can be found in the books for the proposition 
" that an Eng'ish Court can enjoin an Englishman against 
" committing, or inciting persons to commit, a tort in a 
" foreign country" in a case where such Englishman is, at 
the time, in that foreign country ; for, as Kekewich J. said 
in the case cited ; — " If these Defendants are not in England 
," they may set any such judgment at defiance, and unless 
" they come to England there will be no means of enforcing 
" it against them." 

But where the Defendant is in England, or, here, where 
the Defendant is in the Colony, at the time he takes steps 
to cause a tort to be committed in a foreign country, and at 
the time when an injunction against him is asked for, he can- 
not set a judgment at defiance, for means exist of enforcing 
it if he remains within the jurisdiction. 

It has been held in several cases that an action for damages 
may be maintained in England in respect of wrongs commit- 
ted in a foreign country, if the Defendant is in England, or 
being a British subject, has property within the Jurisdiction 
(x). But it has also been held that such an action cannot 
be maintained unless the act committed was wrongful, not 
only by the law of England, but also by the law of the 
country where it was committed (y). "As a general tule, 
" in ord?r to found a suit in England for a wrong alleged 

(<) (1894)1 Ch. 61. 00 5 T. L. R. 678. 00 7 A. 0. 219. 

(w) (1895) 1 Ch. 534 an action brought for an injunction to 
restrain the infringement in Germany of a copyright, the Defendants 
(British Subjects) being at the time in Germany. 

(.«) Scottv.Lord Seymour, 1 B. and C. 219; Phillips v. Eyre L. 
R. 6 Q. B. 1 Dabree v. Napier 2 Bing N. C. 797. 

(y) The "Halley " Z. R. 2 P. C. 193. 
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Section 43. " to have been committed abroad two conditions must be 

"fulfilled. First, the wrong must be of such a character that 

" it would have been actionable if committed in England. 
" Secondly, the act must not have been justifiable by the law 
" of the place where it was done." Phillips v. Eyre (z). 

In the case of " The Halley " referred to above, Selwyn L. J. 
said "the right of all persons, whether British subjects or 
" aliens, to sue in the English Courts for damages in 
" respect of torts committed in foreign countries has long 
" since been established." 

An infringement of a trade-mark, and the fraudulent 
passing off of his goods by one person as those of another, is 
a wrong both by the law of this Colony, and by the law of 
China ; for, as regards the latter, treaties have been establish- 
ed between Great Britain and China, and between other 
powers and China, whereby the right of property in a trade- 
mark is expressly recognized. By Art. VII of the British 
Commercial Treaty of 1902 the Chinese Government under- 
took to afford protection to British trade-marks against 
infringement, imitation, or colourable imitation by Chinese 
subjects ; and further undertook to establish offices in China 
where "foreign trade-marks" might be registered (a). 
Proclamations were subsequently issued in the various 
districts of China prohibiting the fraudulent imitation of 
foreign trade-marks; and recently, in a case tried in the 
Mixed Court in Shanghai, a Chinaman was convicted of sell- 
ing goods bearing on them what he knew to be a fraudulent 
imitation of the trade-mark of a foreign firm (Borden's 
"Eagle Brand" for Condensed milk). The infringement 
of a trade-mark is clearly therefore not justifiable by the 
law of China — certainly not an infringement of a British 
trade-mark by a Chinese subject ; and it cannrt be suggested 
that the law of China makes justifiable an infringement by 
a foreigner. It would be contrary to natural justice for 
the law of a foreign country to expressly make justifiable 
the delibefate infringement of a trade-mark, and such a law 
could not therefore be recognized in a British Court. 

Under these circumstances there would appear to be no 
doubt that the Supreme Court of Hongkong has jurisdiction 
to entertain an action for infringement of a trade-mark 
which has been committed, or the committal of which is 
contemplated, in China by a person who is actually residing 
and carrying on business in this Colony at the time the 
proceedings are taken ; such an infringement being action- 
able here, and not being justifiable by the law of China (ft)- 

(-) L. R. 6 Q. B. at p. 28. 

(flO As regards the infringement of a trade-mark in China by British 
subjects resident in China see Art. fiitof the Order in Council of 1901. 

(J) See Piggott on Foreign Judgments, 2nd Ed. p. 150 referring 
to Order XI s. 1 (r) which he saye " Creates the jurisdiction where 
" any relief is sought against any person domiciled or ordinarily 
" resident within the jurisdiction : ttaiB therefore includes causes of 
" action in respect of torts wherever committed . . . formerly 
'' jurisdiction was assumed in respect of the act: it is now assumed 
■' in respect of the person committing the act." 
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Where the same trade-mark, or a nearly identical trade- Section 43. 
mark has been registered in England, under Section 21 of ~ 
the Act, by more than one proprietor in respect of the same 
description of goods, and each has there the right of con- 
current user ; if one of such proprietors, only, establishes a 
business or agency in Hongkong for the sale of his goods 
bearing that trade-mark, the other proprietor cannot subse- 
quently iutroduce his own goods bearing the same mark into 
Hongkong. The right of concurrent user of the same trade- 
mark in England does not entitle each proprietor to the 
right of concurrent user in every part of the world. One 
proprietor who has registered in Hongkong a trade-mark 
which, in connection with the goods to which it is attached, 
has acquired a reputation in the market of this Colony, 
could doubtless prevent another registered proprietor in 
England of the same mark from afterwards cutting into his 
trade here by using such mark. 



44. In an action for the infringement of a trade- 
mark the Courts trying the question of infringement 
shall admit evidence of the usages of the trade in 
respect to the get-up of the goods for which the trade- 
mark is registered, and of any trade-marks or get-up 
legitimately used in connection with such goods by 
other persons. 



Infringement. 
lb, s. 43. 



A most important question for the consideration of the 
Court in any action for infringement of a trade-mark is 
whether or not the resemblance of the infringing mark is 
caused, wholly or partially, by tlie get-up of the goods to 
which it is affixed. A mark may, if ubed by itself, and on 
goods differently got up, bear no actual resemblance at all 
to a registered trade-mark ; and yet bear such » resemblance 
as to be clearly calculated to deceive if the surroundings to 
it, which are common to the trade, are very similar to those 
used with the registered trade-mark ; or if, the general get- 
up of the goods to which it is affixed is similar to that of 
the goods to which the registered trade-mark is invariably 
affixed. Thus a trade-mark, consisting of the representa- 
tion of certain animal, may be registered, and may be used 
with -floral decorations around it, and with common words 
arranged in a particular manner. If a person, desirous of 
reaping some benefit from the reputation acquired by that 
trade-mark, uses as a mark on his own goods the represent- 
ation of a somewhat different animal, but with similar floral 
decorations and wording around it, he will be held to be 
committing an infringement of the registered trade-mark. 
Or to give another instance ; — a trade-mark consisting of a 
lighthouse might be invented, and be invariably placed 
within a circle on a particular part of boxes of a shape, 
colour, and size, common to the trade. If a rival trader 
placed, on the same part of boxes of similar goods dealt in 
by him, a mark consisting of a poplar tree, within a circle 
of the same size, such mark would probably he held to be an 
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Section 44. infringement ; although if the two marks were separated 

from their surroundings, and were looked at alone, no 

resemblance whatever between them would be apparent. 

On the other hand, although a mark which, by itself, 
bears a certain amount of resemblance to a registered trade- 
mark, must be held to be an infringement if used in precisely 
the same manner, with the same get-up, as the latter in used, 
it would not be so held if it is honestly used, with a totally 
different get up, so as not to be calculated to deceive (c). 
And, where it is proved that, by the custom of the trade, 
the jret-up of certain articles is invariably the same as to 
shape, packets, bottles, or otherwise, such get up cannot be 
taken into consideration in deciding whether or not the mark 
thereon is an infringement (d), unless the mark is of such 
a description, and is so placed on the articles, as to render 
deception probable. 

So, also, where a trade-mark is registered which consists 
of the representation, in a special manner, of something the 
ordinary name of which, or the ordinary representation of 
which, is common to the trade, no action for infringement 
will lie against a person for simply using, as a trade-mark, a 
representation of the same thing otherwise than in the special 
manner in which the registered trade-mark is used (e). 

Even a registered trade-mark, to the registration of which 
no objections could be upheld, may be so used as to be an 
infringement of another trade-mark. This was pointed out 
by Cotton L. J. in the case already cited of Lyndon's trade- 
mark (/) and by Buckley L. J. in the case of Lyle and 
' Kinahan's application (ij) in which he said that " registration 
"... does not give the registered owner of the trade-mark 
" any right to use that trade-mark if the trade-mark would 
" deceive." 

No person can be prevented from carrying on business in 
a legitimate manner, although by so doing he causes injury to 
another trader. Hut no one can be allowed to take an unfair 
advantage of a rival trader, to the detriment, both of the 
latter, and of the public. Tt is. therefore, incumbent on him 
to take all such steps as he reasonably can to prevent his 
goods from being mistaken for those of his rival ; he must 
not imitate the get-up of his rival's goods by a capricious 
addition to the get-up of his own goods of some mark which 
is likely to render the resemblance of the one to the other 
more apparent. 

(e) Qoodwin v. Ivory Soap Co. IS K. P. C. 389 (Ivy and Ivory 
Soap). Bourne v. Swan and Edgcr (figure and word' Swan') (1903) 
1 Ch. 211.) 

0J) Williams v. Bromley, 20 R, P. C. 481, 765. 

{e) Wills' Trade-mark (1893) 2 Ch. 262. 

(/) 32 Ch. D. 109. (?) 21 R. P. C. at p. 262, 
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This Section is included in the Home Act, and in this 
Ordinance, for the benefit both of the Plaintiff and of the 
Defendant in an infringement action ; and in order that 
complete justice may be done by the admission of evidence — 
for the Plaintiff, that the mark claimed to be an infringe- 
ment is such because of the mode in which it is used ; and, 
for the Defendant, that the mark is similar to other trade- 
marks legitimately used by other persons, and is not therefore 
calculated to deceive purchasers into the believe that the 
goods are those of the Plaintiff : or tljat the get-up, which 
the Plaintiff claims causes the alleged deceptions, is common 
to the trade, and that the mark objected to is being fairly 
used. 

45- No registration under this Ordinance shall 
interfere with any bond fide use by a person of his own 
name or place of business, or that of any of his 
predecessors in business, or the use by any person of 
any bond fide description of the character or quality 
of his goods. 

No man can be prevented from honestly carrying on 
business in his own name simply because another man, carry- 
ing on a similar business, happens to possess the same name. 
Hence the necessity that a name, to be registrable as a trade- 
mark under Section 9 (1) should be represented in a special 
or particular manner. A name so represented is not likely 
to be confused with a similar name belonging to another 
trader. 

Nevertheless it may happen, and there are several instances 
of it having happened, that a personal name has become so 
universally identified with a particular description of goods 
that if another trader, of the same name, deals in similar 
goods under that name, the deception of the public is inevi- 
table. Therefore a man may be restrained from carrying on 
business, in his own name if, by so doing, he necessarily 
deceives the public into the belief bunt the goods in which he 
deals are those of some one else. 

Honest use by a man of his own name cannot be restrain- 
ed ; but if, after the name of another person, which is the 
same as his own, has become identified with certain goods, 
he commences to carry on business, and to deal in similar 
goods in the same district, under that name, his conduct 
may be considered to be dishonest, in that his intention is 
to improperly endeavour to reap "some of the benefit to 
which his namesake is entitled in consequence of the repu- 
tation which has been acquired by the name as connected 
with a particular class of goods. Before, however, a person 
can be prevented from trading in his own name it must be 
shown, beyond all reasonable doubt, that he is doing so in 
such a way as to pass off his goods as the goods of somebody 
else. User bond fide — that is to say, user of a name other- 
wise than with the apparent intention of unfairly profiting 
by the reputation acquired by a similar name, cannot be 
interfered with ; and never could have been interfered with 



Section 44 



User of 
name, 
address, or 
description 
of goods. 
lb. s. 44. 
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Section 45 under the law existing prior to the passing of this Ordinance. 

"The Court cannot stop a man from carrying on his business 

" in his own name, although it may be the name of a better 
'• known manufacturer, when he does nothing at all in any 
" way to try and represent that he is that better known and 
" successful manufacturer" (//). Hut as said by Cozens- 
Hardy M. R. in the recent case of Williams v. Bromiety (i) 
"a man whose name is Williams is under a rather special 
" obligation to do that which is necessary to reasonably 
" distinguish his goods from another Williams in the same 
'' trade." 

No express provisions, similar to those of this section, 
were made in the Trade-Marks Acts prior to that of 1905 
(from which this section is copied), but the provisions of 
this section are simply necluratoiy of the law as it always 
existed. That law is well defined in the judgment of 
Cotton L. J. in the case cited of Turton v. Turton where 
he says (at p. 144) "I do not in any way say that fraud is 
" necessary to induce the Court to interfere, except this, as 
" 1 said before : Wlien a man knows that the natural ■ 
" consequence of what lie is doing is to represent his j:oods 
" as the goods of somebody else, then it is wrong on his 

" part to continu2 that act but whenever a man 

" sets up business in a town, although it would be interfering 
" with, and to a certain extent injuring those who were 
" carrying on business before under the same name, in my 
" opinion it would be a wrongful act on the part of the 
" Court, on those grounds, to stop that man from carrying 
" on his business." 

The case of Valentine v. Valentine (i) is an instance, 
before the Act of 1905, of where an injunction was given 
to restrain a person from carrying on, in his own name, a 
similar business to that of the Plaintiffs. It was held that 
the Defendant had attempted to get the benefit of the 
l'laintiff's article, and bad so put his goods on the market 
that tbey would be mistaken for the goods of the Plaintiff. 

The law on this subject was further clearly stated in the case 
of Cash Ld v. Gash (1c) in which Vaughan Williams L. J. said 
" There never has been a case yet in which an order has been 
" made restraining a man altogether from carrying on in 
" his own ii-ime a particular trade. Every decision that 
" has as yet been given has been limited to restraining him 
" from carrying on such trade, so identified with the Plain- 
" tiff's business, without taking the steps, which any honest 
" man ought to wish to take, to prevent his goods being 
" confounded with the Plaintiff's goods, whose goods are so 
" much identified with the particular trade."' This explains 
what is meant in this section by " bond fide use by a person 
" of his own name or place of business, or that of any of 
" his predecessors in business." 



(/() (Cotton L. J. in I'ltrton v. J'urt.nit +2 Cli. 1). at p. 14:!.) 

(0 M R. P. C. lit p. 773. (/) 17 R. 1'. C. 673. 

(A) l'J 11. I>. C. ISC. 
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A further instance of a case, before the Act of 1905, Section 45 

where a man was restrained from carrying on business in 

certain articles in the name of his predecessor is that of 
Hollowaij v. Cleat (I) in which the Defendant had purchased 
the business of a man named Holloway ; but, as the latter 
had not dealt in pills, the Defendant was held to have acted 
fraudulently in using the name of Holloway in connection 
with pills, and so interfering unfairly with the trade of the 
Plaintiffs. 

A similar cm-e is that of M or rail v. ffessin (m). Where 
a secondary meaning of a name has been established as that 
of a name for certain goods, a person possessing that name 
may be restrained from using it as his own trade-mark, if 
he so uses it as to cause deception. So in the case of 
Dunlop v. Dunloj) (n) the Defendant was restrained from 
using the word "Dunlop" for motor and cycle tyres. In 
this case, however, it was held that " good faith " formed 
no answer to the Plaintiff's claim. Now, in view of the 
words " bond fide" in this section, that judgment would 
iiave to be modified. Still, at the present time, there can 
be little doubt that, on the facts of the case cited, an injunc- 
tion would be granted to restrain the use by the Defendant 
of his own name otherwise than in such a way as to lead the 
public to believe that his <;oods were those of the Plaintiff. 

A man may be absolutely honest in usinir his own name, 
in the first instance, but he ceases to act in good faith if, 
when it is pointed out to him that confusion exists, and that 
he can distinguish his goods from those of another trader, 
he refuses to do so. Thus in the very recent case of 
Warwick Tijre Co. v. New Motor Co. (o) where the Defen- 
dants, whose head manager bore the name of Warwick, 
refused a request of the Plaintiff's to refrain from using the 
name ' Warwick ' on goods similar to those of the Plaintiff's, 
an injunction was granted to restrain the Defendants from 
so using that name. In this case, speaking of the right of 
property in a trade-mark, Neville J. said " That there is a 
" universal property in a trade name certainly is not true, 
" because if the plaintiff has a trade name in the tyre trade 
" he cannot stop someone else using the same name, we 
" will say, for the sale of gloves, or for the sale of some 
" article which has no connection with the articles in respect 
" of which the plaintiff has acquired a reputation to his 
" name. Whether you call it a special property, or whether 
" you cail it a right, I think he has a right to ask the court 
" for an injunction where lie establishes that a particular 
" name has by reputation been applied to the goods which 
" belong to him ; and if other persons use that name in such 
" a wav as to lead to the supposition that they are his goods, 
" I think he is entitled to come to the Court for an 
" injunction." 

(Z) 20 R. P. C. 525. 

O) 20 R. P. C. 429. (See also Rlgden v. Jonet 22 R. P. C. 417) 

00 22 R. P. C. 533. (..) 101 L. T. SS9. 
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Section 45. Aud with regard to the person entitled to protection of a 

trade-name the learned Judge said, in the same judgment, 

" It seems to me that the right to sue does not depend on the 
" reputation being identified with an individual inanufac- 
" turer or merchant ; that is to say that an article under a 
" trade-name may have a wide reputation in the market, 
" and the majority of the people who acquire or desire to 
" get that article may not have the faintest notion to whom 
" it belongs. It does not seem 10 me to be of the least 
" importance. The question is : Has the name got a 
" reputation which leads people to acquire guods under that 
" name? If it does then the person who is really entitled 
" to the use of the name, I think, is the person who is 
" entitled to sue." 

In the case of Daimler Motor Co. v. London Daimler Co. (p) 
the principles applicable to a trade-name, and to this section, 
were fully considered by the Court of Appeal ; and it was in 
that case held that, although the Defendants were not shown 
to have acted in any way dishonestly, nevertheless the 
Plaintiff's were entitled to an injunction to restrain the 
Defendant's from carrying on business under the style or 
name in which the word ''Daimler" wa.s used, in such a 
manner as to be calculated to induce the belief that their 
business was the same as that of the Plaintiff's. And in the 
recent case of Standard Bank of S. Africa Ld v. Standard 
Bank Ld (q) the Defendants were restrained from using the 
word " Standard " as the name of their Bank. But in the 
case of Meikle v. U'i/iiamxon (r) it was held that the words 
"Kelvindale Chemical Co." did not so resemble the words 
" Kelvinside Chemical Co." as to be deceptive. 

"Words which have a direct reference to, or describe the 
character or quality of, the goods are not registrable as a 
trade-mark (Section 9 [4]) and no monopoly therein can 
be claimed. Nevertheless a person may be restrained from 
using words which are descriptive of the goods, if such 
words hate acquired a secondary meaning so as to be 
identified with the <roods of another trader. Thus it was 
held in the case of Montgomery v. Thompson (s) that the 
words, " Stone Ales," having become identified with the 
Plaintiff's goods, the Defendant should be restrained from 
using similar words descriptive of his own goods. 

The principle upon which a person may be restrained 
from using descriptive words, is precisely the same as that 
upon which he can be restrained from using his own name — 
He may not use descriptive words in such a way as to lead 
the public into the belief that his goods are those of another 
trader ; but. if he is able to do so, he must do his best to 
distinguish his goods, and thus to avoid deception. 

The meaning and effect of this section was in part 
construed by Fletcher-Mowlton L. J. in the case of Joseph 

00 24 K. P. C. 379. (f) 26 R. P. C. 310. (;•) 26 E. P. C. 775. 
(0 i\ Oh. D. 35 (1891) A. C. 217. 
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CrosJirfiVs Application (/) where he states that the provisions Section 45 

of Section 44 of the Act afford useful guidance to the Court 

in considering whether or not a trade-mark consisting of an 
arrangement of words is entitled to be considered distinctive, 
and says : - " The registration is not to affe ct the use of the 
" words by other traders iu any bond fide description of the 
" goods." Tims, where a collocation of words is registered 
as a trade-mark, one of which words is descriptive, or 
commendatory, of the goods, or is a geographical name, ihe 
owner of that trade-mark cannot restrain another trader 
from honestly using the same word in describing the 
character or quality of his own goods. 

46. Nothing in this Ordinance contained shall be " Passing 

deemed to affect rights of action against any person °^" action, 

for passing off goods as those of another: person or the ' s ' "' 
remedies in respect thereof. 

It has been stated to be a fundamental rule that no per- 
son can be allowed to pass off his goods as those of another 
to the prejudice, or possible prejudice, not only of the latter 
but of the public, {it). 

Even before the recognition in England of the right of 
property in a trade-mark, and before the passing of any 
Trade Marks Act, it was held that a persou could be re- 
strained by injunction from misleading purchasers of his 
Hoods into the belief that they were the goods of another. 
A.ud, inasmuch as the usual result of infringing a trade- 
mark is to pass off good^ as those of the proprietor of such 
trade-mark, this section has practically the effect of render- 
ing it unnecessary to register a trade-mark which, with the 
goods to which it is affixed, has established a reputation in 
the market. No similar trade-mark can be registered by 
another person in respect of the same description of goods, 
for it would be obviously calculated to deceive ; arjd this 
section entitles the proprietor of an unregistered trade-mark 
to take proceedings for, and to obtain, an injunction to 
restrain the use by any other person of a similar trade-mark 
which is applied to goods of the same description. Further 
this section also entitles such proprietor to obtain damages, 
should he have sustained any, by reason of such user of a 
similar mark. 

The fact that a trade-mark, which has once been register- 
ed, has been struck off the register does not prevent its 
proprietor from succeeding in a passing off action. 
Neo&tyh Co. v. Ellam, H aim el v. Gebruder. (v) Now that 
any trade-mark which is distinctive, within the meaning of 
section 0, is properly registrable it must seldom happen that 
ti registered trade-mark is struck off the register except for 
such cause as would render it impossible for its proprietor to 

(f) (1310) 1 Ch. at p. 148. 

(u) Lord Khigsdown in the Leather Cloth Co., Ld. v. American 
L.C. Co., Ld. 11 H. L. 0. 538. 

O) 21 E. P. C. 569. 21 Pv. P. C. 576. 
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Section 46. maintain an action for passing off — as, for instance, if it were 

shown that the mark were not distinctive, and ought never 

to have been registered ; or if its proprietor had permitted 
it to become publicijuris . But, whether or not a mark may 
be truly said to be distinctive, if it is used, in combination 
with the get up of its proprietor's goods, in such a way as 
to denote that those goods are his, no other person can be 
permitted to imitate that mark, and get up, so as to mislead 
the public. 

A "passing off" need not consist in the imitation of the 
Plaintiff's registered or unregistered trade-mark, but may 
consist entirely of an imitation of the get up of the 
Plaintiff's goods. Anything which is calculated to mislead 
an unwary purchaser into the belief that he is purchasing 
another person's goods, which are got up in a special 
manner, can be restrained by injunction. " The whole ques- 
" tion in these cases is whether the thing — taken in its 
" entirety, looking at the whole thing — is such that, in the 
" ordinary course of things, a person with reasonable appre- 
" hension and with proper eyesight would be deceived." 
Lord Halsbury in Schweppes v. Gibbens («■). 

Thus in the case of County Chemical Co., Ld. v. Franken- 
burg it was held that, where goods were packed by the 
Plaintiffs in boxes of a certain colour, shape, and design, 
and the Defendant, a year later, sold simitar goods in boxes 
closely resembling those of the Plaintiff, there was an obvious 
intention to deceive, and that such intention might be 
inferred from the circumstances of the case, although no 
case of actual deception was proved. An injunction was 
granted, but no delivery up of the Defendant's boxes was 
ordered, the Plaintiff having delayed 6 months before 
bringing his action. 

An actual intention to deceive need not be proved, nor 
need it be in any way apparent. In fact it may be clear 
that there never was any bucIi intention ; and yet. if the 
evideuce'shows that deception is likely to arise, an injunction 
will be granted. 

So, in the case of Birmingham Small Arms Co., Ld. v. 
Webb & Go. an injunction was granted to restrain the 
Defendants from using, as a trade-mark, the letter •' B. A. 
S. " (signifying "Best All-round Spanners"), which, it was 
held, were calculated to deceive purchasers into the belief 
that the goods bearing such mark were the " B. S. A." 
goods of the Plaintiff. In this case Parker J. said " I am 
" not satisfied that there was any deliberate intention of 
" deception on the part of the Defendant, and I am not 
" satisfied that his explanation of the use of B. A. S. is not 
" possibly the true one, but of course it is only material if 
" it were necessary for the relief claimed in this action that 
" the Plaintiffs should establish that the Defendants had 
" been guilty of an intention to deceive — in other words, 
" of fraud. We have here a case where these letters may 

(to) 22 R. V. C. 610. 
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" initially have been used with perfect innocence and with- Section 46. 

" out any intention to deceive, and yet it may well be that, ■ ■ 

" if the Defendant claims the right to use them after his ' 
" attention has been called to facts which reasonably lead 
" to the conclusion that the use of the letters will give rise 
" to confusion he may still be liable to have relief granted 
" against him in equity if not at law." 

In order to maintain an action for passing off by reason 
of similarity of get up, such get up must be more than 
ordinarily special ; for, as no man can acquire a right to the 
exclusive use of a word common to the trade, so no man 
can prevent the use by others of packets, boxes, or bottles, 
of a common size or shape. And hs a trade-mark must be 
distinctive, so also must the get up be distinctive, in order 
to restrain others from using a similar get up. Thus in the 
case of King v. Gillard (2') it was held that where the 
Plaintiffs had for years sold materials for soup in packets 
of a certain size, shape, and printing, with the name 
' Edwards ' thereon they were not entitled to restrain the 
Defendants from selling similar goods in similar packets, with 
the name' G-i Hard's' thereon ; for the reason that the Plaintiff's 
goods were not distinguished from all other goods by the 
packing or get np. And, in the case of Schweppes v. Gibbens 
(y) where the Defendant's were selling soda-water in bottles 
bearing a chocolated coloured label with "Gibbens Soda- 
water" on it, the Plaintiffs sought to restrain them from so 
doing on the ground that the labels, with the exception of 
the word ' Gibbens' were almost precisely the same as their 
own. The action, however, was dismissed, it being held 
that a fraudulent intention on the part of the Defendant 
ought not to be presumed, and that it had not been estab- 
lished that th« Defendant's labels were calculated to deceive 
(*). 

In the case of Goodwin v. Ivory Soap Co. (a) it was held 
that soap sold under the name of " Ivory Soap " was not 
calculated to deceive purchasers into the belief that the soap 
was the same as the Plaintiff's " Ivy soap " the goods being 
got up in a totally different manner. 

As to evidence of get up, it was held by Lord Alverstone 
L. 0. J. in the case of London General Omnibus Go. v. 
Lavell (b) that in an action of deceit founded upon similarity 
of get up, except where the articles are identical, the .ludge 
ought not to substitute a view under 0. 50 r. 4 for evidence 
that the get up of the Defendant's goods is calculated to 
deceive. 

The meaning of the expression "get up", as indicating 
a misrepresentation as to the manufacture, or origin, of the 

(at) 22 R. P. C. 327. (y) 22 R. P. C. fiOl. 

(z) See also the case of Williams v. Bronnley 26 R P, G. 481 
and 765, in which it was held that the shape and colour of boxes 
containing sticks of shaving soap was common to the trade. 

(a) 17 R. P. C. 689; 18 E. P. C. 389. 

(i; (1901) 1 Ch. 135. 
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Section 46. article sold or offered for sale, was explained by Fletcher- 

■ Moulfcon L. J. in the case cited of Williams v. Bronnley (c) 

where he says ''The get-up of an article means a capricious 
'' addition to the article itself, — the colour, or shape, it may 
" be, of the wrapper, or anything of that kind ; but I 
" strongly object to look at anything which has a value in 
" use as part of the get-up of the article. Anything which 
" is in itself useful appears to me rightly to belong to the 
" article itself." 

To constitute an unfair representation, which is calculated 
to deceive the public, there must be a capricious — that is to 
say, a wholly unnecessary— imitation of the get-up of the 
Plaintiff's goods. Where that alleged imitation consists of 
the use of a box of a particular size, shape, or material, 
obviously of the most useful size, shape, or material, for the 
purpose of containing the article, the get-up in that respect 
cannot be said to be '' capricious." Nor could it be so said 
if the colour used by the defendant, although precisely 
similar to the colour used by the plaintiff on his own goods, 
is that which is obviously the most useful for the purpose, 
such as one of the two fust colours, or gold or silver. 

The imitation must be, or must appear to be, one which 
it. is entirely unnecessary to retain for any other purpose 
than that of unfairly endeavouring to profit by the reputation 
acquired by the plaintiff's goods. If the defendant is able, 
without impairing the utility of the get-up of the articles 
sold by him, to alter such get-up in such a way as to effec- 
tually distinguish his yoods from those of the plaintiff, he 
must do so immediately he has notice of the likelihood of 
deceptiou. Should he not do this, he will be liable in an 
action for " passing off." 

Where the resemblance complained of consists entirely in 
features which are common to the trade, or in the use of a 
word or part of a word which is common to the trade, a 
passing off action cannot bo maintained. This was so held 
in the case of Payton v. Snelling (<]) and recently in the 
case of Aquascutum v. Cohen (e) in which latter case it was 
sought to restrain the defendant from using the word 
" Aquatite" in respect of garments, but, it appearing that 
other words beginning with "Aqua" were in use in the 
trade, the action was dismissed. 

• 

A passing off may also consist in the use by the Defendant 
of the name of goods sold by him, if such use is calculated 
to cause confusion with the goods of the Plaintiff. £o in 
the case of Iron-Ox Co. v. Leeds I. C. Soey Ld. (/) the De- 
fendants were restrained from using the words " Iron Oxide" 
without distinguishing the goods from the '' Iron Ox " goods 
dealt in by the Plaintiff's. 

(<0 26 E. P. C. at p. 773. 

{(I) 17 B. P. C. 62S. («) 26 It. P. C. 650. 

00 24 K. P. C. 434. 
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And in the earlier case of Faultier v. Rushton(g)the Defen- Section 46. 
dants were restrained from using the words ' Silver Pan ' in 
respect of Jams manufactured by them, the word ' Silver 
Pan ' having become identified with the Plaintiffs and the 
Jams made by them. Where a secondary meaning has been 
acquired by a word, or name, used as a trade-mark, a 
monopoly of the use of which could not have been originally 
acquired (such word, or name, being either descriptive of 
the goods, or otherwise not distinctive), no other person can 
be allowed to use the same, if such use may have the effect 
of enabling him to pass off his goods as those of the person 
who originally used the word, <U' name, as a trade-mark. A 
leadiug case on this subject is that of Reddaway v. Banham, 
(h) in which it was held that the words "Camel-hair Belt- 
ing " had come to mean beltiDg made by the plaintiffs, and 
such woi'ds were identified by the public with goods of the 
plaintiff's manufacture. 

Again in the case of Powell v. Birmingham Vinegar 
Brewery Co., Ld. (i) it was held that the words "Yorkshire 
Eelish," which could not have been registered as a trade- 
mark, had come to mean the manufacture of a particular 
person ; that is to say goods of a particular manufacturer; 
and, therefore, the use by others of those words in respect of 
the same kind of goods was calculated to deceive the public 
and could be restrained. 

But where a word, whether or not it was originally dis- 
tinctive, has acquired a secondary meaning in the sense that 
it does not mean goods of a particular manufacture only, 
but the name of the goods themselves, which any one has a 
right to manufacture and sell, no one can be prevented from 
using such word in respect of those goods. Thus, in the 
case of the Singer Manufacturinq Co. v. Loog (/). and in the 
subsequent case of the Singer Manufacturing Co. v. Spence 
(A), the word ' Singer', as applied to sewing machines, was 
held to have acquired such a secondary meaning as to signify 
merely a system of manufacture. And in the case of Leibig's 
Extract of Meat Co. v. Banbury (I) it was found that the 
word ' Leibig ' had become a name common to the trade for 
certain goods which any one had the right to manufacture. 
So also in the case of The Linoleum Co. v. Nairn (m) the 
word "Linoleum" having become generally known as the 
name of the goods, it was held that its use by others could 
not be restrained. On the other hand in the case of 
Cheseborough Co'n. Trade-mark (»), where it had previously 
been held by Buckley J. that the word "Vaseline" was a 
word which was common to the trade, as signifying an 
article which any one might manufacture, it was decided by 
the Court of Appeal that the word had not lost its distinc- 
tiveness, but denoted an article of the plaintiff's manufacture. 
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Section 46. A leading case with regard to a word acquiring a secondary 

meaning is that of the Cellular Clothing Co. v. Maxloii (o) 

in which it was held by the House of Lords that the word 
" Cellular " was an ordinary English word, properly descrip- 
tive of the Plaintiff's cloth, and that it had not acquired a 
secondary meaning so as to denote only the goods of the 
Plaintiffs. In this case Lord Halsbury L. 0., referring to 
his own judgment in the case of Reihkucay v. lUuiham (p) 
said that the question as to whether or not a word had 
acquired a secondary meaning, either in the sense that it had 
come to denote the goods of one person only, or that it 
had ceased to be distinctive of one person's goods, was 
entirely one of fact, to be satisfactorily proved in each 
instance. The inference to be drawn from the judgment of 
the Court in the Cellular Clothing Co\s. case is, as stated by 
Warrington J. in the case of Society of Acroimtants v. 
Goodway (q) that " if a term is merely descriptive of the class 
" of goods it is extremely difficult for a plaintiff to prove that 
" it has lost that meaning:, and has come to denote exclu- 
" sively goods of the class in question of his (the plaintiff's) 
" manufacture .... the Court ought not to be astute to 
'' find that a plaintiff has acquired a monopoly ; on the 
" contrary .... the Court ought rather, in the interests 
" of the publk', to see that nothing in the nature of a mon- 
" opoly is established except upon good and sufficient 
" grounds." 

In the case last cited Warrington J. granted an injunction 
to restrain the defendant from describing himself as an 
"incorporated accountant," for that the term was a fancy 
and descriptive term, and had come to denote membership 
of the Plaintiff society, of which society the defendant was 
not a member. 

In a very recent case (?) Joyce J. apparently questioned 
the correctness of the above decision. At any rate he said 
" if it was* right it was not to be exteoded," and he refused 
to grant an injunction to restrain the defendant in the case 
before him from using the letters '' M. S. A." in the course 
of his business ; which letters, it was claimed, denoted 
membership of the plaintiff society. 

Passing off may also consist not only in the application 
to goods of a word-mark, device, or design, or in the imita- 
tion of the get-up of the plaintiff's goods, but it may consist 
in the use of a surname, not registrable as a trade-mark, by 
which the plaintiff's goods are known. Thus, in the very 
recent case of Warwick Tyre Co. v. New Motor Co. (s) it 
was held that where the Defendants were selling pneumatic 
tyres, similar to the plaintiff's goods, under the name of 
'Warwick,' they were passing off such goods as those of the 
plaintiff, the name of whose managing director was War- 
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wick, and wlio had for a long time past used that name in Section 46. 
connection with their goods. 

So also in the case of Thome v. Pimms it) it was held 
that the use of the words ''Glen Thome Whisky" was 
calculated to deceive purchasers into the belief that the 
whisky was the same as ''Thome's whisky," which the 
Defendant had previously sold while acting as agent for the 
Plaintiff. 

Where a new article has been invented, the invention 
patented, and a new name given to that article, its inventor 
and manufacturer cannot, after the patent has expired, claim 
a monopoly in such name. He could not, therefore, when 
other persons! become at liberty to make the same article, 
restrain them from selling such articles under that name, 
on the ground that by so doing they were passing off their 
goods as of his manufacture («). 

It is submitted that the provisions of this section should 
be held to be applicable to a case where a trade-mark has 
been invented and registered in Hongkong, in ignorance of 
a prior invenion and user of a similar trade-mark in another 
country, and where the proprietor (by assignment or other- 
wise) of the latter mark endeavours to take an unfair ad- 
vantage of the reputation acquired by the former, and of 
the last proviso to Section 41. In such a case there would 
undoubtedly be a passing off, with which, however, the first 
part of that proviso apparently prevents any interference. 
But, inasmuch as this section expressly declares that ''no- 
" thing in this ordinance contained shall be deemed to effect 
" rights of action ... .for passing off," it is extremely 
doubtful whether the proviso to the earlier section could be 
held to affect those rights ; notwithstanding the fact that it 
is also declared in such proviso that "nothing in this or- 
" dinance shall entitle" interference with the user of an 
earlier invented mark. 

This, the later, section ought, it is submitted, to be con» 
strued as placing proprietors of trade-marks in precisely the 
same position as they would have been in had no Trade- 
Marks Ordinance existed, so far as regards their right to 
prevent any manifestly unfair interference with their trade. 

It may possible be that the proprietor of an unregistered 
trade-mark, which has acquired a reputation in the market, 
is in a better position than if he had registered that mark ; 
for he could always prevent any one else from registering a 
similar loark which would obviously be calculated to deceive; 
and this section enables him to prevent any user of a similar 
mark, the natural effect of which user must be to pass off 
goods as being- those in which he deals, and to which his 
well-known mark is affixed. Even if some other person 
proved that he had earlier invented, and had continuously 
used, a similar mark in another Country, that person could 
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not be allowed to use the mark in this Colony, if such user 
had the effect of passing off goods as being those of the 
owner of the unregistered trade-mark. Had the latter trade- 
mark been registered, Rection 41 might be held to prevent 
its proprietor from interfering in any way with the user of 
a similar mark by an earlier inventor of the same, whatever 
the effect of such user. But there is nothing in Section 4], 
nor in any other part of the Ordinance, to prevent the pro- 
prietor of an unregistered trade-mark from obtaining an 
injunction to restrain the user of a similar mark in such a 
way as to pass off goods as those of his own. 

Therefore, although the object of the latter part of 
Section 41 probably was, as already pointed out, to prevent 
registration of a trade-mark from conferring rights on its 
registered proprietor in derogation of the common law rights 
of others, that section may have the effect of depriving re- 
gistered proprietors of what would have been their rights, 
both at common law, and in equity, had no provision been 
made for registration of trade-marks. It cannot be doubted 
that a trader who, under the colour of an early invention by 
him of a trade-mark, endeavoured to profit by a later inven- 
tion of a similar mark, (invented and extensively used in 
ignorance of any prior invention), and, with that object, 
passed off his goods as those of the later inventor of the 
mark, would always have been held liable to the latter in 
damages, and could have been restrained by injunction from 
continuing to so act. He could certainly be so restrained 
now, under Section 46, by the proprietor of an unregistered 
trade-mark, but apparently not by a registered proprietor. 

Legal Proceedings. 

47. In any legal proceeding in which the validity 
of the registration of a registered trade-mark conies 
into question and is decided in favour of the proprietor 
of such trade-mark, the Court may certify the same, 
and if it so certifies then in any subsequent legal 
proceeding in which such validity comes into question 
the proprietor of the said trade-mark on obtaining a 
final order or judgment in his favour shall have his 
full costs, charges and expenses as between solicitor 
and client, unless in such subsequent proceeding t^he 
Court certifies that he ought not to have the same. 

The corresponding section of the Act of I90o takes the 
place of a section (7"<v) in the Act of 1883 (introduced by 
section 18 of the Act of 1888) whereby a similar provision 
was made in the case of an action for infringement of a 
registered trade-mark where the right to its exclusive use 
was questioned. 

Now, botli in the United Kingdom, and, here, by virtue 
of this Section, a certificate of the validity of a Trade-mark 
may be given by the Court in any legal proceedings in which 
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such validity is questioned — not merely in an iiction for 
infringement., but also in proceeding's for rectification of the 
register or even where an application for registration of a 
trade-mark is opposed before t,he Court, by the owner of 
a registered trade-mark, the validity of which is contested 
by the applicant. 

Under the repealed Ordinance there existed no means of 
preventing either frivolous oppositions to applications for 
registration, or frivolous contentions as to the validity of a 
registered trade-mark. Such oppositions or contentions 
might have been made hitherto without incurring any 
liability for costs. Now, however, there is full power to 
award costs against an unsuccessful opponent ; and full 
power under this section to direct a complete indemnity to 
be given to the owner of a registered trade-mark against all 
costs and expeuses incurred by him in protecting that trade- 
mark when its validity is questioned in legal proceedings 
a second time. This being so the defendant in an infringe- 
ment action, or the opponent in other legal proceedings 
of the owner of a registered trade-mark, will hesitate be- 
fore raising any question as to the validity of that trade- 
mark. 

48. In any legal proceeding in which the relief 
sought includes alteration or rectification of the regis- 
ter, the Registrar shall have the right to appear and 
be heard, aud shall appear if so directed by the Court. 
Unless otherwise directed by the Court, the Registrar 
in lieu of appearing and being heard may submit to 
the Court a statement in writing signed by him, giving 
particulars of the proceedings before him in relation 
to the matter in issue or of the grounds of any decision 
given by him affecting the same or of the practice of 
the office in like cases, or of such other matters relevant 
to the issues, and within his knowledge as such 
Registrar, as he shall think fit, and such statement 
shall be deemed to form part of the evidence in the 
proceeding. 

It is provided by the last part of Rule 8i* that notice of 
every application to the Court shall be served on the 
Registrar. 

On every appeal against a decision of the Registrar he 
must necessarily have a right to appear, and to be heard in 
support of his decision ; but, in the case of an application 
under Section 35 for rectification of the register, such ap- 
plication must be made direct to the Court ; and, although 
it may be, it is not necessarily, in the nature of an appeal 
against any decision of the Registrar. No provision is made 
in that section for the appearance of the Registrar, and it 
is therefore provided by this later section that he. shall have 
a right to appear, and to be heard, in all cases in which the 
alteration or rectification of the register is sought. He is 
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not bound to appear unless directed by the Court to do so ; 
but, if so directed, he has no alternative but to appear. 

It frequently happens in actions for infringement that 
the Defendant relies upon his ability to prove that the trade- 
mark alleged to have been infringed by him was improperly 
registered, or, for some other reason, ought to be expunged 
from the register. In such a case the Defendant will apply, 
under Section 35, for rectification of the Register by the 
removal therefrom of that mark. If the Defendant's allega- 
tion is that the mark was improperly registered by the 
Registrar, it is obviously necessary, or advisable, lhat the 
Court should be fully informed of the grounds upon which 
the Registrar decided to register the mark. 

This Section is taken verbatim from Section 47 of the 
Home Act of 1905 ; but in this Ordinance there is included 
a Section, 42, which does not appear in the Home Act. 
By that section power is given to the Court to remove a 
trade-mark from the register on proof of piior registration 
in the country of origin. An order for such removal is, of 
course, equivalent to an order for the rectification of the 
register, and therefore the provisions of this Section must 
apply to an application under Section 42. 

The use of the word " includes," in the second line of this 
Section, would make it appear that something else besides the 
rectification of the register must be the subject of the relief 
claimed in order to make the section applicable. It is sub- 
mitter], however, that the intent of the Legislature was, 
clearly, to make the provisions of the section applicable to 
all legal proceedings in which the relief sought is or includes 
alteration or rectification of the register. 

Costs. 

49. In all proceedings before the Court under this 
Ordinance the costs of the Registrar shall be in the 
discretion of, the Court, but the Registrar shall not be 
ordered to pay the costs of any other of the parties. 

As a general rule the Registrar, formerly the Comptroller, 
has always been held to be entitled to his costs, even in 
cases where an appeal against his decision has been complete- 
ly successful. But in some instances, although the appeal 
against his decision has not been successful, his costs have not 
been ordered to be paid. So, in the case of Farhaifuhriken's 
application (r) the appeal of mi applicant for registration, 
whose application had been refused, was dismissed ; but, 
being a test case, without costs. 

It is conceived that where the Registrar, in refusing au 
application, has not exercised his discretion judicially, or 
has acted upon an entirely wrong principle, his costs may 
not be ordered to be paid by a successful appellant against 
his decision. This may be so even if he has exercised his 
discretion so judicially that, on appeal from his refusal to 
register, the Court of first instance has upheld his decision; 
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but where the Court of Appeal has decided the other nay. Section 49 

Or where, on an application to the Court, under Section 9 

(5), an order has been refused, but has been afterwards 
made on appeal. So, in the recent case of California Fig 
Syrup Co's application (w) where the applicants succeeded 
on appeal, the Court of Appeal refused to order the appli- 
cants to pay the costs of the Registrar ; Cozens-Hardy 
M. R. statin? however that this must not be taken to be 
the rule in all cases. 

The question of the right of the Registrar to costs of pro- 
ceedings in which his own decision has been reversed was 
discussed in the case- of Birmingham Small Arms Go's 
application (x) in which case it was held that the Registrar 
had misconstrued a section of the Act. Kekewich J. in that 
case, said: '' The Registrar is a public official occupying a 
" fiduciary position. The general rule of the Court with 
" regard to persons in that position is that they are entitled 
" to their costs so long as they do nothing to disentitle them 
" to costs, and I think I ought to adopt that rule generally. 
" In cases raising some question of that kind, though 
" I could not make the Registrar pay the costs, I certainly 
" should not give any." But, in the case cited, the Regis- 
trar's costs were ordered to be paid because the point raised 
was a new one, "fully deserving judicial consideration." 

And in the case of Shamrock & Co's application (y) tbe 
Registrar was held by Neville J. to be entitled to his costs 
although his decision was reversed on appeal, there being no 
special circumstances warranting his being deprived of costs. 

With regard to the parties, other than the Registrar, to 
proceedings before the Court under this Ordinance, it is 
provided by Section 359 of the Code of Civil Procedure that 

" the costs of every proceeding before the Court 

" shall be in the discretion of the Court ; and the Court 
" shall have full power to award and apportion costs in any 
" manner it may deem proper." This discretion must, 
however, be exercised judicially and upon fixed principles. 
The main principle was stated by Jessel M. Tv. in the case 
of Cooper v. Whittingham (z) thus: — "where aplai.,tiff comes 
" to enforce a legal right and there has been no misconduct 
" ou his part — no omission or neglect which would induce 
" the Court to deprive him of his costs— the Court has no 

" discretion and caanot take away his right to costs 

" It is no answer, where a plaintiff asserts a legal right, for 
" a defendant to allege his ignorance of such right, and to 
" say: 'If I had known of your right I should not have 
" infringed it.' " 

It is a general rule that costs shall follow the event, and 
in the great majority of cases an unsuccessful litigant in an 
action for the infringement of a trade-mark has been ordered to 

(w) (1910) 1 Ch. 130. (x) 24 E. P. C. at p. 568. 

(y) 2-t E. P. G. 659. 

(s) 15 Ch. D. at p. 504. 
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Section 49. pay the costs of the other side ; so also an unsuccessful ap- 

plicant for, or opponent of the registration of a trade-mark, 

or the rectification of the register. But (lie Court Las, in 
the exercise of its discretion, refused costs to a successful 
litigant where it has been of opinion that his conduct in the 
matter has been improper. So in the case of Estcourt v. 
Exiraurt {a.) the defendants who succeeded in the action were 
refused costs because of mis-statements which had been made 
by them in their advertisements and because of the nature 
of t,he business in which they were engaged. See also Lam- 
bert v. Gootlbothj (b). And where a Plaintiff claims more 
than he is entitled to, or makes allegations which he is 
unable to substantiate he may,be refused his costs altogether 
or he may be awarded only a portion of such costs, as was 
done in the case of Daimler Motor Co. v. London Daimler Co. 
(a). 

But in the case of King v. Gillard (d) it was held by the 
Court of Appeal that nntrne statements on their packets was 
not a ground upon which successful Defendants could be 
deprived of their costs. 

In the case of J/nn/r/nniirie v. Youiuj (e) where the plaintiffs 
in a trade-mark action, had charged the defendants with, 
personal fraud, and had claimed substantial damages, al- 
though they succeeded in the action, they were refused costs 
altogether, because the defendants were found to have been 
personally innocent of fraud, and the damages claimed were 
not proved. In the later case of Warsop v. Wawop (f) a 
successful defendant was deprived of his costs because of the 
wrongful use by him of the word "registered " in connection 
with his unregistered trade-mark. 

Where a plaintiff obtained by agreement an injunction 
against the infringement of his trade-mark, but insisted upon 
proceeding with his action for passing off, and failed to suc- 
ceed, he was'iriven his ousts up to the date of the injunction, 
and ordered to pay the Defendant's subsequent costs. Vernon 
v. Bwhtman (//). 

The general rule where there are several issues raised in 
the pleadings in an infringement or passing off action is to 
give the Plaintiff the general co-ts of the action, if he is 
successful as to the main part of it, and to give the Defen- 
dant his costs of and incidental to any issues on which he 
has succeeded. So. in the case of Townsend v. Jarman (h) 
where the Plaintiff failed on one issue, but was otherwise 
successful, he was ordered to pay the costs of that issue with 
a right to set off the amount against his general costs of the 
action, (a) See also Rexlehner v. ApoUinarh Co. (»). 

(«) L. R. Id Ch. 2TC. (») 19 R. I'. C. 283. 
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07) 23 R. P. C. 17. 
(70 17 R. P. C. 649. («) (1897) 1 Ch. 893. 



— 139 



lb. s. 49. 



Ami where, in an action for infringement and passing off Section 49. 

the liaintiff succeeded as to the infringement, but failed as 

to the passing off, the costs were ordered to be treated as if 
there had been separate and distinct causes of action, and two 
statements of chum, the one successful and the other dis- 
missed. Hill v. Thomas, (j). 

The Court has jurisdiction to deal with, and apportion, the 
costs by dividing them into fractional parts in c;ises where 
both parties have partially succeeded in the proceedings. 
So in the ease of Addle// Bourne's /rude-marks (k) where an 
action for infringement, and a motion to rectify, were heard 
together, the ensis of both parties were added together and 
divided into fifths. And in the earlier case of Findlaler v. 
Newman (I) where the plaintiffs were partially successful 
the defendants were ordered to pay one third only of the 
I'laintiff's costs. In the case, also, of Gauihorp v. Mason 
(m) where in an action and counterclaim there were several 
issues, and the Plaintiffs succeeded in one only, and the costs 
of the different issues were fairly equal, the Plaintiffs were 
ordered to pay half the costs of the action. 

Evidence. 

50. In any proceeding under this Ordinance before Mode of 
the Eegistrar or the Governor, the evidence shall be f^ence. 
given by statutory declaration in the absence of direc- 
tions to the contrary, but in any case in which he shall 
think it right so to do, the Eegistrar or the Governor 
may (with the consent of the parties) take evidence 
vivd voice in lieu of or in addition to evidence by 
declaration. Any such statutory declaration may in 
the case of appeal be used before the Court in lieu of 
evidence by affidavit, but if so used shall have all the 
incidents and consequences of evidence by affidavit. 

In case any part of the evidence is taken vivd voice 
the Eegistrar or the Governor shall in respect of requir- 
ing the attendance of witnesses and taking evidence on 
oath be in the same position in all respects as a Special 
Eeferee of the Supreme Court. 

By rule 78 the Registrar has power to dispose with 
evidence on being satisfied that, from any reasonable cause, 
evidence on any particular matter cannot be produced. 

The corresponding Section in the Home Act is worded in 
precisely the same way as this Section, except that, here, 
" the Governor " is substituted for "the Board of Trade." 

The express power given to the Board of Trade (and in 
this Colony to the Governor) to take evidence on oath pro- 
bably has reference to the dictum of Chitty J. in the case of 
Trade Mark '-Normal" (») in which he says that the 
Board of Trade ; ' knowing their limited powers, bearing in 

(J) 23 E. P. C. 375. 
(70 20 R. P. C. 106. (0 19 E. P.O. 249. 
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" mind that tbey cannot administer the oath, bearing in 
" mind the non-publicity of their proceedings, will, in the 
" exercise of their discretion, refer to the Court all cases of 
" difficulty and complexity." Although the powers of the 
Board of Trade have now been extended by the Home Act, 
they are still entitled, under Section 59 of the Act, to refer 
all appeals to the Court, and will doubtless continue to do 
so iu matters of difficulty or complexity. No such power is 
however, given to the Governor under this ordinance. 

The position of a special Referee of the Supreme Court as 
regards requiring the attendance of witnesses, and taking 
evidence on oath, is set out in Section 553 of the Hongkong 
Code of Civil Procedure (Ordinance No. 3 of 1901), by 
which it is provided that a special Referee shall be deemed 
to be an officer of the Court, and that " evidence shall be 
" taken at the trial " before him " and the attendance of 
" witnesses may be enforced by subpoena, and the trial shall 
" be conducted in the same manner, as nearly as circum- 
" stances will admit, as trials are conducted before the 
" Court." 

A " Statutory "Declaration" is defined by Section 20 of the 
Interpretation Ordinance 1897 to mean "a declaration made 
" by virtue of the Statutory Declarations Act, 1835, of the 
" Imperial Parliament or of the Statutory Declarations 
" Ordinance 1893." 

51. Printed or written copies or extracts of or from 
the register, purporting to be certified by the Registrar 
under his seal, shall be admitted in evidence in all 
courts, and in all proceedings without further proof 
or production of the original. 

52. A certificate purporting to be under the hand 
of the Registrar as to any entry, matter, or thing 
which he 'is authorised by this Ordinance, or rules 
made thereunder, to make or do, shall be primd facie 
evidence of the entry having been made, and of the 
contents thereof, and of the matter or thing having 
been done or not done. 

Powers and Duties of Registrar of Trade-Marks. 

53. Where any discretionary or other power is 
given to the Registrar by this Ordinance, or rules made 
thereunder, he shall not exercise that power adversely 
to the applicant for registration or the registered pro- 
prietor of the trade-mark in question without (if duly- 
required so to do within the prescribed time) giving 
such applicant or registered proprietor an opportunity 
of being heard. 

By Section 12 (S) the Registrar is given a discretion to 
accept, or refuse, an application for registration, or to accept 
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it subject to conditions, amendments, or modifications. But Section 53. 

as KeKewich ,). said in the case of Hirmingham /Small Arms 

Go.'s Application (p). " It is not au absolute discretion 
" vested in him to do as he pleases. Of course, he does 
" not wish or intend to exercise it arbitrarily. He is not left 
" to conclude from authority or practice what ought to be 
" done, but he is to exercise his discretion 'subject to the 
" ' provisions of this Act' ". Nevertheless, as the same 
learned Judge said in an earlier part of his judgment in the 
case cited ; — " there is a discretion vested in the Registrar 
" which, although open to review, is nevertheless intended 
" to be exercised by him, and is exercised by him, in a 
" judicial manner, and which, therefore, ought not to be 
" readily upset .... the Registrar has necessarily a very 
" much larger experience of what is confusion, and t\hat is 
" not, and is continually hearing objections and answers to 
" objections of that character, and one ought not to depart 
"readily from his conclusion." 

In an earlier case (p) Farwell, L. J. also stated that the 
discretion formerly vested in the Comptroller, now in the 
Registrar, which was ''to be exercised judicially, like all 
" other judicial discretions," ought not to be overruled 
unless the Court was clearly of opinion that it had been 
wrongly exercised. 

Because of the fact that the decision of the Registrar, in 
the exercise of his discretion, will not be readily overruled ; 
and because such discretion must be exercised by him in a 
judicial manner, it is rendered imperative upon him, by this 
Section, and by Rule 65, that he should not exercise his 
discretion adversely to an applicant, or registered proprietor, 
without first hearing, and weighing judicially, all that may 
be said against his own views. The Registrar may not, 
therefore, simply give notice to an applicant for registration 
that he refuses, or is unable to accept, the application, but 
he must, in the first instance, merely, give notice of such 
objections as appear to him to render the mark unregis- 
trable. It is provided by Rule 66 that the applicant, if he 
wishes to proceed with his application, must then make an 
application for a hearing " within one month from the date 
" when the matter on which the Registrar is called on to 
" exercise discretionary power has arisen," this being, ap- 
parently, within one month from the date of the application 
for registration. A time is then fixed by the Registrar for 
the hearing, and ten days' notice of such time is given to the 
applicant, wlio must, within five days afterwards, notify the 
Registrar whether or not he intends to be heard on the 
matter. 

Rule 66 appears to conflict with the earlier rule, 28, which 
provides that the Registrar, after considering an application 
for registration, shall sand a statement to the applicant of 
any objections which may appear, and that " unless within 

0) (.1907) 2 Ch. at p. 402. 
(p) Booth Distillery Co'e. application 21 E. P. C. 18. 
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Section 53. " three months the applicant applies for a hearing he shall 

" be deemed to have withdrawn his application." It would 

seem, therefore, that an applicant is nor, absolutely bound to 
apply for a hearing within the time stated in Rule 06, not- 
withstanding the use of the word "shall" in that rule, but 
may apply for such hearing within three mouths from the 
date of his receiving the Registrar's statement of objections. 
It is advisable, however, that Le should not run the risk which 
a delay of over a month might entail. Still, the Registrar 
has full power, under Rule 80, to enlarge the time for taking 
any step, even though the prescribed time has expired ; and 
he would certainly exercise this power when there existed 
any doubt as to the correct time for doing any act. 

In cases in which the Registrar has no discretion, in the 
first instance, to accept or refuse an application, as in the 
case of a trade-mark which he is not empowered to register 
except by order of the Governor or the Court, no rules have 
been made under this Ordinance as to the course to be 
pursued ; but, under the Home Rules, the Registrar, after 
searching the register, is required to notify the applicant 
whether there are, or there are not, " on record, any marks 
" for the same goods or description of goods identical with 
" the mark applied for or so nearly resembling it as to be 
" calculated to deceive." The applicant is then required, 
within one month from the receipt of such notification, to 
send to the Registrar in writing a case stating at length the 
grounds on which he relies in support of his application. 
This case is then sent to the Board of Trade, if the applicant 
desires that an order be obtained from that body ; or, if he 
desires an order of Court, he is required to bring the matter 
before the Court by motion. 

Doubtless the rules made under this Ordinance will shortly 
be amended by the addition thereto of rules similar to those 
made under the Home Act ; for, until this is done, and until 
the suggested amendment has been made to Section 12 (2), 
an applicant is in the unpleasant position of not knowing 
what course to pursue for the purpose of obtaining registra- 
tion of " any other distinctive mark," an application for the 
registration of which the Registrar has no discretion to 
accept or to refuse. 

Rules 25-30 as to the method of procedure in the case of 
applications for registration which the Registrar has a 
discretion to accept or to refuse, and Rules 65-67 which 
relate to his discretionary power, cannot apply to the case 
of an application for registration of a trade-mark fallin"- 
within Section 9 (5), unless and until a notice of application 
has been sent in, and an order to proceed made. "When, 
however, the application is opposed, the Registrar has the 
same discretion as in ordinary cases, and may refuse an 
application for registration notwithstanding the fact that 
an order has been made that the trade-mark be deemed 
distinctive. This was done recently by the Registrar in 
the case of Joseph Cresfield , s Application (q) where an order 

(?) (1910) 1 Ch. 118. 
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had been obtained by the applicants from the Hoard of Section 53. 

Trade directing the Registrar to proceed with the registration ' 

of their trade-mark, the word " perfection," the Registrar 
did so proceed, but, the application being opposed by rival 
manufacturers, it was eventually refused by the Registrar, 
whose decision was affirmed by the Court, and subsequently 
by the Court, of Appeal (r). 



lb. s. Bi. 



54. Except where expressly given by the provisions Appeal from 
of this Ordinance or rules made thereunder there Registrar, 
shall be no appeal from a decision of the Registrar 
otherwise than to the Governor, but the Court, in 
dealing with any question of the rectification of the 
register (including all applications under the provi- 
sions of Section 35 of this Ordinance), shall have 
power to review any decision of the Registrar relating 
to the entry in question or the correction sought to 
be made. 

It is difficult to understand the utility of the earlier part 
of the provisions of this section, having regard to the fact 
that, under this Ordinance and under the Rules, no appeal 
lies to the Governor which cannot be brought before the 
Court. Under Section 32 of the Act of 1905 an appeal from 
the decision of the Registrar with regard to an application 
for correction of the Register lies to the Board of Trade only. 
By the section of this Ordinance corresponding to that 
section such an appeal can only be made to the Court. In 
England, by Section 59 of the Act, the Board of Trade may 
refer any appeal to the Court. No such provision exists in 
this Ordinance ; but, as before stated, all appeals may be 
made direct to the Court. 

It is, perhaps, to be regretted that the provisions of 
Section 59 of the Act of 1905 have not been incorporated 
in this Ordinance, and that a discretion has not thereby 
been given to the Governor to refer to the Court an appeal, 
or application, which a party, entitled to do so, has elected 
to bring before the Governor. It was pointed out .many 
years ago by Chitty, J. in the case of "Trade-mark 'Normal' " 
(s), that, in trade-mark matters in which an appeal lay to 
the Board of Trade, that tribunal would '' in the exercise of 
" their discretion refer to the Court all cases of difficulty 
" and complexity." Here, however difficult and complex a 
case may be on which an applicant has elected to appeal to 
him, the Governor has no discretion given him to refer it to 
the Court, but must arrive at a final decision on the matter 
himself, (although before doing so he would doubtless seek 
the assistance of the law officers of the crown). When that 
decision has been given no further appeal can be made, for 
no power whatever has been conferred on the Court to 
review a decision of the Governor. 

(r) (1910) 1 Oli. 130. Os) 35 Ch. D. at p. 235. 
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Section 54. 



Recognition 
of agents. 
lb. s. 55. 



The power given to the Court by the latter part of this 
section to review any decision of the Registrar, in dealing 
with any question of the rectification of the register, enables 
the Court to reconsider, otherwise than on appeal, the 
question as to whether or not a trade-mark was properly 
registered. And this even though an opponent to such 
registration had neglected to appeal against the Registrar's 
decision, and that opponent was a party to the subsequent 
proceedings in which the question arose before the Court (t). 
Where, however, on an opposed application for registration, 
the matter had been brought before the Governor, or the 
Court, by way of appeal from the Registrar's decision, it 
would seem to be most doubtful whether the same question 
could be raised again before the Court by the same parties, 
on an application to rectify the register {u). Ttiis section, 
at any rate, does not enable such being done ; for it merely 
gives power to the Court to review a decision of ihe Regis- 
trar — not that of the Court itself, nor of the Governor. 

55- Where by this Ordinance any act has to be 
done by or to any person in connection with a trade- 
mark or proposed trade-mark or any procedure relating 
thereto, such act may under and in accordance with 
rules made under this Ordinance be done by or to an 
agent of such party duly authorised in the prescribed 
manner. 

This section is of considerable importance to the owners 
of trade-marks . in Europe, who desire to register those 
marks in this Colony. By Rule 10 it is provided that any 
application for registration, and an opposition to registration, 
may be made by or through an agent, on whom service of 
any document relating to the trade-mark shall be deemed 
sufficient. 

It is still, however, necessary that an application for 
registration shall be accompanied by a statutory declara- 
tion, and that such declaration should be made by the 
applicant in person, or in tbe case of a corporation, by a 
Director, the Secretary, or other principal officer of tbe 
Company, in the manner prescribed by Rule 85. 

The corresponding rule in the Trade-Mark Rules, 1906, 
made under the Home Act, requires a person appointing an 
agent to sign an express authority in writing to that effect 
in a certain form ; and it provides that the Registrar shall 
not be bound to recognise certain persons as agents. In 
Hongkong, where the representatives of the owners of 
trade-marks in Europe, or their Solicitors, are either 
personally- known to the Registrar, or their status in the 
Colony may be ascertained by him without difficulty, it has 
not been considered necessary to make provisions similar to 



(t) Trade-Mark 'Normal,' 35 Ch. D. 231. 

O) (See notes to Section 14) and c/f Arbenz Application, 35 Ch. 
D. 248. 
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'those of the Home rule ; all that is necessary here being Section 55. 

that the Registrar shall be satisfied that the agent is July 

Authorised (r). It must be assumed, however, that the 
Registrar will require some evidence of the authority of 
the agent ; although, possibly the mere fact that a person, 
representing himself to be a duly authorised agent, produces 
his principal's statutory declaration in support of the 
application, may be considered sufficient — at any rate for 
'the purpose of an application for registration. 

Rules. 

56. — (1) Subject to the provisions of this Ordinance Power of 
the Governor-in-Council may from time to time make "loountiHo 
.such rules, prescribe such forms and generally do such make rules. 
-things as he thinks expedient, — 2h - s - G0 - 

(a) For regulating the practice under this 
Ordinance : 

(b) For classifying goods for the purposes of 
registration of trade-marks : 

(c) For making or requiring duplicates of 
trade-marks and other documents : 

(d) For securing and regulating the publishing 
and selling or distributing, in such man- 
ner as the Governor-in-Council thinks 
fit, of copies of trade-marks and other 
documents : 

(e) Generally, for regulating the business of 
the office in relation to trade-marks and all 
things by this Ordinance placed under the 
direction or control of the Registrar. 

(2) Eules made under this section shall, whilst in 
force, be of the same effect as if they were contained 
in this Ordinance. 

(3) Any rules made in pursuance of this section 
shall be forthwith published in the Gazette. 



c. 15 s. 61. 



Fees. 

57. There shall be paid in respect of applications and Fees, 
registration and other matters under this Ordinance r ' 
such fees as may be prescribed by the Governor-in- 
Council and a list of such fees shall forthwith be 
published in the Gazette. 

The fees here referred to are sot out in the First Schedule 
to the Rules made under this Ordinance — infra p. 



(v) See Interpretation oi terms in Rule 2. 
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Section 58. 

Standard- 
ization 
trade-marks. 
lb. s. 62. 



Special Trade- Marks. 

58. Where any association or person undertakes 
the examination of any goods in respect of origin, 
material, mode of manufacture, quality, accuracy, or 
other characteristic, and certifies the result of such 
examination by mark used upon or in connection with 
such goods, the Governor-in-Council may, if he shall 
judge it to be to the public advantage, permit such 
association or person to register such mark as a trade- 
mark in respect of such goods, whether or not such 
association or person be a trading association or trader 
or possessed of a goodwill in connection with such 
examination and certifying. When so registered such 
trade-mark shall be deemed in all respects to be a 
registered trade-mark, and such association or person 
to be the proprietor thereof, save that such trade-mark 
shall be transmissible or assignable only by permission 
of the Governor-in-Council. 

By Section 2a" trade-mark " is defined to be a mark 
used " fur the purpose of indicating the goods of the 
" proprietor of such trade-mark by virtue of manufacture, 
" selection, cerlifiralion, dealing with, or offering for sale." 

A murk which merely indicates that the goods to which 
it is affixed have been examined, and are certified to be of 
the description and quality which they purport to be, but 
may nevertheless not be the goods of the proprietor of the 
mark, cannot be said to come within the definition of a 
trade-mark in Section 2. It is probable, however, that the 
word "certification" was used in that definition with the 
object of including within the meaning of a trade-mark one 
invented, and used, merely for the purpose of certifying the 
origin, cli^racter, or quality, of the goods to which it might 
be affixed. 

The principal object of the Trade-Marks Acts being for 
the protection of the public, it can be well understood that 
a trade-mark used for the purpose of certifying the result of 
an expert, examination of goods must be of considerable 
value to would-be purchasers of such goods. For this reason 
it has been expressly enacted by this Section, and by Section 
62 of the Home Act, that not only may a trade-mark be 
registered which serves to distinguish the goods of its 
proprietor from those of all other persons, but a mark may 
also be registered as a trade-mark which serves to denote 
nothing more than the character, quality, or origin of the 
goods to which it is affixed. But, before such a trade-mark 
can be registered, it is necessary that the fiovcrnor-in- 
Conncil should be satisfied that it ist<> the public advantage 
that the mark should be registered ; and, of course, that its 
proprietor is a person who is l<nown to have undertaken, 
and to be capable of making, an expert examination of 
the goods. 
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As a trade-mark of this description is unconnected with Section 58. 

the goodwill of any particular business, but is connected — 

only with the person of its proprietor, no common law rights 
can attach to it. It cannot therefore be the subject of an 
assignment or transmission ; but, as is provided by the latter 
part of this Section, it may be assigned or transmitted by 
permission of the Governor-in-Council, and not otherwise. 

The right to apply for registration of a standardization 
trade-mark is confined by this Section to "any association 
■" or person." What is intended by the word association is 
not at all clear, although it might possibly have been meant 
to include either a partnership or a company. But the 
word has been construed to mean a company as distinguished 
from an ordinary partnership, James, L.J., saying, in the 
case of Smith v. Anderson (•//■) " I cannot understand what 
" is the difference between a company and an association. 
" .... A company or association (which I take to be 
" synonymous terms) is the result of an arrangement by 
" which parties intend to form a partnership which is 
" constantly changing," as distinguished from an ordinary 
partnership "essentially composed of the persons originally 
" entering into the contract with one another." 

It would, however, seem probable that the meaning of the 
term, as used in this Section, is that which was ascribed to 
it by Cotton, L.J., in the case cited (p. 282); — "a number 
" of persons, or a number of firms, joining themselves 
" together for the purpose of carrying on a particular 
" adventure," and not necessarily, therefore, either a com- 
pany or an ordinary partnership. Taking this to be the 
meaning, a number of persons or firms might form them- 
selves into an "association," but not a company, for the 
purpose of undertaking the examination of certain kinds of 
goods, entirely apart from their own ordinary business. 
Such an association would not continue to exist after the 
death, or retirement, of its members, and there could be no 
transmission of a trade-mark to their successors (if any), 
without the permission of the Governor-in-Council, who 
would have to be satisfied that such a transmission was to 
the public advantage. 

Offences. 

59. If any person makes or causes to be made a Falsification 
false entry in the register kept under this Ordinance of entries m 

i*po*istsr 

or a writing falsely purporting to be a copy of an entry jff s 66 \ 
in any such register, or produces or tenders or causes 
to be produced or tendered in evidence any such 
writing, knowing the entry or writing to be false, he 
•shall be guilty of a misdemeanour. 

A person who commits an offence, and is prosecuted for a 
misdemeanour, under this Section, may also have rendered 



(w) 15 Oh. D. at p. 273. 
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Section 59. 



Penally on 
falsely 
representing 
a trade-mark 
as registered. 
lh. s. 67. 



himself liable to be prosecuted under the Merchandize 
Marks Ordinance, 1890 for the offence of applying a false- 
trade description to goods. 

The fact of any proceedings having been taken under 
this Ordinance does not prevent proceedings being also taken 
under the Merchandize Marks Ordinance ; nor does the fact 
of a prosecution having been instituted under the latter 
Ordinance prevent proceedings being taken, at any time,, 
and of any description, under this Ordinance (x). 

60. — (1) Any person who represents a trade-mark 
as registered in Hongkong which is not so shall be 
liable for every offence on summary conviction to a 
fine not exceeding fifty dollars. 

(2) A person shall be deemed, for the purposes of 
this Ordinance, to represent that a trade-mark ia 
registered in Hongkong, if he uses in connection with 
the trade-mark the words " registered in Hongkong," 
or any words expressing or implying that registration- 
has been obtained in Hongkong for the trade-mark. 

In addition to the penalty which may be inflicted under 
this section upon a person who wrongly represents a trade- 
mark to have been registered in Hongkong, he may possibly 
be held to be precluded from afterwards actually obtaining 
registration of his trade-mark. In the case of Altaian's 
Application (,y) an application for registration was refused by 
the Comptroller upon the ground that the applicant had 
previously used the mark coupled with the words " registered 
trade-mark." Upon appeal however, it was proved that in 
so doing the applicant had made a bond fide mistake and 
the Court ordered the registration to be proceeded with. 
Similarly, in Lyle and Kinahan's Application (z) where a 
bond fide mistake had been made in the use of the word 
"registered" before actual registration the Court ordered 
the registration to be proceeded with. It is probable, how- 
ever, that if no bona fide mistake is made, the wrongful use 
of the words "registered in Hongkong," or of other words 
indicating that a trade-mark lias been registered will be a 
bar to a subsequent application to register. Such words 
must not be used until the certificate of registration has 
been obtained. 

In the case of Warsop v. Warsop (a) an action for 
infringement was dismissed but the Defendant was deprived' 
of his costs by reason of his wrongful use of the word 
"registered." 



(a) Vide Section 17 (1) of M. M. Ordinance, 1890 infra p. 

(y) 21 R. P, C. 753. (» 24 R. P. C. 249. 

O) 21 E. P. C. 481. 



— 149 — 

The use of the words " trade-mark," in connection with a Section 60. 

mark which has not been registered, does not necessarily 

imply that the mark lias been registered so as to constitute 
an offence under this section. This was so held by Stirling, 
.1. in the case of Sen Sen Co. v. Britten (b), in which he' 
pointed out that the effect of the Trade-Marks Acts was not 
to deprive a person of his right to a trade-mark, unless he 
registered it, but merely to prevent him from suing lor the 
infringement of an unregistered mark; and he said that, 
although the use of the words " trade-mark " are susceptible 
of the meaning that the mark has been registered, such 
words do not necessarily have that meaning. 

Royal Arms. 

61. If any person, without the authority of His Unauthorised 
Majesty, uses in connection with any trade, business, ^ Eoyai° n 
calling, or profession, the Royal Arms (ov arms so Arms, 
closely resembling the same as to be calculated to 5 ??*■!, 
deceive) in such manner as to be calculated to lead to °' s ' 
the belief that he is duly authorised so to use the 
Eoyal Arms, or if any person without the authority of 
His Majesty or of a member of the Royal Family/uses 
in connection with any trade, business, calling, or 
profession any device, emblem, or title in such manner 
as to be calculated to lead to the belief that he is em- 
ployed by or supplies goods to His Majesty or such 
member of the Royal Family, he may, at the suit of 
any person who is authorised to use such arms or 
such device, emblem, or title, or is authorised by the 
Governor to take proceedings in that behalf, be 
restrained by injunction or interdict from continuing 
so to use the same: Provided that nothing in this 
section shall be construed as affecting the right, if 
any, of the proprietor of a trade-mark containing any 
such arms, device, emblem, or title to continue to 
use such trade-mark. 



The unauthorised use of the Royal Arms, or of the word 
"Royal," bv reason whereof the public might be misled into 
the belief that the person using the same enjoys Royal 
patronage, is expressly prohibited by this Section. And by 
Rule 12 it is provided that the Registrar shall not register 
any trade-mark in which there appears : (1), representations 
of any member of the Royal Family ; (2), the Royal Arms 
or Royal crests, or arms or crests so nearly resembling them 
as to lead to mistake ; (3), representations of British Royal 
Crowns ; (4), representations of British National flags ; (5), 
the word ' Royal,' or (6), any other words, letters, or devices, 
calculated to lead persons to think that the applicant has 
Royal patronage or authorisation. 

(J) (1899) 1 Ch. 692. 
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Section 61. The Rule referred to, which, with the other Rules relating 

to " registrable trade-marks," is copied word for word from 

Rule 12 of the Rules made under the Home Act, contains 
a proviso to the effect that nothing contained in the Rule 
shall preclude the Registrar from allowing registration as an 
'' old mark " of any mark which was capable of being so 
registered prior to this Ordinance coming into force. Under 
the former Trade-Marks Act, as pointed out in the notes to 
Section 19 (c) many devices were expressly made regis- 
trable as trade-marks because of the fact that flipy had 
been used prior to the 13th August, 1876 (and therefore 
termed 'old marks'), which would not otherwise have been 
registrable, in consequence of their resemblance to other 
trade-marks already on the register. The repealed Ordinance 
of this Colony contained no reference to marks in use prior 
to the 1:5th August, 1875 except such as consisted only of a 
word or words, letters, or fibres, or all y combination there- 
of. Those were the only kind of marks which, prior to this 
Ordinance coming into operation, could be deemed to possess 
the status of " old marks " — no others were formerly 
registrable as such. This being so, it is difficult to 
understand the utility of the proviso to the latter part of 
Rule 12 of the Rules made under this Ordinance, although 
it is easy to understand the utility of the similar proviso 
in the Rule made under the Home Act. 

It is, however, suggested as possible that it might be held 
that the power ttiven to the Governor, under Section 6 of 
the repealed Ordinance, to register two or more parties as 
proprietors of identical trade-marks, if satisfied that they 
were entitled thereto, was mainly intended to have reference 
to a similar power conferred upon the Comptroller by the 
Act of 1883 in the case of "old marks." If this were so 
held, the proviso to Rule 12 might be considered to be 
useful, as entitling the Registrar to register any of the 
symbols objected to in the Rule, if comprising a trade-mark, 
or part of a* trade-mark, which, formerly, the Governor 
might properly have oensidered to be registrable in conse- 
quence of it having been used prior to the 13th August, 
1875. The power of the Governor to register two or more 
parties as proprietors of identical trade-marks was not 
restricted, under the repealed Ordinance, to the registration 
of " old marks." 

In ordinary cases in which an injunction can be obtained ' 
to restrain the use of a trade-mark, an action only His by a 
person who has suffered, or is likely to suffer, damage to 
himself or his trade by such use. By this Section, anyone 
who is authorised to use the Royal Arms, or any device, 
emblem, or title, from the use of which an inference may 
be drawn that he enjoys Royal patronage, is expressly 
empowered to take legal proceedings to prevent any 
unauthorised use thereof ; or the Governor may appoint 
some person for the purpose of taking such proceedings. 

(c) supra, p. 54. 
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No person, however, who is the proprietor of a trade-mark Section 61. 

which has been properly registered, or is registrable, or ■ 

which, otherwise, he has a right to use, can be proceeded 
against under this Section. 

In addition to the liability of a person, under this Section, 
to civil proceedings, he is also liable, under Section 18 of 
the Merchandize Marks Ordiuance, to be piwecuted for 
falsely representing that he enjoys Royal patronage, or the 
patronage of this Government. 

The prohibition in the Rules against the registration of 
"representations of the Royal Crown," does not prevent the 
registration of every form of crown, but only representations 
of the Crown as it appears on the Royal Arms, that is to 
say, a circlet surmounted by two arches. It nevertheless 
appears to have been the practice in England to refuse to 
register a trade-mark which consisted wholly or in part of 
the representation of a crown in any way resembling that of 
the Royal Crown. But, so long as it is entirely different 
from the Royal Crown, another kind of crown, or a coronet, 
may form a registrable trade-mark ; Kbnig and EblutrdCs 
Application (d). 

The mere fact that one person is authorised, or is other- 
wise entitled, to use the representation of the Royal Arms 
in his trade-mark does not entitle him to maintain an action 
against another person for 'passing off," because of the use 
by the latter of a similar representation. If the former is 
authorised to use the Royal Arms, he is entitled, under this 
Section, to take proceedings for an injunction to restrain 
the unauthorised use of those Arms by another; but, if he 
is merely entitled to use a representation of the Royal Arms, 
by virtue of the fact that he has continuously used the same 
as part of an " old mark," he cannot claim a right to the 
•exclusive use thereof, nor complain of the use by another 
person of a similar representation. This was so held in the 
•case of Hubbock v. Brown («). 

In Eugland, an association was formed, and was incor- 
porated by Royal Charter, in 1907, for the express purpose 
of enabling proceedings to be taken by that body, under 
Section 68 of the Home Act, to prevent the unauthorised 
assumption or use of the Royal Arms, etc., and the 
association was also by warrant expressly authorised to use 
the Royal Arms. 

In the following year an action was brought by that 
association for an injunction to restrain the defendants from 
using a device containing (among other things) the Royal 
quarterings and crown, and a lion and unicorn. There was 
a distinct difference between the device and the actual 
respresentation of the Royal Arms, but the Defendants were 
nevertheless restrained by injunction from continuing to use 
such device. Royal Warrant Holders Association v. Slade 
<& Go. (/)■ 

(<0 (1896) 2 Ch. 236. (e) 17 R. P. C. 118 and 638. 

(/) 25 K. P. C. 245. 
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In the recent case of Royal Worcester Corset Co.'s applica- 
tion, (g), in which the applicants were an American Company,, 
it was held that registration of the words "Royal Worcester" 
ought, co be refused because of the suggestion, in the use of 
the word "Royal," that the applicant company enjoyed 
Royal patronage, which it was not suggested it enjoyed. 

In another action which was brought by The Royal 
Warrant Holders Association against E. J. Kitson, Ld. (h) 
an injunction was claimed to restrain the Defendants from 
using the representation of the Royal Arms over their shop, 
and the words "By Eoyal Appointment" on their labels.. 
The Defendants at first contested the action on the ground 
that they were the successors of a firm who had a Royal 
appointment to the Duchess of Kent and Princess (after- 
wards Queen) Victoria in 1834. Eventually, however, 
they admitted that tiiey had no right to use the Royal Arms 
and the words complained of. and an injunction was 
accordingly granted to restrain them from so doing. 

In this case the I 'lain tiffs insisted upon the matter being 
dealt with coram publico and not, as the Defendants desired, 
before a master in Chambers. It was held that the Plaintiffs 
were amply justified in so insisting. 

Repeal of Previous Enactment. 

62. The Trade-Marks Ordinance, 1898, is hereby 
repealed and all rules made thereunder are hereby 
revoked as and from the first day of April, 1910: 
Provided always that the provisions of that Ordinance 
shall apply to all such applications as may be pending 
at the date of the commencement of this Ordinance. 

63. The Governor may appoint the Registrar under 
this Ordinance immediately after the passing hereof, 
and thereafter all matters and things hitherto trans- 
acted and doije by the Colonial Secretary under the 
Trade-Marks Ordinance, 1898, and all rules made 
thereunder may be transacted and done by the Regis- 
trar, but in all other respects this Ordinance shall 
come into operation on the first day of April, 1910, 
which shall be deemed to be the date of the com- 
mencement of this Ordinance. 

Passed the Legislative Council of Hongkong, this- 
9th day of December, 1909. 

C. Clementi, 

Clerk of Councils. 

Assented to by His Excellency the Governor, the 
10th day of December, 1909. 

F. H. May, 

Colonial Secretary. 



(?) (1909) 1 Ch. 459. 



(/t) (26 R. P. C. 157). 
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Published in the Government Gazette of the 
7th January, 1910. 

Government Notification No. 6. 



Rules made by the Governor-in-Council 
under the provisions of Section 56 of the Trade- 
Marks Ordinance, 1909 (Ordinance No. 40 of 
1909), this 5th day of January, 1909. 

Preliminary. 

1. These Rules may be cited as the Trade-Marks Rules, Preliminary. 
1910 and they shall come into operation on the 1st day of 

April, 1910. 

Interpretation. 

2. In the construction of these Rules any words herein Interpre- 
used the meaning of which is defined in the Trade-Marks tatvon - 
Ordinance, 1909, shall have the meaning therein assigned 

to them. 

" The Ordinance " shall mean the Trade-Marks Ordi- 
nance, 1909. 

"Agent" shall mean an agent duly authorised to the 
satisfaction of the Registrar. 

"Old mark" shall mean a trade-mark which is registered 
in the United Kingdom as a mark which was used by the 
owner or his predecessors in business before the 13th 
August, 1875. 

Fees. 

3. The fees to be paid in pursuance of the Ordinance Fees, 
shall be the fees specified in the First Schedule to these 
Rules. Such fees shall be paid by adhesive stamps to be 
cancelled by the Registrar. 

Forms. 

4. The forms herein referred to are the forms contained Forms. 
in the Second Schedule to these Rules, and such forms 

shall be used in all cases to which they are applicable, and 
shall be modified as directed by the Registrar to meet 
other cases. 

Classification of Goodh. 

5. For the purposes of trade-marks registration and of Classification, 
these Rules goods are classified in the manner appearing in of goods, 
the Third Schedule hereto. 
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If any doubt arises as to what class any particular 
description of goods belongs to, the doubt shall be deter- 
mined by the Registrar. 

Documents. 

6. Subject to any other directions that may be given by 
the Registrar, all applications, notices, counter-statements, 
papers having representations affixed, or other documents 
required by the said Ordinance or by these Rules to be left 
with or sent to the Registrar shall be upon foolscap paper 
of a size of approximately 13 inches by 8 inches, and shall 
have on the left hand part thereof a margin of not less than 
one inch and a half. 

7. Any application, statement, notice, or other document 
authorised or required to be left, made or given at the 
Office of the Registrar, or to or with the Registrar, or with 
or to any other person may be sent through the post by a 
registered prepaid or official-paid letter; any document so 
sent shall be deemed to have been delivered at the time 
when the letter containing the same would be delivered in 
the ordinary course of post, and in proving such service or 
sending, it shall be sufficient to prove that the letter was 
properly addressed and registered. A letter addressed to a 
registered proprietor of a trade-mark at his address as it 
appears on the register or address for service, or to any 
applicant for or person opposing the registration of a trade- 
mark at the address appearing in the application or notice 
of opposition or given for service sis hereinafter provided 
shall be deemed to be sufficiently addressed. 

8. Where any person is by the Ordinance or these Rules 
bound to furnish the Registrar with an address the following 
provisions shall apply : — 

The address given shall in all cases be as full as possible, 
for the purpose of enabling any person easily to find the 
place of business of the person whose address is given. 

When a person does not reside in a town with streets, 
the Registrar may require the address to include all indica- 
tions which he thinks necessary for such purpose so far as 
it can be obtained. 

When an applicant resides in a town where there are 
streets, the address given shall include the name of the 
street, and the number in the street or name of premises, 
if any. 

9. Every applicant for the registration of auy trade- 
mark, and every opponent to such registration, and every 
agent, who does not reside or carry on business in Hong- 
kong, shall, if so required, give an address for service in 
Hongkong, and such address may be treated as the actual 
address of such applicant, opponent, or agent for all purposes 
connected with such application for registration or the 
opposition thereto. 
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The Registrar may require the proprietor of a registered 
trade-mark who does not reside or carry on business within 
Hongkong to give an address for service within Hongkong, 
and such address may be treated as the actual address of 
the proprietor for all purposes connected with such trade- 
mark. 

Agents. 

10. An application for registration and an opposition Agents, 
to registration and all other communications between an 
applicant, and an opponent and the Registrar, and between 
the proprietor of a registered trade-mark and the Registrar, 
or any other person, may be made by or through an agent. 
In. case any proprietor of a registered trade-mark shall 
appoint such an agent, service upon such agent of any 
document relating to such trade-mark shall be deemed to 
be service upon the person so appointing him, and all com- 
munications directed to be made to such person in respect 
of such trade-mark may be addressed to such agent. 



Registrable Trade-Marks. 

11. The Registrar may refuse to accept any application Registrable 
upon which the following appear : — trade-marts. 

(a). The word " Patent," " Patented," or " By Royal 
Letters Patent," " Registered," " Registered De- 
sign," "Copyright," "Entered at Stationers' 
Hall," "To counterfeit this is forgery," or words 
to like effect. 

(&). Representations of Their Majesties or of any 
member of the Royal Family. 

12. Representations of the Royal Arms or Royal crests, Royal Arms, 
or arms or crests so nearly resembling them so as to lead 

to mistake, or of British Royal crowns, or of the British 
national flags, or the word Royal or any other words, letters 
or devices, calculated to lead persons to think that the 
applicant has Royal patronage or authorisation, may not 
appear on trade-marks, the registration of which is applied 
for. Provided always that nothing contained in this Rule 
shall preclude the Registrar from allowing the registration 
as an " old mark," of any mark which was capable of being 
so registered before the Trade-Marks Ordinance, 1909, came 
into operation. 

13. Where representations of the arms of a foreign State Arms of 

or place appear on a mark the Registrar may call for such foreign State, 
justification as he may deem necessary for their use. 

14. Where a representation of the arms or emblems of 
any city, borough, town, place, society, body corporate, or 
institution appears on a mark, the applicant shall, if so 
required, furnish the Registrar with a consent from such 
official as the Registrar may consider entitled to give 
consent to the use of such arms or emblems. 
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15. Where the names or representations of living persons 
appear on a trade-mark, the Registrar shall, if he so 
require, be furnished with consents from such persons 
before proceeding to register the mark. In the case of 
persons recently dead the Registrar may call for consents 
from their legal representatives before proceeding with 
registration of a trade-mark on which their names or 
representations appear. 

16. Where the name or a description of any goods appears 
on a trade-mark the Registrar may refuse to register such 
mark in respect of any goods other than the goods' so named 
or described. 

Where the name or description of any goods appears on 
a trade-mark which name or description in use varies, the 
Registrar may permit the registration of the mark with the 
name or description upon it for goods other than those 
named or described, the applicant stating in his application 
that the name or description varies. 
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Application" foe Registration. 

17. Every application for the registration of a trade- 
mark, shall be addressed to the Registrar in the Form No. 1 
and shall be accompanied by three additional representa- 
tions of the trade-mark exactly corresponding to that affixed 
on Form No. 1 and also by a statutory declaration in the 
Form No. 2 or an affidavit to the same effect. 

And in the case of a trade-mark not falling within the 
descriptions in Section 9 (1), (2), (3) or (4) there shall be 
added to such application a requirement that the same shall 
be referred to the Governor or the Court (at the option of 
the applicant) for an order that the said trade-mark may 
be deemed distinctive. 

Such statutory declaration or affidavit must be made by 
the applicant in person subject to the provisions of Rules 85 

(d), oo. 

18. In the case of an application for the registration of 
an old mark there shall be furnished a certificate of the 
registration of the mark in the United Kingdom, whereto 
shall be affixed a copy of the mark. 

19. If application for registration of a trade-mark be 
made by a firm or partnership it may be signed in the name 
or for and on behalf of the firm or partnership by any one 
or more members thereof. 

If the application be made by a body corporate it may be 
sisrned by a Director or by the Secretary or other principal 
officer of such body corporate. 

Any application may be signed by an agent. 

20. Applications for the registration of the same trade- 
mark in different classes shall be treated as separate and 
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distinct applications and in all cases where a trade-mark 
has been registered prior to the coming- into operation of 
the Ordinance for goods in more than one class the regis- 
tration shall henceforth for the purpose of fees and other- 
wise be deemed to have been made on separate and distinct 
applications in respect of goods included in each class. 

2 1 . The Registrar, if dissatisfied with any representation 
of a mark, may at any time require another representation 
satisfactory to him to be substituted before proceeding with 
the application. 

22. Where a drawing: or other representation or specimen 
cannot be given in manner aforesaid, a specimen or copy 
of the trade-mark may be sent either of full size or on a 
reduced scale, and in snch form as the Registrar may think 
most convenient. 

The Registrar may also, in exceptional cases, deposit 
in the Office a specimen or copy of any trade-mark which 
cannot conveniently be shown by a representation, and may 
refer thereto in the register in such manner as he may 
think fit. 

23. When application is made for the registration of a Series of 
series of trade-marks a representation of each trade-mark trade-marks. 
of the series shall be affixed to Form No. 1. 

24. U'hen a trade-mark contains a word or words in Translitera- 

other than Roman characters or in a language other than Jion and 
ti >■ i ii -n • i <• , , i-i • translation. 

English the Registrar may ask for an exact transliteration 

or translation thereof, and, if he so requires, such transliter- 
ation or translation shall be indorsed on the application, 
such indorsement being signed by the applicant or his 
agent. 



Procedure on Receipt of Application. 



25. On or after receipt of the application the Registrar Acknowledg- 
shall f urnish the applicant with an acknowledgment thereof, ment of 

application. 

26. Upon receipt of an application for registration the Search. 
Registrar shall cause a search to be made amongst the 
registered marks and pending applications for the purpose 

of ascertaining whether there are on record any marks 
for the same goods or description of goods identical with 
the mark applied for or so nearly resembling it as to be 
calculated to deceive. 

27. If after such search and a consideration of the Acceptance, 
application the Registrar thinks there is no objection to 

the mark being registered, he may accept it absolutely or 
subject to conditions, amendments, and modifications which 
he shall communicate to the applicant in writing. 

28. If after such search and consideration of the applica- Objections, 
fciou any objections appear a statement of these objections 
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shall.be sent to the applicant in writing and unless within 
three months the applicant applies for a hearing he shall 
be deemed to have withdrawn his application. 

29. If the Registrar accepts an application subject to any 
conditions, amendments, or modifications, and the applicant 
objects to such conditions, amendments, or modifications, 
the applicant shall within three months from the date of 
the communication notifying such acceptance apply for a 
hearing, and if he does not do so he shall be deemed to 
have withdrawn his application. If the applicant does not 
object to such conditions, amendments, or modifications, he 
shall forthwith notify the Registrar in writing. 

30. The decision of the Registrar at such hearing as 
aforesaid shall be communicated to the applicant in writing, 
and if the applicant objects to such decision he may within 
one month apply upon Form No. 8 requiring the Registrar 
to state in writing the grounds of his decision and the 
materials used by him in arriving at the same. 

31. The Registrar may call on an applicant to insert in 
his application such disclaimer as the Registrar may think 
fit, in order that the public generally may understand what 
the applicant's rights, if his mark is registered, will be. 
An order of the Registrar under this rule shall be subject 
to appeal to the Governor or the Court at the option of the 
applicant. 

Advertisement. 

82. Every application when accepted shall be advertised 
by the applicant once a month in the Gazette for a period 
of three months. 

If no representation of the trade-mark is inserted in 
connection with the advertisement of an application the 
applicant shall supply a detailed- description of the trade- 
mark and shall state in the advertisement that a repre- 
sentation of the trade-mark is deposited for inspection in 
the office of the Registrar. 

33. When an application relates to a series of trade-marks 
the Registrar may, if he thinks fit, direct the applicant to 
insert with the advertisement of the application a statement 
of the manner in respect of which the several trade-marks 
differ from one auother. 



Opposition. 



Notice of 
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Opposition to Registration. 

34. Any person may within a period not exceeding three 
months from the date of the first advertisement of an 
application for registration of a trade-mark give notice in 
writing to the Registrar of opposition to the registration. 
Such notice shall' be in Form No. 4 and shall contain a 
statement of the grounds upon which the opponent objects 
to the registration. Such notice shall be accompanied by a 
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duplicate which the Eegistrar shall forthwith send to the 
applicant. 

35. Within one month from the receipt of such duplicate Counter- 
the applicant shall send to the Registrar a counter-state- statement, 
ment in Form No. 5 setting out the grounds on which 

he relies as supporting his application. The applicant 
shall also set out what facts, if any, alleged in the notice 
of opposition he admits. Such counter-statement shall be 
accompanied by a duplicate, which the Registrar shall 
forthwith send to the opponent. 

36. Within one month from the receipt of such duplicate Evidence in 
the opponent shall forward to the Registrar such evidence support of 
by way of statutory declaration as he may desire to adduce °P posl lon- 
in support of his opposition. Such statutory declaration 

shall be accompanied by a duplicate, which the Registrar 
shall forthwith send to the applicant. 

37. Within one month from the receipt of such duplicate 
the applicant shall forward to the Registrar such evidence 
by way of statutory declaration as he desires to adduce in 
support of his application. Such statutory declaration shall 
be accompanied by a duplicate, which the Registrar shall 
forthwith send to the opponent. 

38. Within fourteen days from the receipt of such statu- Evidence in 
tory declaration the opponent may forward to the Registrar reply b y 
evidence by way of statutory declaration in reply. Such °PP° nent - • 
evidence shall be confined strictly to matters in reply. 

Such statutory declaration shall be accompanied by a 
duplicate, which the Registrar shall forthwith forward to 
the applicant. 

39. In any proceedings before the Registrar, he may at Further 
any time, if he thinks fit, give leave to either the applicant evidence. 
or the opponent to file any evidence upon such terms as to 

costs or otherwise as the Rsgistrar may think fit. 

40. Where there are exhibits to declarations filed in an Exhibits, 
opposition, copies or impressions of such exhibits shall be 

sent to the other party on his request, or, if such copies or 
impressions cannot conveniently be furnished, the originals 
shall be sent to the Office, so that they may be open to 
inspection. The original exhibits shall be produced at the 
hearing unless the Registrar otherwise directs. 

41. Upon completion of the evidence the Registrar shall Hearing, 
give notice to the parties of a date- when he will hear the 
arguments in the case. Such appointment shall be for a 

date at least fourteen days after the date of the notice, 
unless the parties consent to a shorter notice. Within 
seven days from the receipt of such not.ice both parties shall 
file Form No. 6. A party who receives such notice and 
who does not, within seven days from the receipt thereof, 
give notice on Form No. 6 that he intends to appear, may 
be treated as not desiring to be heard, and the Registrar 
may act accordingly. 

12 
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42. Where in opposition proceedings any extension of 
time is granted to any party, the Registrar may thereafter 
if he thinks fit, without giving the said party n hearing, 
grant any reasonable extension of time to the other party in 
which to take any subsequent step. 

43. Where a party giving notice of opposition neither 
resides nor carries on business in the Colony, the Registrar 
may call upon him to give a security in such form as the 
Registrar may deem sufficient for the costs of the proceed- 
ings before the Registrar, for such amount as to the Registrar 
may seem fit, and at any stage in such opposition may 
require further security to be given at any time before 
giving his decision in the case. 
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Non-Completion. 

■44. Where registration of a trade-mark is not completed 
within twelve months from the date of the application by 
reason of default on the part of the applicant, the Registrar 
shall give notice to the applicant or to his agent in writing 
of such non-completion. If after fourteen days from the 
date when such notice was sent the registration is not 
completed, the application shall be deemed to be abandoned, 
but the Registrar may with such notice, where the applicant 
lives at a distance, give a further time after such fourteen 
days for the completion of such application. 

Entry on the Register. 

45. As soon as may be after the expiration of one week 
from the date of the last advertisement in the Gazette of any 
application, the Registrar shall, subject to any opposition 
and the determination thereof, and upon payment, of the 
prescribed fee on Form No. 7, enter the trade-mark in the 
register. The entry of a trade-mark on the register shall 
give the date of the registration, the goods in respect of 
which it is registered, and all particulars named in section 
4 of the Ordinance, and such other particulars as the 
Registrar may deem necessary. 

46. Where a mark is registered as associated with any 
other mark or marks the Registrar shall note upon the 
register in connection with such mark the numbers of the 
marks with which it is associated and shall also note upon 
the register in connection with each of the associated 
marks the number of the newly registered mark as being an 
associated mark with each of them. 

47. In case of the death of any applicant for a trade- 
mark after the date of his application and before the trade- 
mark applied for has been entered on the register, the 
Registrar, after the expiration of the prescribed period of 
advertisement, may, on being satisfied of the applicant's 
death, enter on the register, in place of the name of such 
deceased applicant, the name, address and description of 
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the person owning the goodwill of the business, on such 
ownership being proved to the satisfaction of the Eegistrar. 

48. Upon the registration of a trade-mark the Registrar Certificate of 
shall issue to the applicant a certificate in the Form No. 8. registration. 

Assignment. 

49. The Registrar may on request made jointly by a Joint request 
registered proprietor of a mark and the person to whom for . entr y of 
he has assigned such mark, together with the goodwill of aS91 S nment - 
the business concerned in the goods for which it has been 
registered, register the assignee as proprietor of the mark. 

Such application shall be in Form No. 9. If the Registrar 
so require, the assignee shall furnish a declaration in Form 
No. 10. 



50. Where no such joint request is made, any person 
who has become entitled to a registered trade-mark by 
assignment, transmission, or other operation of law, may 
request the Registrar to enter his name in the register as 
proprietor of such trade-mark. The request shall be on 
Form No. 11, and such request shall contain the name, 
address, and description of the person claiming to be 
entitled to the trade-mark, hereinafter called the claimant. 

51. Together with such request the claimant shall for- 
ward a case stating full particulars of the assignment, 
transmission, or other operation of law by virtue of which 
he claims to be entitled to be entered in the register as 
proprietor of the trade-mark, so as to show the manner in 
which and the person or persons to whom the trade-mark 
has been assigned or transmitted, and so as to show further 
that it has been so assigned or transmitted in connection 
with the goodwill of the business concerned in the goods 
for which the trade-mark has been registered. 

52. Such request shall in the case of an individual be 
made and signed by the claimant, and in the case of a 
firm or partnership by one or more members of such firm 
or partnership, and in the case of a body corporate shall be 
signed by a director or by the secretary or other principal 
officer of such body corporate. 

53. Where the Registrar shall determine that the case 
sets out particulars such as entitle the claimant to be 
registered as proprietor or such trade-mark, he may in 
his discretion call upon the claimant to furnish a statutory 
declaration in Form No. 12 verifying the several statements 
in the case and declaring that the particulars given comprise 
every material fact and document affecting the proprietor- 
ship of the trade-mark claimed by such request. 

54. In any case the Registrar may call on any person 
who desires to be registered as proprietor of a trade-mark 
for such proof or additional proof of title and of the 
existence and ownership of such goodwill as aforesaid as the 
Registrar may require for his satisfaction. 
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55. The Registrar shall, at the request of a person who 
has become entitled to a registered trade-mark by assign- 
ment, transmission, or other operation of law, made upon 
Form No. 13, indorse upon the original certificate of regis- 
tration a statement of the alteration in the proprietorship 
of the mark. 
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RlONKWAL. 

56. At any time not more than six months before the 
expiration of the last registration of a trade-mark any 
person may leave at the office a fee for the renewal of the 
registration of the mark upon "Form No. 14. Such person 
shall indorse upon such form his name and address, aDd 
before taking any further step the Registrar may require 
such person to furnish within five days an authority to pay 
such fee signed by the registered proprietor, and if such 
person does not furnish such authority, may return such 
fee and treat it as not received. 

57. When he doe9 not require such authority, the Regis- 
trar shall upon receipt of such fee communicate with the 
person paying the fee or at his discretion with the regis- 
tered proprietor at his registered address, stating that the 
fee has been received and that the registration will in due 
course be renewed. 

68. At a date not less than three months and not more 
than four months before the expiration of the last regis- 
tration of a mark, if no fee upon Form No. 14 has been 
received, the Registrar shall send to the registered proprietor 
at his registered address a notice in the Form No. 15. 

59. If at the date of the expiration of the last registration 
of a mark the renewal fee has not been paid, the Registrar 
shall advertise the fact forthwith in the 'Gazette, and if 
within one month of such advertisement the renewal fee 
upon Form No. 14, together with an additional fee upon 
Form No. 16, is received, he may renew the registration 
without removing the mark from the register. 

60. Where after one month from such advertisement 
such fees have not been paid, the Registrar may remove the 
mark from the register as on the date of the expiration of 
the last registration, but may upon payment of the renewal 
fee upon Form No. 14, together with the additional fee 
upon the Form No. 17, restore the mark to the register if 
satisfied that it is just so to do, and upon such conditions as 
he may think fit to impose. 

61. Where a trade-mark has been removed from the 
register the Registrar shall cause to be entered in the 
register a record of such removal and of the cause thereof. 

62. Upon the renewal of a registration a notice to that 
effect shall be sent to the registered proprietor at hia 
registered address, and the renewal shall be advertised in 
the Gazette, 
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63. The Registrar shall, at the request of the registered Indorsement 
proprietor made upon Form No. 18, indorse upon the of renewal on 
original certificate of registration of a trade-mark a state- 
ment that the murk has been duly renewed. 



certificate of 
registration. 



Alteration of Address. 



64. Every 



registered 



proprietor of a trade-mark who Alteration of 



address in 
register. 



alters his address shall forthwith apply to the Registrar to 
insert the new address on the register, and the Registrar 
shall alter the register accordingly. 

Discretionary Power. 

C5. Before exercising any discretionary power given to Hearing, 
the Registrar by the Ordinance adversely to any person, the 
Registrar shall, if so required, hear the person who will be 
affected by the exercise of such power. 

66. An application for a hearing shall be made within Application 
one month from the date when the matter on which the for hearm S- 
Registrar is called on to exercise discretionary power has 

arisen. 

67. Upon receiving each application the Registrar shall Notice of 
give the person applying ten days' notice of a time when he nearin g- 
may be heard by. himself or his agent. 

Within five days from the date when such notice would 
be delivered in the ordinary course of post the person 
applying shall notify the Registrar whether or not he 
intends to be heard on the matter. 

68. The decision of the Registrar in the exercise of any Notification 
such discretionary power as aforesaid shall be notified to the o£ decision - 
person affected. 



Applications under Section 23. 

69. All applications to the Registrar under Section 23 of 
the Ordinance shall be upon Form No. 19.' Such applica- 
tion shall be accompanied by a case setting out fully the 
facts relating to the marks which the Registrar is requested 
to permit an apportionment of. 

70. Upon receipt of such request and of such case the 
Registrar shall enquire into the facts and call for such 
evidence as he may deem necessary upon the subject of such 
application. Before giving his decision the Registrar shall, 
if necessary, give the parties an opportunity of attending 
before him at a hearing either by themselves or by their 
agents. 

The decision of the Registrar shall be in writing. 

71. Upon any apportionment of marks under this section 
the Registrar shall insert in the register a note in connec- 
tion with each of the registered trade-marks of the fact of 
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such apportionment, and shall in such note refer to the 
date of the decision under which such apportionment has 
taken place. 

Applications undkr Section 32. 

72. Applications under Section 32 to the Registrar may 
l>e made by the registered proprietor, or by the trustee in 
bankruptcy of tliu registered proprietor, or where the 
registered proprietor is a company in liquidation by the 
liquidator, and in other cases by such person as the 
Registrar may decide to be entitled to act in the name of 
the registered proprietor. 

73. "Where such application is made the Registrar may 
require such evidence by statutory declaration or otherwise 
as he may think fit as to the circumstances in which the 
application is made. 

74. Where application is made to enter a disclaimer or 
memorandum relating to a trade-mark, the Registrar, 
before deciding upon such application, shall advertise the 
application in the Gazette once a month for a period of 
three months in order to enable any person desiring so to 
do to state any reasons in writing against the applicant 
being allowed to make such disclaimer or enter such 
memorandum. 



Alteration of 
trade-mark. 



Advertise- 
ment of 
alteration. 



Search. 



Application undkr Section 34. 

75. Where a person desires to apply under Section 34 to 
alter a trade-mark, he shall make his application in writingr, 
and shall furnish the Registrar with six copies of the mark 
as it will appear when altered. 

76. Before proceeding with such application the Registrar 
shall advertise in the Gazette the fact that such application 
has been made. If no representation of the trade-mark as 
altered is inserted in connection with the advertisement, 
the applicaut shall supply a detailed description of the 
alteration proposed, and it shall be stated in the advertise- 
ment that a representation of the trade-mark is deposited 
for inspection in the Registrar's Office. 

Search. 

77. The Registrar, if requested so to do in writing, shall 
cause a search to be made in any class to ascertain whether 
any marks are on record at the date of such search which 
may resemble any mark sent in duplicate to him by the 
person requesting such search and shall cause chat person to 
be informed of the result of such search. 



Dispensing 

with 

evidence. 



Power to Dispense with Evidence. 

78. Where under these rules any person is required to do 
any act or thing, or to sign any document, or to make any 
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declaration on behalf of himself or of any body corporate, 
or any decument or evidence is required to be produced to 
or left with the Registrar, or at the Office of the Registrar, 
and it is shown to the satisfaction of the Registrar that 
from any reasonable cause such person is unable to do 
such act or thing, or to sign such document, cr make such 
declaration, or that such document or evidence cannot be 
produced or left as aforesaid, it shall be lawful for the 
Registrar, and upon the productit u of such other evidence, 
and subject to such terms as he may think fit, to dispense 
with any such act or thing, document, declaration, or 
evidence. 



Amendments. 

79. Any document or drawing or other representation of Amendment 
a trade-mark may be amended, and any irregularity in of docu 
procedure which in the opinion of the iiegistrar may be 
obviated without detriment, to the interests of any person 
may be corrected, if the Registrar thinks fit, and on such 
terms as he may direct. 



ments. 



Enlargement of Time. 

80. The time prescribed by these rules for doing any act, Enlargement 
or taking any proceeding thereunder, may be enlarged by of tlme - 
the Registrar, if he think fit, and upon such notice to other 

parties, and proceedings thereon, and upon such terms, as 
he may direct, and such enlargement may be granted 
though the time has expired for doing such act or taking 
such proceeding;. 

81. Where a time for paying a fee is limited by these Fees paid 
rules and the person who is bound to pay such fee resides 'ate by per- 
at such distance from the Office that he cannot reasonably at distances 
be expected to pay the fee on the date limited by the rule, from Office, 
the Registrar, if satisfied that the omission to pay the fee 

has not been from any want of diligence on the part of the 
person whose business it is to pay it, may accept the fee 
even though the date for paying the fee has passed, and 
treat it as if received on the correct date, provided always 
that the fee is actually paid with such promptitude as can 
be expected in the circumstances. 



Certificates. 

82. The Registrar, when required otherwise than under Certificate 
Section 17 of the Ordinance to give a certificate as to any *>7 Registrar, 
entry, matter, or thing which he is authorised by the said 
Ordinance or any of these rules to make or do, may, on 
receipt of a request in writing, and on payment of the 
prescribed fee, give such certificate, but every certificate 
of registration so given shall have specified on the face 
thereof, whether the same is to be used in legal proceedings, 
or for the purpose of obtaining registration abroad, or for 
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purposes other than use in legal proceedings or obtaining 
registration abroad. 

83. Where a inark is registered without limitation of 
colour it shall be lawful for the Registrar to grant a 
certificate of its registration for the purpose of obtaining 
registration abroad either in the colour in which it appears 
upon the register or in any other colour or colours. 

84. Where a certificate of registration is desired for use 
in obtaining registration abroad, the Eegistrar shall affix to 
the said certificate a copy of the mark, and shall state 
in such certificate such particulars concerning the regis- 
tration of the mark as to him may seem fit, and may omit 
therefrom reference to any disclaimers appearing on the 
register. 

Declarations. 

85. The statutory declarations required by the Ordinance 
and these rules, or used in any proceedings thereunder, 
shall be made and subscribed as follows : — 

(a.) In Hongkong, before any justice of the peace, 
notary public or any commissioner or other 
officer authorised by law in Hongkong to 
administer an oath for the purpose of any legal 
proceeding ; 

(6.) In any other part of His Majesty's dominions 
before any court, judge, justice of the peace 
notary public or any officer authorised by law 
to administer an oath there for the purpose of 
a legal proceeding ; and 

(c.) If made out of His Majesty's domiuions, before 
a British Minister, or person exercising the func- 
tion of a British Minister, or a Consul, Vice- 
Coi»sul, or other person exercising the functions 
of a British Consul, or a notary public, or before 
a Judge or magistrate. 

(d.) Where made on behalf of a firm or partnership 
a statutory declaration or affidavit may be signed 
in the name or for and on behalf of the firm or 
partnership by any one or more members thereof. 

(e.) Where made on behalf of a body corporate, a « 
statutory declaration or affidavit, may be made by 
a director or by the secretary or other principal 
officer of such body corporate. 

86. Any document purporting to have affixed, impressed, 
or subscribed thereto or thereon the seal or signature of 
any person hereby authorised to take such declaration in 
testimony of such declaration having been made and sub- 
scribed before him, may be admitted by the Registrar 
without proof of the srenuineni'ss of any such seai or 
signature, or of the official character of such person or of 
his authori y to take such declaration. 
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Appeals to the Court. 



87. When any person intends to appeal to the Court Appeal to 
fluch appeal shall be made to the Court in its Original or Court. 
Summary Jurisdiction by motion or summons, and no such 

appeal shall be entertained unless proceedings be commenced 
within three months from the date of the decision appealed 
against or within such further time as the Registrar shall 
allow. The Court appealed to may, on the application of 
either party or of its own motion, remove any appeal from 
Chambers to Court or vice versa or from the Original to 
the Summary Jurisdiction or vice versa, and may give such 
directions as to the scale upon which costs may be taxed as 
to the Court may seem proper. 

Withdrawal of Appeals. 

88. Where under section. 14 (8) of the Ordinance, an Withdrawal 
appellant is entitled to withdraw his appeal, such with- of appeal, 
drawal shall be effected by notice given to the Registrar 

and to the other parties, if any, to such appeal within seven 
days after the leave referred to in such section has been 
obtained. 



Applications to and Orders op the Court. 



89. Where an Order has been made by the Court in any Order of 
case under the Ordinance, the person in whose favour such Court, 
order has been made, or such one of them if more than one, 

as the Registrar may direct, shall forthwith leave at the 
Office an office copy of such order. The register may, if 
necessary, thereupon be rectified or altered by the Registrar. 

Every application to the Court under the Ordinance shall 
be served on the Registrar. 

90. Whenever an Order is made by the Court under the Publication 
Ordinance, the Registrar may, if he thinks that such order q 0U jj of 
should be made public, publish it in the Gazette. 
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SCHEDULES. 



FIRST SCHEDULE. 



Fees. 

The following fees shall be paid in connection with applications, 
registrations, and other matters under the Ordinance. Such fees 
must in all cases be paid before or at the time of the doing of the 
matter in respect of which they are to he paid : — 

$ cts. 

1. On application not otherwise charged to register a trade- 

mark or a series of trade-marks for one or more articles 
included in one class— Form No. 1 5.00' 

2. On application to Registrar to state grounds of decision 

and materials used, under Section 12 (4) — Form No. 3 5.00 

3. On notice of opposition for each application opposed, by 

opponent — Form No. 4 10.00 

4. On filing a counter-statement in answer to a notice of 

opposition, by the applicant for each application 
opposed — FormNo. 5 5.00 

5. On the hearing of each opposition, by applicant and by 

opponent respectively — Form No. 6 10.00 

6. For registration of a trade-mark for one or more articles 

included in one class — Form No. 7 10.00 

7. For registration of a series of trade-marks for one or more 

articles included in one class — Form No. 7 

For the first mark 10.00 

For every other mark of series 2.50 

8. Upon each entry in the register of a mark of a note that 

the mark is associated with a newly registered mark ... 1.00 

9. On application to register a subsequent proprietor in cases 

of assignment or transmission of a single mark — Form 

No. 9 or 11 10.00 

10. On application to register a subsequent proprietor of more 

than one mark standing in the same name, the 
devolution of title being identical in each case — Form 
No. 9 or 11 

For '.he first mark 10.00 

For every other mark 1.00 

11. On application for indorsement of assignment or trans- 

mission on certificate of registration — Form No. 13.... 3.00 

12. On application to change the name of »■ proprietor of a 

single mark where there has been no alteration in the 
proprietorship 2.50 

13. On application to change the name of a proprietor of more 

than one mark standing in the same name, the change 
being the same in each case — 

For the first mark 2.50 

For every other mark 50 

14. — a. For first renewal of registration of a mark registered 

prior to the 22nd August, 1898— Form No. 14 2.50 

b. For second and subsequent renewals of registration of 
a mark registered prior to the 22nd August, 1898 and 
for renewal of registration of a mark registered on or 
after the 22nd August, 1898— Form No. 14 10. 00 
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$ cts. 
16. For renewal of registration of a series of marks at the 
expiration of last registration— Form No. 14 

For the first mark of the series 10.00 

For every other mark of the series 1.00 

16. Additional fee under rule 59 — l'orm No. 16 5.00 

17. Additional fee under rule 60— Form No. 17 10.00 

18. On application for indorsement of renewal on certificate 

of registration— Form No. 18 3.00 

19. For altering a single entry of the address of a registered 

proprietor 2.50 

20. For altering more than one entry of the address of a 

registered proprietor where the address in each case is 
the same and is altered in the same way 

For the first entry 2.50 

For every other entry 50 

21. For every entry in the register of a rectification thereof 

or an alteration therein, not otherwise charged 5.00 

22. For cancelling the entry or part of the entry of a mark 

upon the register on the application of the owner of 

such mark 2.50 

23. On action taken, not otherwise charged, under Section 12 

(6) or under Section 32 2.50 

24. For a search under rule 77 5.00 

25. For certificate of Registrar of registration to be used in 

legal proceedings 10. 00 

26. For certificate of Registrar of registration of a mark to 

be used for the purpose of obtaining registration 
abroad 2.50 

27. For certificate of Eegistrar of registration of a series of 

marks for the purpose of obtaining registration abroad 5.00 

28. For certificate of Registrar other than certificate under 

Section 17 or certificate of registration to be used in 
legal proceedings or for the purpose of obtaining regis- 
tration abroad 10.00 

29. On appeal from Registrar to Governor in respect of each 

design unsuccessfully appealed against by applicant .... 10.00 

30. On an application to the Registrar under Section 23 — 

Form No. 19 50.00 

31. On an application to the Registrar for leave to add to or 

alter a single mark 10.00 

32. On an application to the Registrar for leave to add to or 

alter more than one mark of the same proprietor, the 
addition or alteration to be made in each case being 
the same — ■ 

For the first mark 10.00 

For every other mark 5.00 

33. For inspecting the Register or making » search in the 

register, for every half hour or part thereof 50 

34. For office copy of documents per folio of 72 words, but 

never less than $1 25 

35. For certifying office copies Mss. or printed matter 5.00 

Note.— For the purpose of these fees (except as specially 
provided above) every trade-mark of a series under Section 
11 of the Trade-Marks Ordinance, 1898 or Section 26 of this 
Ordinance shall be deemed to be a mark separately registered. 
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SECOND SCHEDULE. 



Forms must be drawn up in each case by the parties 
interested. 

Forms are not supplied by the Eegistrar. 



Rule 17. Form No. 1. 

Fee Xo. 1. 

TRADE-MARKS ORDINANCE, 1909. 

Application for Registration- of a Tradk-Mark. 

One representation to be fixed 
here. Representations of a large 
size may be folded but must then be 
mounted upon linen or strong paper 
and affixed hereto. 

Three additional representations 
are to be sent on separate sheets. 

Application is hereby made for registration of the accom- 
panying trade-mark in Class , in 
respect of (a) 
in the name of (5) 

of (address and description) who claims 

to be the proprietor thereof (c) 

(Signed) 
Dated the day of , 19 . 

To the Registrar of Trade- Marks, Hongkong. 

(a) Only goods contained in one and the same class shall 
be set out jiere. A separate application form is required 
for each separate class. 

(5) Here insert legibly the full name, address, and 
description of the individual, firm or company. Add 
tradiDg style, if any. 

(c) Alter to " claim to be the proprietors thereof " in the 
case of a firm or company. 



Bulel7. Form No. 2. 

TRADE-MARKS ORDINANCE, 1909. 

I, A.B. of 

do solemnly and sincerely declare as follows : — 

1. To the best of my knowledge and belief I (a) 
have the right to the exclusive use of the trade-mark referred 
to in my application dated the day 

of , 19 . 
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2. Such trade-mark has been used by me (S) in respect 
of the goods mentioned in my (c) application since 

(or) 2a. Such trade-mark has not hitherto been used by 
me (b) in respect of the goods mentioned in my application 
but it is my (c) intention so to use it forthwith. 

3. To the best of my knowledge and belief the said trade- 
mark has {d) been registered in (e) in the name of 

in respect of the same or similar goods as those in respect 
of which registration is now sought. 

And I make this solemn declaration conscientiously 
believing the same to be true and by virtue of the provi- 
sions of the Statutory Declarations Act, 1835 (/). 

Declared at 

this day of , 19 . A.B. 

Before me, 

(«) Insert " I solely " or " I jointly with A.B., or the 
company as the case may be." 

(6) Or " my firm " or " my company " as the case may 
be. 

(c) Or "my firm's" or "my company's" as the case may 
be. 

(d) Or "has not been registered elsewhere" as the case 
may be. 

(«) Here state country or countries in which registered. 

(/) This paragraph is not required when the declaration 
is made neither in Hongkong nor in the United Kingdom. 

Note. — When this declaration is made by a person who 
does not understand the English language, the require- 
ments of the Statutory Declarations Ordinance, 1893, must 
be complied with, when the declaration is made in Hong- 
kong, and if made elsewhere a proper clause must be added. 



Form No. 3. Rule 30. 

Fee No: 2. 

TRADE-MARKS ORDINANCE, 1909. 

Request foe Statement of Grounds of Decision 
under Section 12 (4). 

You are hereby requested under sub-section 4 of Section 
12 of the Trade-Marks Ordinance, 1909 »nd rule 30 made 
thereunder to state in writing the grounds of your decision, 
dated the day of , 19 , after the 

hearing on the day of , 19 , and 

the materials used by you in arriving at such decision. 

(Signed) 
Dated the day of , 19 . 

To the Registrar of Trade-Marks, Hongkong. 
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Rule 34. FOEM No. 4. 

Fee No. 3. 



TRADE-MARKS ORDINANCE, 1909. 

Notice of Opposition to Application for 
Registration. 

(To be accompanied by an unstamped duplicate). 

In the matter of an Application 
No. by of 

I (here state full name and address) hereby give notice 
of my intention to oppose the registration of the trade- 
mark advertised under the above number for Class in 
the Gazette of the day of , 19 . 

The grounds of opposition are as follows : — 

(Signed) 
Dated the day of , 19 . 

Address for Service : — 
To the Registrar of Trade-MarJcs, Hongkong. 



Rule 35. Form No. 5. 

Fee No. 4. 



TRADE-MARKS ORDINANCE, 1909. 

Form of Counter-Statement. 

(To be accompanied by an unstamped duplicate). 

In the matter of an Opposition 
to Application No. 

I, 

the applicant for the above trade-mark, hereby give notice 
that the following are the grounds on which I rely as 
supporting my application : — 

I admit the following allegations in the notice of 
opposition : — 

(Signed) 
Dated this day of , 19 . 

To the Registrar of Trade-Marks, Hongkong. 
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Form No. G. Rule «. 

Fee No. 5. 

TRADE-MARKS ORDINANCE, 1909. 

Form op Application for Hearing by the Registrar 
in Cases of Opposition. 

Sir, 

In reply to your Notice No. dated the 

stating that you will hear the arguments' in the case of 
Opposition to Application No. on the 

day of ,19,1 beg to say that I intend 

to appear before you on that date. 

I am, etc. 

To the Registrar of Trade-Marks, Hongkong. 



Form No. 7. Rule 45. 

Fee No. 6 or 7. 

TRADE-MARKS ORDINANCE, 1909. 
Fee for Registration of a Trade-Mark. 

Sir, 

With reference to your letter No. of the 

, I hereby transmit the prescribed fee for 
registration of the Trade-Mark No. in Class 

I am, 

Sir, 
Your obedient servant, 

(Signed) 
Dated the day of , 19 . 

To the Registrar of Trade-Marks, Hongkong. 



Form No. 8. Rule 48. 

TRADE-MARKS ORDINANCE, 1909. 
Certificate of Registration under Section 17. 

To 

I hereby certify that the trade-mark (a specimen 
of which is hereunto annexed) was duly advertised in the 
Gazette and has been registered in your name in Class 
, in respect of the following goods : — 



— 174 — 

Witness my hand this day of ,19 

(Seal of Registrar's Office). 

Registrar. 
Office of Registrar of Trade- Maries, Hongkong. 



Eule49. FORM No. 9. 

Fee No 9 or 1 0. 



TRADE-MARKS ORDINANCE, 1909. 

Joint Request by Registered Proprietor and 
Assignee to Register the Assignee as 
subsequent proprietor of a trade-mark. 

We(ffl) 
of (V) 
and (c) 
of (d) 

hereby request, that the name of (c) 
carrying on business as (e) 
at (d) 

may be entered in the Register of Trade-Marks as proprietor 
of the trade-mark No. 

(/) 
(?) 

To the Registrar of Trade- Marks, Hongkong. 

(a) Name of Registered Proprietor. 

(6) Address ,, „ 

(c) Name of Assignee. 

(d) Address ,, 

(e) Trade or business of Assignee. 

(/) Signature of Registered Proprietor. 
(</) Signature of Assignee. 



Bule49. Form No. 10. 

TRADE-MARKS ORDINANCE, 1909. 

Form of Declaration (only to bio furnished when 

requested by registrar) by assignee in 

support of Form No. 9. 

I («) 

of {!>) 

do hereby solemnly and sincerely declare that the trade- 
mark No. in Class has been assigned to me by 
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00 of(d) 

together with the goodwill of the business concerned in the 
goods for which it has been registered, and that I have 
accepted such assignment. 

(e) And I make this solemn declaration conscientiously 
believing the same to be true and by virtue of the provisions 
of the Statutory Declarations Act, 1835. 

(Signed) 

Declared at 
this day of , 19 . 

Before me (/) 

(«) Name of Assignee. 
(b) Address „ 
(e) Name of Assignor. 

(d) Address „ 

(e) This paragraph is not required when the declaration 
is made neither in Hongkong nor in the United 
Kingdom. 

(/) Signature and title of Authority. 

Note. — When the declaration is made by a person who 
does not understand the English language, the requirements 
of the Statutory Declarations Ordinance, 1893 must be 
complied with, when the declaration is made in Hongkong, 
and if made elsewhere a proper clause must be added. 



Form No. 11. Kuieso. 

Fee No. 9 or 10. 

TRADE-MARKS ORDINANCE, 1909. 

Request to enter Name of Subsequent Proprietor 
of Trade-Mark upon the Register. 

I, («)■ 
hereby request that you will enter (b) name 

(c) in the Register of Trade-Marks as proprietor 
of the trade-mark No. in Class 

(^) entitled to the said trade-mark and to 

the goodwill of the business concerned in the goods with 
respect to which the said trade-mark is registered. 

Accompanying this request is a statement of (?) case. 

(Signed) 
Dated this day of , 19 . 

13 
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To the Registrar oj Trade-Marks, Hongkong. 

(a) Or We. Here insert name, address, and description. 
(J) My or our. 
(e) Or names. 

(d ) I am or We are. 

(e) My or Our. 



Euie53. Form No. 12. 

TRADE-MARKS ORDINANCE, 1909. 

Form or Declaration 

(only to be furnished when requested bt Registrar.) 

in support of 

Statement of Case accompanying Form No. 11. 

I, of 

do hereby solemnly and sincerely declare that the particulars 
set out in the statement of case, exhibit marked and 

left by me in connection with my request to be registered 
as subsequent proprietor of the trade-mark No. , in 

Class , are true and comprise every material fact and 

document affecting the proprietorship of the said trade- 
mark as above claimed. 

(a) And I make this solemn declaration conscientiously 
believing the same to be true, and by virtue of the provi- 
sions of the Statutory Declarations Act, 1835. 

(Signed) 
Declared at 

this day of ,19 

Before me, 

To the Registrar of Trade-Marks, Hongkong. 

(a) This paragraph is not required when the declaration 
is made neither in Hongkong nor in the United Kingdom. 

(b) Signature and title of the authority before whom the 
declaration is made. 

Note.— When this declaration is made by a person who 
does not understand the English lansniage, the requirements 
of the Statutory Declarations Ordinance, 1893 must, be 
complied with, when the declaration is made in Hongkong, 
and if made elsewhere a proper clause must be added. 
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Form No. 13. Eule 55 - 

Fee No. 11. 

TRADE-MARKS ORDINANCE, 1909. 

Feb for Indorsement of Assignment or Trans- 
mission on Certificate of Registration. 

Sir, 

I hereby transmit the prescribed fee for the indorsement 
upon the annexed certificate of registration of the assign- 
ment (a) of Trade-Mark No. , in Class 

(Signed) 
Dated this day of , 19 . 

To the Registrar of Trade-Marks, Hongkong, 
(a) Or transmission, as the case may be. 



Form No. 14. Rule 56. 

Fee No. 14 or 15. 

TRADE-MARKS ORDINANCE, 1909. 

Renewal of Registration before Notice Given. 

I hereby forward the prescribed fee of for the 

renewal of the registration of the Trade-Mark No. 
in Class 

Dated the day of , 19 . 

To the Registrar of Trade- Marks, Hongkong. 

N.B. — This Form must be indorsed with the name and 
address of the person leaving the same. 



Form No. 15. Rule 58. 

TRADE-MARKS ORDINANCE, 1909. 

Notice before Removal of Trade-Mark from 
the Register, under Section 30. 

The Registrar hereby gives you notice that in con- 
formity with the provisions of Section 30 of the above 
Ordinance (printed at back hereof), your Trade-Mark 
Wo. , registered in ('lass , will be removed 

from the Trade-Marks Register, unless the prescribed fee 
of (payable by Form No. 1 4) be received at this 

Office before the day of ,19 , on which 

date the existing registration will expire. 

Dated this day of , 19 . 

To 
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Kuie59. Form No. 16. 

Fee No. 16. 

TRADE-MAKKS ORDINANCE, 1909. 

Additional Fke of $5 to accompany Renewal 
Fee (Form No. 14), within One Month afteh 
Advertisement of Non-Payment of Renewal 
Fee. 

Sir, 

I hereby transmit the additional fee of $5 (together with 
Form No. 14) for the renewal of the registration of the 
Trade-Mark No. in Class 

Dated the day of ,19 

To the Registrar of Trade-Marks, Hongkong. 

N.B. — This Form must be indorsed with the name and 
address of the person transmitting the same. 



Kuie60. Form No. 17. 

Fee No. 17. 



TRADE-MARKS ORDINANCE, 1909. 

Restoration of Trade-Marks where Removed for 
Non-Payment of Fee. 

{To accompany . Form No. 14). 
Sir, 

I hereby transmit the additional fee of $10 for restoration, 
to the Register of Trade-Mark No. , 

in Class 

(Signed) 

Dated this day of , 19 . 

To the Registrar of Trade-Marks, Hongkong. 

N.B. — This Form must be indorsed with the name and 
address of the person transmitting the same. 
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Form No. 18. Buie 63. 

Fee No. 18. 

TRADE-MARKS ORDINANCE, 1909. 

Pee foii Indorsement of Renewal on Certificate 

of Registration. 

Sir, 

I hereby transmit the prescribed fee for the indorsement 
upon the annexed certificate of registration of the renewal 
of Trade-Mark No. in Class 

(Signed) 

Dated the day of , 19 . 

To the Registrar of Trade-Marks, Hongkong. 



Form No. 19. Rule 69. 

Fee No. 30. 

TRADE-MARKS ORDINANCE, 1909. 

Application to Permit an Apportionment of 
Trade-Marks. 

In the matter of the Registered 
Trade-Marks Nos. 

We, being the parties interested within the meaning of 
Section 23 of the Trade-Marks Ordinance, 1909, in certain 
marks of , who has ceased to carry on business, 

request you to permit an apportionment of those marks 
amongst the persons in fact continuing the business. 
"With this application we send a case in pursuance of 
rule 69. 

(Signed) 
(Signed) 
Dated this day of ,19 

To the Registrar of Trade-Marks, Hongkong. 
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THIRD SCHEDULE. 

Classification of Goods. 

Illwi/ra/io/is. 

Nole. - Goods are mentioned in 
this column by way of illustration 
and not as an exhaustive list of 
the contents of a class. 



Class 1. 

Chemical substances used in 
manufactures, photography, or 
philosophical research, and 
anti-corrosives. 



Glass 2. 

Chemical substances used for 
agricultural, horticultural, vet- 
erinary, and sanitary purposes. 



Glass 3. 

Chemical substances prepared for 
use in medicine and pharmacy. 



Class 4. 

Raw or partly prepared vegetable, 
animal, and mineral substances 
used in manufactures, not in- 
cluded in other classes. 



Such as — 

Acids, including vegetable acids. 

Alkalies. 

Artists' colours. 

Pigments. 

Mineral dyes. 



Such as — 

Artificial manure. 
Cattle medicines. 
Deodorisers. 
Vermin destroyers. 



Such as — 
Cod liver oil. 
Medicated articles. 
Patent medicines. 
Plasters. 
Rhubarb. 



Such as — 
Resins. 
Oils used in manufactures and 

not included in other classes. 
Dyes, other than mineral. 
Tanning substances. 
Fibrous substances (e.g., cottou% 

hemp, flax, jute). 
Wool. 
Silk. 
Bristles. 
Hair. 
Feathers. 
Cork. 
Seeds. 
Coal. 
Coke. 
Bone. 
Sponge. 
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Class 5. 

Unwrought and partly wrought 
metals used in manufacture. 



Class 6. 

Machinery of all kinds, and 
parts of machinery, except 
agricultural and horticultural 
machines included in Class 7. 



Class 7. 

Agricultural and horticultural 
machinery, and parts of such 
machinery. 



Class 8. 

Philosophical instruments, 
scientific instruments, and 
apparatus for useful purposes. 
Instruments and apparatus for 
teaching. 



Lead, 



Sucli as - 

Iron and steel, pig or cast. 
Iron, rough. 
„ bar and rail, including 

rails for railways. 
„ bolt and rod. 
„ sheet, and boiler and ar- 
mour plates, 
hoop. 

Pig- 

„ rolled. 

„ sheet. 
Wire. 
Copper. 
Zinc. 
Gold, in ingots. 

Such as — 

Steam engines. 
Boilers. 

Pneumatic machines. 
Hydraulic machines. 
Locomotives. 
Sewing machines. 
Weighing machines. 
Machine tools. 
Mining machinery. 
Fire engines. 

Such as — 
Ploughs. 

Drilling machines. 
Reaping machines. 
Thrashing machines. 
Churns. 
Cyder presses. 
Chaff cutters. 

Such as- 
Mathematical instruments. 
Gauges. 
Logs. 
Spectacles. 
Educational appliances. 



Class 9. 
Musical instruments. 



Class 10. 
Horological instruments. 
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Glass 11. 

Instruments, apparatus, and con- 
trivances, not medicated, for 
surgical or curative purposes, 
or in relation to the health of 
men or animals. 



Such as — 
Bandages. 
Friction gloves. 
Lancets. 
Fleams. 
Enemas. 



Class 12. 
Cutlery and edge tools. 



Class 13. 

Metal goods not included in other 
classes. 



Such as — 
Knives. 
Forks. 
Scissors. 
Shears. 
Files. 
Saws. 



Such as — 
Anvils. 
Keys. 

Basins (metal). 
Needles. . 
Hoes. 
Shovels. 
Corkscrews. 



Glass 14. 

Goods of precious metals (includ- 
ing aluminium, nickel, Britan- 
nia metal, &c.) and jewellery, 
and imitations of such jroods 
and jewellery. 



Class 15. 



Glass. 



Class 16. 
Porcelain and earthenware. 



Such as — 
Plate. 
Clock cases and pencil cases of 

such metals. 
Sheffield and other plated goods. 
Gilt and ormolu work. 



Such as — 

Window and plate glass 
Painted glass. 
Glass mosaic. 
Glass bends. 



Such as — 
China. 
Stoneware. 
Terra Gotta. 
Rtiitiiiin porcelain. 
Tiles. 
Bricks. 
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Glass 17. 

Manufactures from mineral and 
other substances for building 
or decoration. 



Glass 18. 

Engineering, architectural, and 
building contrivances. 



Glass 19. 

Arms, ammunition, and stores 
not included in Class 20. 



Class SO. 
Explosive substances. 



Glass 21. 

Naval architectural contrivances 
and naval equipments not in- 
cluded in Classes 19 and 20. 



Class 22. 



Such as — 
Cement. 
Plaster. 

Imitation marble. 
Asphalt. 



Such as — 

Diving apparatus. 
Warming apparatus. 
Ventilating apparatus. 
Filtering apparatus. 
Lighting contrivances. 
Drainage contrivances. 
Electric and pneumatic bells. 



Such as — 
Cannon. 
Small-arms. 
Fowling pieces. 
Swords. 

Shot and other projectiles. 
Camp equipage. 
Equipments. 



Such as — 
Gunpowder. 
Gun-cotton. 
Dynamite. 
Fog-signals. 
Percussion caps. 
Fireworks. 
Cartridges. 



Such as — 
Boats. 
Anchors. 
Chain cables. 
Rigging. 



Carriages. 



Class 23. 

(a) Cotton yam. 
(5) Sewing cotton. 



Such as — 

Railway carriages. 
Waggons. 
Railway trucks. 
Bicycles. 
Bath chairs. 
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Glass 24. 

Cotton piece goods of all kinds. Such as — 

Cotton shirtings. 
Long cloth. 

Class 25. 

Cotton goods not included in Such as — 
Classes 23, 24 or 38. Cotton lace. 

Cotton braids. 
Cotton tapes. 

Class 26. 

Linen and hemp yarn and thread. 

Class 27. 
Linen and hemp piece goods. 

Class 28. 

Linen and hemp goods not in- 
cluded in Classes 26, 27 or 50. 

Class 29. 

Jute yarns and tissues, and other 
articles made of jute not in- 
cluded in Class 50. 

Class 30. 
Silk, spun, thrown, or sewing. 

Class 31. 
Silk piece goods. 

Class 32. 

Other silk goods not included in 
Classes 30 and 31. 



Class 33. 
Yarns of wool, worsted, or hair. 



185 



Class 34. 



Cloths and stuffs of wool, worsted, 
or hair. 



Class 35. 



Woollen and worsted and 
goods not included in CI 
33 and 34. 


hair 

asses 




Class 36. 






Carpets, floor-cloth, and 
cloth. 


oil- 


Such as — 
Drngget. 

Mats and matting. 
Bugs. 


Class 37. 






Leather, skins unwrought 
wrought, and articles mac 
leather not included in < 
classes. 


and 
le or 
jther 


Such as — 
Saddlery. 
Harness. 
Whips. 

Portmanteaus. 
Furs. 


Class 38. 






Articles of clothing. 




Such as — 

Huts of all kinds. 

Caps and bonnets. 

Hosiery. 

Gloves. 

Boots and shoes. 

Other read-made clothing. 


Class 39. 






Paper (except paperhangings), 
stationery, and bookbinding. 


Suoli as — ■ 
Envelopes. 
Sealing wax. 
Pens (except gold pens). 
Ink. 

Playing cards. 
Blotting cases. 
Copying presses. 



Class 40. 



Goods manufactured from india- 
rubber and gutta-percha not 
included in other classes. 
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Class 41. 
Furniture and upholstery. 



Class 42. 

Substances used as food, or as 
ingredients in food. 



Class 43. 



Fermented liquors and spirits. 



Class 44. 

Mineral and aerated waters, 
natural and artificial, including 
ginger beer. 



Class 45. 

Tobacco, whether manufactured 
or unmanufactured. 



Such as— 

Paper-hangings. 
Papier mache. 
Mirrors. 
Mattresses. 



Such as — 
Cereals. 
Pulses. 
Olive oil. 
Hops. 
Malt. 

Dried fruits. 
Tea. 
Sago. 
Salt. 
Sugar.- 

Preserved meats. 
Confectionery. 
Oil cakes. 
Pickles. 
Vinegar. 
Beer clarifiers. 



Such as— 
Beer. 

Cyder. 
Wine. 
Whisky. 



Liqueurs. 



Class 46. 

Seeds for agricultural and horti- 
cultural purposes. 
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Class 47. 

Candles, common soap, deter- 
gents ; illuminating, heating, 
or lubricating oils ; matches, 
and starch, blue, and other 
preparations for laundry pur- 
poses. 

Clans 48. 

Perfumery (including toilet arti- 
cles, preparations for the teeth 
and hair, and perfumed soap). 



Such as — 

Washing powders. 
Benzine collas. 



Class 49. 

Games of all kinds and sporting 
artiete#~not included in other 
classes. 



Class 50. 

Miscellaneous — 

(1.) Goods manufactured from 
ivory, bone or wood, not in- 
cluded in other classes. 

(2.) Goods manufactured from 
straw or grass, not included 
in other classes. 

(8.) Goods manufactured from 
animal and vegetable sub- 
stances, not included in other 
classes. 

(4.) Tobacco pipes. 

(5.) Umbrellas, walking sticks, 
brushes and combs. 

(6.) Furniture cream, plate 
powder. 

(7.) Tarpaulins, tents, rick- 
cloths, rope, twine. 

(8.) Buttons of all kinds other 
than of precious metal or 
imitations thereof. 

(9.) Packing and hose of all 
kinds. 

(10.) Goods not included in 
the foregoing classes. 



Council Chamber, 

5th January, 1910. 



Such as — 
Billiard tables. 
Roller skates. 
Fishing nets and lines. 
Toys. 



Such as — 

Coopers' wares. 



Clementi, 

Clerk of Councils. 



ADDENDA. 



Since the foregoing notes on the Trade- Marks Ordinance 
were written, and printed, some important decisions of the 
Courts in England have been reported to which it is 
advisable to refer. 

In the case of In re Leopold Cassella & Co. («) a special 
application under Section 9 (5) was made to register the 
word " diamine " for dyes, which word had been used by 
the applicants for 20 years, and had become extensively 
known as indicating their goods. The word, however, was 
a known chemical term, and indicated that the article to 
which it was applied contained certain substances, but the 
word mark was used by the applicants whether or not the 
article contained such substances. It was held that the 
word was incapable of registration, both because it was 
descriptive, and because it was used deceptively. 

It was argued that the fact of a word being descriptive 
was not necessarily an objection to its being distinctive, 
but Cozens-Hardy, M. R., in his judgment, referring to his 
previous judgment in the case of Joseph Grosflelcl & Sons (5) 
said that his observations in that case with regard to a 
laudatory epithet " apply with scarcely less force to a word 
" which has direct reference to the character or quality of 
" the goods, and is therefore not ' adapted to distinguish 
" 'the goods of the proprietor of the trade-mark from 
" ' those of other persons ' possessing the same character or 
" quality." 

In his judgment in the same case Buckley, L. J., laid it 
down that a word which is " adapted to distinguish" could 
not mean a known word which, by user only, has acquired 
the capacity to distinguish, but one which, in itself, is 
adapted to distinguish, the goods of its proprietor ; and he 
said (p. 246) that " while the tribunal is entitled .... to 
" take into consideration the extent to which user has gone, 
" it is not bound to give effect to that consideration in 
" determining to allow the respondents to proceed with the 
" registration so as to appropriate to themselves a word 
'' which ought to be open to all for the purpose of 
" expressing the idea which that word conveys." 

A known word, therefore, in the English dictionary, 
which obviously serves to describe the goods to which it 
is applied as a trade-mark, will not be deemed distinctive, 
for, to register it, would be to deprive other dealers in the 
same kind of goods of their right to use that word in 
describing their own goods. It is possible, however, to 
conceive a known, but uncommon, English word which, 
although it has direct reference to the character or quality of 

(a) (1910) 2 Ch. 210. (S) (1910) 1 Oh. 130. 
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the goods to which it is applied, has nevertheless become 
distinctive by user, and the registration of which can unfairly 
prejudice no one. The test must be whether or not the 
word is such that it might reasonably, or not unnaturally, 
be used by other dealers in describing their own goods, if 
it remained, unappropriated. 

In another case recently decided, In re AMiebolaget & 
Co.'s Trade-mark, (c) where application was made under 
Section 9 (5) for registration of the word ' Primus ' on the 
ground that by long user the word had come to distinguish 
the goods of its proprietor, it was contended on behalf of 
the Board of Trade that the word " must have been selected 
" to express the quality of the goods, and is perfectly 
" familiar to every Englishman who has any education." 
Swinfen Bady, J., however, directed the Registrar to proceed 
with its registration, although "it cannot be said that it 
" has no direct reference to the character or quality of the 
" goods," but the evidence was strong of long-continued 
and extensive user of the word as a trade-mark, and it was 
" a material fact that the word .... is a word of a dead 
" language, and not a word in use as part of the language 
" of the day in any country." 

The form of the order to be made on successful applica- 
tions to the Court under Section 9 (5) was discussed in this 
case, and it was held that the proper form of order should 
merely direct that " the Registrar accept the application," 
and should not be that the Court, being of opinion that the 
mark ought to be deemed distinctive, directs that the 
application be accepted and proceeded with. 

But the wording of the Sub-section obviously contemplates 
an order being made by the Board of Trade (here, the 
Governor"), or the Court, that the mark sought to be 
registered is distinctive. It expressly provides that certain 
marks shall not be deemed to be distinctive, and therefore 
registrable, except by order of the Board of Trade (here, the 
Governor), or the Court. This being so, if the order made 
here in the first instance simply directs the Registrar to 
accept, and proceed with, the application, it would appear 
to be necessary to subsequently apply a second time to the 
Governor, or the Court, for a further order that the mark 
be deemed to be distinctive and registrable. That a further 
order of this kind must be procured in England,' Swinfen 
Eady, J., in the case cited, himself stated to be necessary, 
but, as he also said, " if there were no opposition it would 
" be merely a pro forma order." 

Where, in Hongkong, an application is made under 
Section 9 (5) and an order is given by the Governor, or the 
Court, directing the Registrar to proceed, if there is 
subsequently no opposition to the application, doubtless the 
Registrar will himself obtain the necessary pro forma order 
that the mark be deemed to be distinctive. 

00 (1910) 2 Ch. Qi. 
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(Dercbandise (Darks Ordinance, 1890. 

Ordinance No. 4 of 1890. 



The first recognition by statute of the right of property Section 1. 

in a trade-mark was made by the Merchandise Marks Act, 

1862. By that Act it was made a criminal offence to forge, 
or, to falsely apply to goods, any trade-mark with intent to 
defraud, or to enable another to defraud, any person. A 
trade-mark was defined to be "a name, signature, word, 
" letter, device, emblem, figure, sign, seal, stamp, diagram, 
" label, ticket, or other mark lawfully used by any person 
" to denote any chattel, or any article of trade, manufacture, 
" or merchandize." 

By the same Act a statutory right was given to a person 
injured by the infringement of his trade-mark to maintain 
an action for damages against the wrong doer, and "to 
" prevent the repetition or continuance of the wrongful 
" act" — in other words, to maintain an action for an 
injunction to restrain any further infringement. 

This Act of 1862 was copied, almost word for word, in, and 
the provisions thereof introduced into Hongkong by, Ordin- 
ance No. 8 of 1863. Subsequently, provision havingibeen 
made in England for the registration of trade-marks, and 
the law relating to trade-marks having been, to some extent, 
altered by the Trade-Marks Act, 1883, the Merchandise 
Marks Act, 1862, was repealed by an Act passed in 1887. 
A few years later it was considered advisable by the Legis- 
lature of Hongkong to repeal the Ordinance of 1863, and 
to bring in a new Ordinance on precisely the same lines 
as the Merchandise Marks Act, 1887. Accordingly the 
Ordinance now in force, being the Merchandise Marks 
Ordinance, 1890, was passed in that year. 

This Ordinance is practically similar in all respects to 
the Act of 1887, those sections only being omitted which 
were inapplicable to the circumstances of the Colony ; 
Sections 2 and 3 being transposed. 

The Ordinance, which is entitled " An Ordinance to amend 
" the law relating to Fraudulent Marks on Merchandise" 
is set out below, section by section. 

1. This Ordinance may be cited as the Merchandise short title. 
Marks Ordinance, 1890. 

14 
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Section 2. 2. (1) — For the purposes of this Ordinance,- 



Interpreta- 
tion of terms, 
60 & 61 Vict. 
c. 28 s. 3. 



46 & 47 Vict. 
0.57. 



"Trade-Mark" means a trade-mark registered in 
the Register of Trade-Marks kept under any 
Ordinance in force in this Colony or under the 
Patents, Designs, and Trade-Marks Acts, 1883 to 
1888, of the Imperial Parliament, and includes 
any trade-mark which, either with or without 
registration, is protected by law in any British 
Possession or Foreign State to which the 
provisions of Section 103 of the Patents, Designs, 
and Trade-Marks Act, 1883, of the Imperial 
Parliament are, under Order-in-Council for the 
time being applicable : 

"Trade Description" means any description 
statement, or other indication, direct or indirect, — 

(a) as to the number, quantity, measure, 
gauge, or weight of any goods ; or 

(b) as to the place or country in which any 
goods were made or produced ; or 

(c) as to the mode of manufacturing or 
producing any goods ; or 

{d) as to the material of which any goods are 
composed; or 

(e) as to any goods being the subject of an 
existing patent, privilege, or copyright ; 

and the use of any figure, word, or mark which, 
according to the custom of the trade, is commonly 
taken to be an indication of any of the above 
matters, shall be deemed to be a trade description 
within the meaning of this Ordinance : 

" False Trade Description " means a trade 
description which is false in a material respect as 
regards the goods to which it is applied, and 
includes every alteration of a trade description, 
whether by way of addition, effacement, or 
otherwise, where that alteration makes the 
description false in a material respect ; and the 
fact that a trade description is a trade-mark, or 
part of a trade-mark, shall not prevent such trade 
description being a false trade description within 
the meaning of this Ordinance : 

" Goods " mean anything which is the subject of 
trade, manufacture, or merchandise : 

"Person," "Manufacturer," "Dealer," or 
"Trader," and "Proprietor" include any body 
of persons, corporate or unincorporate : 
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" Name " includes any abbreviation of a name. Section 2. 

(2) The provisions of this Ordinance respecting the 
application of a false trade description to goods shall 
extend to the application to goods of any such figures, 
words, or marks, or arrangement or combination 
thereof, whether including a trade-mark or not, as are 
reasonably calculated to lead persons to believe that 
the goods are the manufacture or merchandise of some 
person other than the person whose manufacture or 
merchandise they really are. 

(3) The provisions of this Ordinance respecting the 
application of a false trade description to goods, or 
respecting goods to which a false trade description is 
applied, shall extend to the application to goods of 
any false name or initials of a person, and to goods 
with the false name or initials of a person applied, in 
like manner as if such name or initials were a trade 
description, and for the purposes of this enactment 
the expression " false name " or " initials " meanB, as 
applied to any goods, any name or initials of a person 
which — 

(a) are not a trade-mark or part of a trade- 
mark; and 

(b) are identical with or a colourable imitation 
of the name or initials of a person carry- 
ing on business in connexion with goods 
of the same description, and not having 
authorized the use of such name or 
initials; and 

(c) are either those of a fictitious person or of 
some person not bond fide carrying on 
business in connexion with such goods. 



Section 103 of the Patents, Designs, and Trade-Marks Act 
of 1883 referred to in the first part of the above Section 2, 
is, so far as it relates to trade-marks, as follows ; — 

" (1) If Her Majesty is pleased to make any arrange- 

" ment with the government or governments of any foreign 

" State or States for mutual protection of trade-marks, 

" then any person who has applied for protection for any 

" trade-mark in any suoh State, shall be entitled to regis- 

" tration of his trade-mark under this Act, in priority to 

" other applicants ; and such registration shall have the 

" same date as the date of the protection obtained in such 

" foreign State. 

" Provided that his application is made, in the case of 
" a trade-mark, within four months from his applying for 
" protection in the foreign State with which the arrange- 
" ment is in force. 



— 194 — 

Section 2. " Provided that nothing in this section contained shall 

" entitle the proprietor of the trade-mark to recover 

" damages for infringements happening prior to the date 

" of the actual registration of his trade-mark in this 

" country. 

" (8) The application for the registration of a trade- 
" mark under this section, must be made in the same 
" manner as an ordinary application under this Act : 
" Provided that, in the case of trade-marks, any trade- 
" mark the registration of which has been duly applied for 
" in the country of origin may be registered under this 
" Act : 

" (4) The provisions of this section shall apply only in 
" the case of those foreign States with respect to which 
" Her Majesty shall from time to time by Order-in-Council 
" declare them to be applicable, and so long only in the 
" case of each State as the Order-in-Council shall continue 
" in force with respect to that State." 

Section 104 of the Act is as follows ; — 

" (1) Where it is made to appear to Her Majesty that 

" the legislature of any British Possession has made satis- 

" factory provision for the protection of trade-marks, 

" registered in this country, it shall be lawful for Her 

" Majesty from time to time, by Order-in-Council, to apply 

" the provisions of the last preceding section, with such 

" variations or additions, if any, as to Her Majesty in 

" Council may seem fit, to such British Possession. 

" (2) An Order-in-Council under this Act shall, from a 
" date to be mentioned for the purpose in the Order, take 
" effect as if its provisions had been contained in this Act ; 
" but it shall be lawful for Her Majesty in Council to revoke 
" any Order-in-Council made under this Act." 

Prior to the passing of the Merchandise Marks Ordinance, 
international arrangements had been made under the above 
section of the Act of 1883 with a large number of the 
civilized countries in the world, and such arrangements 
have since been made with most of the remaining countries. 
Having regard to the definition of a trade-mark in this 
section it might appear that any proprietor of a trade-mark, 
which has been registered by him, and is protected by law 
in any foreign State to which the provisions of Section 103 
of the Act of 1883 apply, is entitled to take, and to main- 
tain, proceedings under this Ordinance, whether or not 
such trade-mark has been registered, or is properly regis- 
trable, in Hongkong, If this construction were placed 
upon the Ordinance a very peculiar state of circumstances 
might arise : Two or more persons of foreign nationality, 
carrying on business in this Colony, may be the proprietors, 
say in Switzerland, (which is one of the Foreign States 
to which the provisions of Section 103 of the Home Act 
apply), of trade-marks which so closely resemble each other 
as to be calculated to deceive purchasers of goods in Hong- 
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kong, though possibly not in Switzerland. Each of those Section 2. 

trade-marks may have been registered by its proprietor in ~~ 

Switzerland, and have consequently acquired protection by 
the law of that country. This being so, each of such trade- 
marks is, according to the wording of this section, a " trade- 
mark " which is entitled to protection in Hongkong under 
this Ordinance, although the proprietor of one of the marks 
may have obtained an injunction in the Supreme Court of 
this Colony to restrain the use of the other marks by the 
persons who are the registered proprietors thereof in 
Switzerland. 

But it would be obviously incorrect to hold that a person, 
who is the proprietor in a foreign country of a trade-mark 
which is unregistrable here by reason of the fact that there 
exists a similar mark on this register, could institute and 
maintain criminal proceedings under this Ordinance for the 
infringement of his own rights in respect of that mark. 
The section cannot, therefore, be so construed as to enable 
such a person to take advantage of this Ordinance. 

The definition of a trade-mark in this section is copied 
almost precisely from the definition given in Section- 3 
of the Act of 1887, and it might therefore be supposed 
that some authority is in existence dealing with a case 
where a prosecution under that Act had been instituted 
by the proprietor of a trade-mark, unregistered, and possibly 
unregistrable, in England, but entitled to protection by the 
law of its country of origin, to which country the provisions 
of Section 103 of the Act of 1883 are applicable ; but there 
does not appear to be any reported case on the subject. 
There are, however, authorities to the effect that, although, 
by the provisions of Section 103 (3) of the Home Act of 
1883, any trade-mark, the registration of which has been 
applied for in the country of origin, may be registered 
under that Act, nevertheless this does not entitle a trade- 
mark registered in n Foreign State to registration in 
England, unless it is a trade-mark which is distinctive in 
England, and comes within one or other of the definitions 
of a registrable trade-mark under the Home Act {Carter 
Medicine Co.'s trade-mark) (a). (California Fig Syrup Co.'s 
trade-mark) (b). Upon the strength of these authorities it 
may, the-efore, be contended, and would probably be held, 
that a trade-mark, which is protected by the law of a Foreign 
State to which the provisions of Section 103 of the Act of 
1883 are applicable, will not be regarded as a mark coming 
within the definition of a "trade-mark" given in the 
Merchandise Marks Ordinance, unless it is a mark which is 
capable of registration as a trade-mark in Hongkong. 

A "trade-mark" for the purposes of this Ordinance is 
defined to be : — 

(1) A trade-mark registered in the Register of Trade- 
marks kept under any Ordinance in force in this 
Colony. 

(a) (1892) 3 Ch. 472. (J) 40 Ch. D. 620. 



— 196 — 

Section 2. (2) A trade-mark registered under the Trade-Marks 

Acts, 1883 to 1888, and, 

(3) A trade-mark which, either with or without 
registration, is protect! d by law in any British 
possession or foreign state to which the provisions 
of lection 103 of the Trade-Marks Act, 1883 are, 
for the time being, applicable. 

With regard to (2), the Trade- Marks Acts, 1883-1888, 
having been repealed by the Trade- Marks Act, 1905, so far 
as such former Acts related to trade-marks, and excepting 
Sections 108 and 104, it would seem very doubtful whether 
a trade-mark registered in the United Kingdom under the 
Act now in force there, is a "trade-mark" under this 
Ordinance. 

In the Merchandise Marks Act, 1887, a trade-mark is de- 
fined to be one which is registered under the Act of 1883, and 
also one which is protected by law in any British possession 
or foreign state to which the provisions of Section 103 of 
the Act of 1883 apply. There was, however, no necessity 
in England to amend the Merchandise Marks Act as regards 
this definition of a trade-mark, in consequence of the 
passing of the Trade-Marks Act, 1905, inasmuch as Section 
38 of the Interpretation Act, 1889 provides that where any 
Act is passed, after that date, which repeals and re-enacts, 
with or without modification, any provisions of a former 
Act, references in any other Act to the provisions. so repealed 
shall, unless the contrary intention appears, be construed as 
references to the provisions so re-enacted. The references, 
therefore, in the Merchandise Marks Act, 1887 to the 
Trade-Marks Act, 1883 are now to be taken as references 
to the Trade-Marks Act 1905 ; and, with regard to Section 

103 of the Act of 1883, as references to Section 91 of the 
Patents and Designs Act 1907 (c). 

But in Hongkong the position is different : — An Inter- 
pretation Ordinance, founded on the Act of 1889, was 
passed in the Colony in 1897, Section 37 of which Ordinance 
is in precisely the same words as the first part of Section 
38 of the Act of 1889, except that the word "Ordinance" 
is substituted for the word "Act." Having regard to this 
difference it cannot be said that the references in tjie 
Merchandise Marks Ordinance to the Trade-Marks Act, 
1883 are to be construed as references to the repealing Act 
of 1905. 

With regard to (3), where, under the provisions of Section 

104 of the Trade-Marks Act of 1883, those of Section 103 
are made applicable to any particular British possession, 
trade-marks " which either with or without " registration " 
are there protected by law, are defined to be trade-marks 
under this Ordinance. 

(o) Vide Introduction. Supra, p. iii. 
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By the common law, trade-marks enjoy a certain amount Section 2. 

of protection by law whether registered or not, both in 

England and in any British Colony, and whether or not in 
any such Colony special provisions have been made for 
registration and protection of trade-marks. In the case of 
a Colony where such provisions have been made, and to 
which Colony Section 103 of the Act of 1883 has been 
applied, it cannot be assumed to have been the intention of 
the Legislature to give greater protection to a trade-mark 
which might have, but has not, been there registered, than 
to one which is unregistered in England. The expression 
" either with or without registration " should be read with 
reference to the provisions of Section 103 of the Act which 
provides for the registration in England of a trade-mark 
the owner of which has applied for its protection in the 
country of its origin. If, in consequence of that application, 
the trade-mark is specially protected by law in such country, 
it comes within the definition of a trade-roark in this 
Ordinance. But if no attempt has been made to acquire 
special protection, by registration of a trade-mark in the 
country of origin, its owners should not be in a better 
position here than the proprietor of an unregistered trade- 
mark which has its origin in Hongkong or England. 
Nevertheless it would seem possible to so construe the 
definition as to include therein a trade-mark which is as 
much entitled to protection by the law of its country of 
origin as is an unregistered trade-mark in Hongkong, if 
Section 103 of the Act of 1883 has been applied to that 
country; although the owner of the trade-mark cannot take 
advantage of the provisions of the Section. 

It is submitted, however, that the only trade-marks which 
can, or should be, held to be entitled to protection under 
this Ordinance, as " trade-marks," are 

(1) Trade-Marks registered in this Colony 

(2) Trade-Marks registered in England under the Acts 
1883 to 1888 ; or, it should be, under the Act of 1905. 

(3) Trade-Marks which are registered, or for registration 
of which application has been made, in a British possession 
or in a foreign state to which the provisions of Section 103 
of the Act of 1883 are, for the time being, applicable, under 
Order-in-Council ; and which trade-marks are registrable 
here. 

But the persons entitled to institute proceedings under 
this Ordinance are not only the proprietors of marks coming 
within the definition of " trade-marks." Those possessed of 
unregistered, or even unregistrable, trade-marks (provided 
that such marks do not offend against the provisions of 
Section 11 of the Trade-Marks Ordinance) are entitled to 
practically as much protection under this Ordinance, by 
virtue of the provisions relating to the application of a false 
trade description. 
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Section 2 ^ " tra de description," within the meaning of this 

1_ Ordinance includes almost every marking of any kind 

whatsoever which is applied to goods. If such marking 
directly, or indirectly, indicates anything which might have 
a material affect on the mind of a purchaser, and which is 
untrue, or is calculated to deceive, the offence is committed 
of applying a false trade description. 

In this section, for the purposes of the Ordinance, 
"person" is defined to include any corporation, society, or 
firm. It may appear to be a hardship upon a shareholder 
of a Company, or upon a dormant partner in a firm, that 
he should be made to suffer for the illegal acts of those 
directly responsible for the carrying on of the business of 
that corporation, or firm ; but, on the other hand, a far 
greater hardship would be suffered by the owner of a trade- 
mark, and also by the public, if a corporation or firm were 
permitted to gain, with impunity, a benefit for the share- 
holders, or partners, by means which were a fraud, both on 
such owner, and on the public. A duty is imposed on a 
Company, as much as it is upon on individual merchant, to 
act fairly and honestly in trading; and, "in the ordinary 
" case of a duty imposed by statute, if the breach of the 
" statute is a disobedience to the law, punishable in the 
" case of a private person by indictment, the offending 
" corporation cannot escape from the consequences which 
" would follow in the case of an individual by showing 
" that they are a corporation." Bowen, L. J., in R. v. 
" Tyler (d). 

In all cases in which a civil action could be maintained 
for damages, and for an injunction, in respect of the passing 
off («) by one person of his goods as those of another, 
proceedings may, by virtue of Sub-Section 2, be taken for 
applying a false trade description. 

Even wfiere no civil action would lie for passing off, an 
offence may be committed under this Ordinance if any 
representation whatever is made by means of a "trade 
description" which is calculated to induce purchasers of 
goods to buy tlie same in the mistaken belief that such 
goods are of the kind they intended to buy. And, although 
a trade description may not be strictly inaccurate in its 
description of the goods to which it refers, it may neveithe- 
less be a false trade description within the meaning of tfiis 
Ordinance. So, in the case of Fowler v. Crijips (/) where 
it was proved that, according to the custom of the trade, 
the terra "soda crystals" had come to mean washing soda, 
and the appellant had sold a quautity of Glauber's salt 
mixed with soda crystals, and had described the goods in 
his invoices as "soda crystals," it was held that he had 
been rightly convicted of applying a false trade description, 

(d) (1891) 2 Q. B. at p. 594. 

(«) See notes to See. 46 of the Trade-Marks Ordinance p 127. supra. 

(/) (1906) 1 Q. B. 16. 
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although Glauber's salt is a salt in a crystalline form, and 
is, in fact, one of the many " soda crystals." Wills, J., in 
this case said "The Merchandise Marks Act is an Act 
" passed not to ensure accuracy in trade terms, but to 
" protect trade, and to ensure so far as legislation can do so 
" that trade shall be carried on honestly; and that terms 
" shall not be applied to substances where the application 
" would, according to the common acceptation of those 
" terms in the trade, lead the purchaser to believe that he 
" was buying something really different from what he was 
" buying." Lord Alverstone, 0. J., agreed with this view, 
stating that " if all that is required to satisfy the statute is 
" to show that the description is chemically true — it would 
" be impossible to support the conviction," but he referred 
to the definition in the Act of "Trade description" {g) 
which expressly provides that "the use of any figure, word, 
" or mark which according to the custom of the trade is 
" commonly taken to be an indication of any of the above 
" matters, shall be deemed to be a trade description," and 
which, he said, made it impossible to construe the section 
as meaning that if a trade description were true in fact it 
could not be "false " within the meaning of the Act, although 
it was deceptive having regard to the custom of the trade. 

It is unnecessary, in order to obtain a conviction, that a 
purchaser should be actually deceived by a false trade 
description. In the case above cited of Fowler v. Cripps 
the purchaser from the appellant evidently purchased the 
goods with the deliberate intention of getting them analysed, 
and of causing proceedings to be instituted. So also in the 
case of Kirsheriboim v. Salmon (h) the prosecutor admitted 
that he had purchased the goods with a view to eventual 
proceedings. See also the case of Coppen v. Moore (i). 



Section 2. 



3. — (1) Every person who — 

(a) forges any trade-mark ; or 

(b) falsely applies to goods any trade-mark or 
any mark so nearly resembling a trade- 
mark as to be calculated to deceive ; or 

(c) makes any die, block, machine, or other 
instrument for the purpose of forging, or of 
being used for forging, a trade-mark ; or 

(d) applies any false trade description to 
goods : or 

(e) disposes of, or has in his possession, any 
die, block, machine, or other instrument 
for the purpose of forging a trade-mark; 
or 



Offences as to 
trade-marks 
and trade 
descriptions. 
50 & 51 Vict. 
u. 28. s. 2. 



(iji) The definition of a Trade description is precisely the same in 
this Ordinance as in the Act. 



Qh) (1898) 2 Q. B. 19. 



(») (1898) 2 Q. B. 300. 
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Section 3. (/) causes any of the things above in this 
— section mentioned to be done,, 

shall, subject to the provisions of this Ordinance and 
unless he proves that he acted without intent to 
defraud, be guilty of an offence against this Ordinance. 

(2) Every person who sells, or exposes for, or has 
in his possession for sale, or any purpose of trade or 
manufacture, any goods or things to which any forged 
trade-mark or false trade description is applied, or to 
which any trade-mark or mark so nearly resembling a 
trade-mark as to be calculated to deceive is falsely 
applied, as the case may be, shall, unless be proves — 

(a) that, having taken all reasonable pre- 
cautions against committing an offence 
against this Ordinance, he had, at the 
time of the commission of the alleged 
offence, no reason to suspect the genuine- 
ness of the trade-mark, mark, or trade 
description; and 

(b) that on demand made by or on behalf of 
the prosecutor, he gave all the information 
in his power with respect to the persons 
from whom he obtained such goods or 
things ; or 

(c) that otherwise he had acted innocently, 
be guilty of an offence against this Ordinance. 

(3) Every person who is guilty of an offence against 
this Ordinance shall be liable, — 

(a) on conviction before the Supreme Court, 
to imprisonment, with or without hard 
labour, for any term not exceeding two 
years, or to a fine, or to both imprisonment 
and fine ; and, 

(6) on summary conviction before a Magis- 
trate, to imprisonment, with or without 
hard labour, for any term not exceeding 
four months or to a fine not exceeding one 
hundred dollars, and, in the case of a 
second or subsequent conviction, to im- 
prisonment, with or without hard labour, 
for any term not exceeding six months or 
to a fine not exceeding two hundred and 
fifty dollars ; and, 

(c) in any case, to forfeit to Her Majesty every 
chattel, article, instrument, or thing by 
means of or in relation to which the offence 
has been committed. 
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(4) The Court or Magistrate before which or whom 
any person is convicted under this section may order 
any forfeited articles t o be destroyed or otherwise 
disposed of as the Court or Magistrate thinks fit. 

(5) Any offence for which a person is under this 
Ordinance liable to punishment on summary con- 
viction may be prosecuted, and any fine imposed may 
be enforced and recovered, and any articles liable to be 
forfeited may be forfeited in manner provided by any 
Ordinance for'-the time being in force regulating the 
practice and procedure before Magistrates in relation 
to offences punishable on summary conviction: Pro- 
vided that a person charged with an offence under 
this section before a Magistrate shall, on appearing 
before such Magistrate and before the charge is gone 
into, be informed of his right to be tried on indictment 
before the Supreme Court, and, if he requires to be 
so tried, be committed for trial and be so tried 
accordingly. 



Section 3. 



See 

Ordinance 

JVo.3ofl890. 



By virtue of this section every person wbo is directly 
connected with the fraudulent marking of goods is rendered 
criminally responsible for the fraud. Not only may the 
person by whom, or at whose instance, the forgery or 
fraudulent marking has been done, be prosecuted, but 
proceedings may be instituted and maintained against a 
person who has in his possession for sale fraudulently 
marked goods. 

It is a well-known maxim of English law that every-one 
shall be presumed innocent of a criminal offence until he 
is proved guilty ; and, acting upon that maxim, the first 
Merchandise Marks Act, and the first Merchandise Marks 
Ordinance of Hongkong, rendered it necessary for a person 
prosecuting under such Act, or Ordinance, to prove an 
intent to defraud; although it was expressly (Section 12) 
made unnecessary that an intent to defraud the prosecutor, 
or any particular person, should be proved. The repealing 
Act of 1887, and this Section of the Ordinance, shifts 
the onus of proof of fraudulent intent from the prosecutor 
to the defendant. 

The meaning of the words "intent to defraud" is not 
that there should be an intent to cheat a customer by 
passing off inferior goods as those of a superior quality. 
The goods sold, or exposed for sale, may be of precisely the 
same quality as, or even better quality than, those which 
a customer might, from the mark on them, suppose them 
to be ; but if the mark, name, or description, is calculated 
to "lead the purchaser to assume that he was buying 
" something different from what he really was buying" 
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Section 3. (Wills, J., in Fowler v. Cripps, (j)) an offence against this 
Ordinance is committed. 

A person charged with an offence under this Ordinance 
is entitled to be acquitted if he is able to prove that he was 
innocent of any intention to defraud, or to infringe. The 
law on this point is clearly stated by Channel, J., in the 
case of Christie v. Cooper, (A) in which he said : — (referring 
to the words "otherwise he had acted innocently.") "The 
" construction of this particular Act of Parliament was 
" carefully considered iu the case of Coppen v. Moore, (I) 
" and the interpretation put upon it, as I understand the 
" judgment iu that case, was this ; that whereas in the 
" great majority of criminal cases it is necessary for the 
" prosecution to prove a mens rea, that is not necessary 
" in prosecutions under this Act. But, on the other hand, 
" this is not one of those cases where, it being the object 
" of the Legislature to forbid a particular act from being 
" done at all, the statute is so framed as to forbid the 
" commission of the act absolutely, quite independently 
" of any question of mens rea, and where consequently, 
" however innocently the forbidden act is done, the person 
" doinsr it must be convicted, although he had no mens rea 
" at all. 

" A prosecution for an offence under this Act does not 
" fall under either of those categories. In such an offence 
" there must be a mens rea in fact ; but the burden of 
" proof of it is shifted, and is not in accordance with the 
" ordinary rules and principles of criminal law — that is to 
" say, the prosecution have not got to prove a mens rea ; 
" but if the defendant is able to prove an absence of any 
" mens rea, then he is to be acquitted." 

With regard to the liability of a master for the fraudulent 
acts of his servants against the provisions of this Ordinance, 
it was held in the case of Build v. Lucas, (in) that there 
was nothing in the Merchandise Marks Act "to alter the 
" general rule of law that a master is not criminally 
" responsible for the unauthorized acts of his servants." 
But, in the later case of Coppen v. Moore, (n) the law on 
the subject was laid down by Lord Russell, L. J., thus : — 
" We conceive the effect of the Act to be to make the 
" master or principal liable criminally (as he is already, 
" by law, civilly) for the acts of his agents and servants in 
" all cases within the sections with which we are dealing 
" where the conduct constituting the offence was pursued 
" by such servants and agents within the scope or in the 
" course of their employment, subject to this : that the 
" master or principal may be relieved from criminal 



(;) (1908) 1 K. B. at p. 20. See also Stabey v. CUlworth 24 
Q. B. D. 90 and Kirsolienboim r. Salmon (1898) 2 Q. B. 19. 
(7i) (1900) 2 Q. B. at p. 527. (Z) (1898) 2 Q. B. 300. 
(«0 ( 1891) 1 Q. B. 408. (») (1898) 2 Q. B. at p. 314. 
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" responsibility where he can prove that he acted in good Section 3. 
" faith, and had done all that it was reasonably possible 
*' to do to prevent the commission by his agents and servants 
" of offences against the Act." 

From this ruling it would appear that, in order to secure 

an acquittal, it is necessary for the defendant to prove not 

only that he had himself aoted innocently, but that he had 

taken all reasonable precautions to prevent the offence from 

being committed by his agents or servants. But, as stated 

by Channel, J., in the case cited of Christie v. Cooper, (o) 

" there may be innocence of any intention to infringe the 

" Act, even although there may be suspicion of the 

" genuineness of the article or trade-mark. That is what 

" the word ' othertvise' means, I think." In the earlier 

case of Wood v. Burgess, (p) it was held that an intent to 

defraud the purchasers was not a necessary ingredient of 

the offence charged, and that a person could not be acting 

innocently if he knew he was infringing the Act, though he 

had no intent to defraud a purchaser. If this is the correct 

construction, then it might seem that it is necessary for a 

person who is able to prove his own innocence of an intention 

to infringe the Act, or this Ordinance, to further prove 

either absence of suspicion on his part as to the genuineness 

of the mark, or that he took reasonable precautions to 

prevent infringement. The use of the word "or" after 

sub-section (2) (b) certainly supports a contention that (c) 

is absolutely independent of (a) and (&). 

Innocence of an intention to infringe may, however, be 
said to be incompatible with a suspicion of the genuineness 
of a mark, and also to be incompatible with the acquirement 
of a benefit from the fraudulent act of a servant ; and the 
presumption that what a servant does apparently for his 
master's benefit is authorised by the latter, should therefore 
be rebutted by clear proof that it was unauthorised. 

Moreover, the object of the Act and Ordinance in defining 
" person " to include a corporation would to a large extent 
be defeated if a master were held, under this Ordinance, 
not to be criminally responsible for the acts of his servants 
which he had taken no precautions to prevent. 

"Where a person charged under this Ordinance is able to 
prove that he acted innocently it cannot, however, be 
necessary that he should also prove that he gave to the 
prosecutor the information mentioned in (5). Nevertheless 
if he declines, or omits, to give that information he renders 
himself liable to pay costs and expenses, and possibly 
damages, in a civil action for infringement or passing off (q). 

There is a considerable difference between innocence of 
an intention to infringe the Ordinance, and absence of an 

(.0) (1900) 2 Q, B. 522. 00 24 Q. B. D. 162. 

(q) Vide p. 116. Supra. 
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Section 3. intent to defraud by means of such infringement. The 

latter is no defence 'whatsoever to proceedings under the 

■ Ordinance. This was so held in the case of Wood v. 
Burgess, (r) in which the defendant had filled, with mineral 
water of his own manufacture, bottles on which the name 
of another manufacturer was moulded ; but he had affixed 
on each bottle labels bearing his own name. It was pointed 
out that although the defendant had no intention to defraud, 
and had taken precautions to prevent his immediate 
customer from being deceived, such precautions would not 
necessarily prevent sub-purchasers from being deceived 
should the labels become detached. A person cannot act 
innocently, within the meaning of the Ordinance, if he 
knowingly commits a breach of its provisions, whatever his 
intent iu so doing may be. 

In the recent case of Donohoe v. Cherry, (s) it was proved, 
in fact it was admitted by the Defendant, that mineral 
waters of the Defendant's own manufacture had been placed 
in bottles upon which the trade name of the Plaintiff was 
embossed, the Defendant's label being then affixed on the 
bottles, which were sold by the Defendant. It was, however, 
found that the Defendant was unaware at the time that this 
had been done, and that the Plaintiff's bottles had been used 
purely by mistake. It was therefore held that the Defendant 
had acted innocently. But, " where a man knows that 
" another is the owner of a trade-mark, and he intentionally 
" uses it, by applying it to his own goods, from motives of 
" personal convenience or profit, he cannot, under the 
" statute, claim immunity on the ground of innocence." 
Thivaites v. McEvilly (t) . 

To commit an offence under this section of "exposing 
" for sale" fraudulently marked goods, it is not necessary 
that such goods should be exhibited in shop windows, or in 
th2 shop itself, with the fraudulent mark visible thereon. 
It is sufficient if the goods so marked are in parcels, which 
are in readiness for sale in the Defendant's premises (u). 
The mere fact of his being in possession of fraudulently 
marked goods which there is reasonable ground for belief 
he intends to sell, or to use in his trade, is sufficient to 
throw the onus upon him of proving that he had no inten- 
tion of selling them, or exposing them for sale, or that he 
had become possessed of them in ignorance of the fraudulent 
marking. A grocer who possesses fraudulently marked 
packages of articles usually dealt in by grocers will be 
presumed to have such articles in his possession for sale, 
whether or not they are exposed to view ; but this cannot 
be presumed of a person whose business is in no way 
connected with fraudulently marked articles in his posses- 
sion. 

(r) 21 Q. B. D. 162. 

(s) 2fi R. P. C. 5-)5. (t) 20 R. P. C. 663. 

O) Wheat v. Brovm (1S92) 1 Q. B. 418. 
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The provisions of this Ordinance as regards the application Section 3. 

to goods of a false trade description do not apply in the 

case of a trade description which is wholly verbal. This 
was so held by Wright, J., in the case of Goppm v. Moore, 
(v) in which he said that the language of the Merchandise 
Marks Act " seems clearly to deal with the special cases of 
" the employment of some visible or physical mark which 
" is calculated to affect the sale of the goods, and not to 
" apply to cases of mere verbal description. " In the case 
cited the assistant of the defendant had written on the 
invoice of the goods sold the word, or trade description, 
" Scotch," which word, as denoting that the goods were 
Scotch, was false. It was held that the defendant had been 
rightly convicted of applying n false trade description. In 
the case cited reference was made with approval to the 
earlier case of Budd v. Lucas, (iv) in which it was held that 
a description of the goods in the invoice was none the less 
applied to the goods, within the meaning of the Merchandise 
Marks Act, because it was not physically attached thereto. 

And in the case of Cameron v. Wiggins, (x) it was held 
that although a purelv oral indication of the country of 
production of goods offered for sale will not amount to a 
trade description, within the meaning of the Act (and of 
this Ordinance), any writing or mark, however unintelligible 
without explanation, will constitute such a trade description 
if the seller explains such writing, or mark, to indicate a 
particular country. In this case the defendant, at the 
request of the prosecutor, wrote on the invoice the letters 
"N.M.," intending to represent that the mutton to which 
the invoice referred was New Zealand mutton. Those 
letters were held to be a trade-description. 

A false trade description may therefore be constituted by 
any kind of mark which is understood by both buyer and 
seller to indicate something which is untrue, or whereby 
the purchaser is induced to buy an article which he did not 
intend to buy. 

The latter part of sub- Section 5 entitles any person 
charged under this Ordinance to elect to be tried before a 
Judge and Jury in the Supreme Court. It is absolutely 
necessary for the validity of the proceedings that he should 
be informed of this right before the charge is gone into. 
A similar provision was made by Section ] 7 of the Summary 
Jurisdiction Act 1879, with regard to offenders who were 
liable, on summary conviction, to be imprisoned for more 
than 3 months, for any offence other than an assault. In 
the case of R. v. Cockshott, (y) a man, who was entitled to 
the advantage of the section referred to, was not informed 
of his right. He was convicted, but the conviction was 

(V) (1898) 2 Q. B. 300. See also Langley v. Bombay Tea Co., 
(1900) 2 Q. B. 460. 

(to) (1891) 1 Q. B. 408. 
(*) (1901) 1 Q. B. 1. (y) (1898) 1 Q. B. 582. 
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Section 3. subsequently quashed because of the omission to inform 

him of such right before the charge was gone into. In 

this case Darling, J., said :— " The Legislature apparently 
" has in Section 17 made a distinct exception to the rule 
" that everybody must be presumed to know the law, and I 
" think has provided that the right of an accused person 
" to be tried by a jury must be brought to his mind as a 
" matter of fact before the charge is gone into." 

Forging 4. A person shall be deemed to forge a trade-mark 

trade-mark. ^ pitW 

50. & 51 Vict. wno eitner > 

(1) without the assent of the proprietor of the trade- 
mark, makes that trade-mark or a mark so nearly 
resembling that trade-mark as to be calculated to 
deceive ; or 

(2) falsifies any genuine trade-mark, whether by 
alteration, addition, effacement, or otherwise ; 

and any trade-mark or mark so made or falsified is in 
this Ordinance referred to as a forged trade-mark: 
Provided that, in any prosecution for forging a 
trade-mark, the burden of proving the assent of the 
proprietor shall lie on the defendant. 



The crime of " forgery " is generally supposed to be 
confined to the fraudulent imitation of a signature, or of 
a written document ; but the word has been used to describe 
the fraudulent imitation, or counterfeiting, of public seals, 
or' of dies or stamps (z). 

In this section it is defined to be the making of a copy 
as an imitation of a trade-mark, or the alteration, or efface- 
ment of, or the addition to, a trade-mark, or its falsification 
otherwise. 

The "assent of the proprietor" may have been intended 
to refer only to the actual manufacture for him of the die 
wherewith to impress the trade-mark oq his goods, or to any 
alteration or addition to it made by his order, or on his 
behalf ; but it may be taken to also refer to the manu- 
facture ou behalf of some other person of a similar trade- 
mark ; for, by Section 5 (4), the assent of the proprietor of 
a trade-mark to its use by another person is a good defence 
to proceedings for falsely applying a trade-mark. 

The " falsification " of a trade-mark means anything done 
to it which serves to destroy its identity with the proprietor 
of the trade-mark. 

(r) 33 & 3-1 Vict. o. 98 a. IS. 
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5. — (1) A person shall be deemed to apply a trade- 
mark or mark or trade description to goods who — 

(a) applies it to the goods themselves ; or 

(b) applies it to any covering, label, reel, or 
other thing in or with which the goods are 
sold or exposed or had in possession for 
any purpose of sale, trade, or manufacture ; 
or 

(c) places, encloses, or annexes any goods 
which are sold or exposed or had in posses- 
sion for any purpose of sale, trade, or 
manufacture, in, with, or to any covering, 
label, reel, or other thing to which a trade- 
mark or trade description has been applied ; 
or 

(d) uses a trade-mark or mark or trade 
description in any manner calculated to 
lead to the belief that the goods in con- 
nexion with which it is used are designated 
or described by that trade-mark or mark 
or trade description. 

(2) The expression " covering " includes any stopper, 
cask, bottle, vessel, box, cover, capsule, case, frame, or 
wrapper ; and the expression " label " includes any 
band or ticket. 

(3) A trade-mark, or mark, or trade description 
shall be deemed to be applied whether it is woven, 
impressed, or otherwise worked into, or annexed, or 
affixed to the goods, or to any covering, label, reel, or 
other thing. 

(4) A person shall be deemed to falsely apply to 
goods a trade-make or mark who, without the assent 
of the proprietor of a trade-mark, applies such trade- 
mark or a mark so nearly resembling it as to be 
calculated to deceive, but in any prosecution for falsely 
applying a trade-mark or mark to goods the burden 
of proving the assent of the proprietor shall lie on the 
defendant. 



Section 5. 

Applying 
mark or 
description. 
11. s. 5. 



The provisions of sub-section (4) of this section were 
enacted before it was thoroughly understood how injurious 
it might be to the public if the proprietor of a trade-mark 
assented (possibly for a pecuniary consideration) to the use 
of his trade-mark by another person on the latter's own 

15 



Section 5. 
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goods. As said by Lopes, L. J., in the case of Dewhursfs 
Trade-mark (a) : -'The public has no notice of these con- 
" sents ; and it is obvious, and in point of fact it is stated 
" to have happened, that these consents might be bought 
" and sold ; and anything more mischievous than that it 
" would be impossible to imagine." The consent by the 
proprietor of a registered trade-mark to the use of it, or of 
one closely resembling it, by another person may therefore 
have the effect of rendering the trade-mark pub! id juris, aud 
is regarded as a fraud upon the public. It is nevertheless 
apparently no offence uuder the section if, with the assent 
of the proprietor of a trade-mark, that mark is copied and 
applied by another person to his own goods, although such 
application may lead to gross deception being practised on 
the public. But it is submitted that, having regard to the 
provisions of Section 2 (2), a person so acting in such a 
case might be prosecuted for applying a false trade descrip- 
tion. It is necessary, however, in order to avoid conviction 
for an offence of falsely applying a trade-mark that the 
assent of the proprietor should be conclusively proved by 
the person who applies to his goods the deceptive mark. 

The assent mentioned in this sub-section refers prin- 
cipally to the assent by the proprietor to the application of 
what is defined by Section 2 (1) to be a " trade-mark." It 
does not follow that it is a defence to proceedings under 
this Ordinance for applying a false trade description if the 
defendant alleges, and proves, that he has applied that 
description to his goods with the assent of a person entitled 
to use it. A purchaser of goods may be deceived, to his 
verv great detriment, by the application thereto of a false 
trade description, which might or might not include a 
deceptive trade-mark ; and, although the person applying 
the same proved that he used the description with the assent 
of the person entitled to use it, this could be no defence to 
proceedings by the deceived purchaser. But in the case of 
an application to goods of a well-known trade-mark which 
ordinarily indicated the superior quality of the goods, if 
that trade-mark were, with the assent of its proprietor, used 
by someone else on inferior goods, he could not be prosecuted 
to conviction for falsely applying a trade-mark, although 
he might be convicted of applying a false trade-description. 

Where a trade-mark has become so well-known as to be 
commonly taken to indicate the place and mode of manu- 
facture of the goods to which it is applied, its proprietor 
could not, it is submitted, assent to the use of it elsewhere 
by another person, and so enable the latter to rely upon 
this sub-section. In such a case the prosecution would be 
for falsely applying a trade description, and not for the 
false application of a trade-mark. 

In the recent case of Sfone v. Bum, not yet reported, but 
mentioned in the Law Times of 29th October, 1910, it was 

(a) (1896) 2 Ch. at p. 152. 
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held, on appeal from the Magistrates, that the appellant was 
rightly convicted of applying a false trade description to 
goods. He was a bottler of Bass' Ale and G-uinness' Stout, 
which was put by him into bottles to which was affixed a 
label bearing the words " Bottled by Horatius Stone." Some 
of the bottles so used were moulded with the name of a 
Brewery Co., who had given no authority to the appellant to 
use bottles bearing their name. He contended that it had 
been the practice in his town for many years to bottle Bass' 
beer in bottles which were embossed with various names. 
But, following the case of Wood v. Burgess (b), the Magis- 
trates convicted him, they being opinion that the use by him 
of the bottles in question was calculated to deceive. It was 
held by Lord Alverstone, C. J., and Pickford and Coleridge, 
J. J., on appeal, that, having regard to Section 5 (ej, the 
appellant was rightly convicted. 

The assent of the proprietor to the application of his 
trade-mark by others to his own goods, or to several portions 
of his own goods, in connexion with which such mark is 
used, may perhaps be implied. Condy v. Taylor (c). 

6. Where a defendant is charged with making any 
die, block, machine, or other instrument for the 
purpose of forging, or being used for forging, a trade- 
mark, or with falsely applying to goods any trade- 
mark or any mark so nearly resembling a trade-mark 
as to be calculated to deceive, or with applying to 
goods any false trade description, or causing any of 
the things mentioned in this section to be done, and 
proves — 

(1) that, in the ordinary course of his business, he 
is employed, on behalf of other persons, to make 
dies, blocks, machines, or other instruments for 
making, or being used in making, trade-marks, 
or, as the case may be, to apply marks or 
descriptions to goods, and that in the case which 
is the subject of the charge he was so employed 
by some person resident in the Colony, and was 
not interested in the goods by way of profit or 
commission dependent on the sale of the goods ; 
and 

(2) that he took reasonable precautions against 
committing the offence charged ; and 

(3) that he had, at the time of the commission of 
the alleged offence, no reason to suspect the 
genuineness of the trade-mark, mark, or trade 
description; and 



Section S. 



Exemption 
of certain 
persons 
employed in 
ordinary 
course of 
business. 
50 & 51 Vict. 
c. 28 s. 6. 



(i) 24 Q. B. D. 



00 56 L. T. 891. 
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SectloD 6. (4) that he gave to the prosecutor all the informa- 
tion in his power with respect to the persons on 

whose behalf the trade-mark, mark, or trade 

description was applied, 

he shall be discharged from the prosecution, but shall 
be liable to pay the costs incurred by the prosecutor, 
unless he has given due notice to him that he will rely 
on the above defence. 



As already pointed out, this Ordinance renders liable to 
prosecution any person, whether principal, assistant or 
workman, who contravenes its provisions. But it would be 
manifestly unfair that a person should be prosecuted and 
convicted if he merely acted upon the instructions given 
him by his employer, in the ordinary course of business, 
and was ignorant of the fact that he would be infringing 
this Ordinance if he carried out those instructions. It is, 
however, very necessary, to ensure honest trading, that 
every person connected with the carrying on of a trade 
should be prevented as far as possible from acting dis- 
honestly, or from assisting in the performance of dishonest 
acts. For this reason a person employed to do certain 
work is required to take reasonable precautions against 
committing an offence under this Ordinance, and to aid in 
the prevention of an offence. 

Although this section is capable of being construed as 
referring to assistants nnd workmen employed in their 
master's business, it is apparently intended to refer only to 
a person who, in the course of his own business, is employed 
by a customer. If the section were intended to refer also 
to servants it might be considered to conflict with the 
provisions of Section 17 (3), whereby it is enacted that 
" nothing in this Ordinance shall be so construed as to 
" render liable to any prosecution or punishment any 
" servant of a master who is resident in the Colony who 
" bona fide acts in obedience to the instructions of such 
" master, and who, on demand made by or on behalf of the 
" prosecutor, has given full information as to his master." 

The absence of any express provision in this later 
section that the servant shall not be protected unless lie has 
taken reasonable precautions against infringement, or has 
had no reason to suspect an intention to infringe, makes it 
appear that the intention of the Legislature was to protect 
a servant in a case where he is compelled against his will to 
carry out his master's instructions. It is difficult, however, 
to connect the expression, "in good faith," with an act 
which is, to the knowledge of the person committing it, an 
infringement of this Ordinance. Still, if the act were an 
unwilling one, there would certainly exist an absence of 
intention to infringe; and it mieht be considered to be 
unfair to visit upon the servant the sins of his master in a 
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case where the servant was dependent for his daily bread section 6. 

upon carrying out the instructions of his master. Never- . 

theless a servant cannot be permitted, with impunity, to 
commit a crime which his master insists upon his 
committing ; and it is therefore not easy to understand 
what is intended by the term " bond fide "; for, if it simply 
means that the servant acted innocently, he would be 
sufficiently protected otherwise in the Ordinance, and the 
insertion of this clause was therefore unnecessary. The 
real meaning of the clause is, it is submitted, that in all 
cases where the master is within the Colony, and can be 
prosecuted, the servant should not be also liable to a 
prosecution if what he has done has been strictly in 
obedience to his master's instructions, whether or not the 
servant, has himself acted innocently ; but the expression 
"bona fide" requires the latter, if called upon to do so,. to 
show that he had no desire, nor wilful intention, to infringe. 

7. — (1) Where a watch case has thereon and words Q f p ^ e catlon 
or marks which constitute, or are by common repute ordinance to 
considered as constituting, a description of the country watches, 
in which the watch was made, and the watch bears no s " 7 ' 
description of the country where it was made, those 
words or marks shall prima facie be deemed to be a 
description of that country within the meaning of 
this Ordinance, and the provisions of this Ordinance 
with respect to goods to which a false trade description 
has been applied, and with respect to selling or 
exposing for or having in .possession for sale, or any 
purpose of trade or manufacture, goods with a false 
trade description shall apply accordingly. 

(2) For the purposes of this section the expression 
" watch " means all that portion of a watch which is 
not the watch case. 



At the time of the passing of the Merchandise Marks 
Act 1887 and of this Ordinance, it was probably not 
thoroughly understood by persons not intimately acquainted 
with the watch trade that the several parts of watches are, 
as. a general rule, made by various manufacturers, and the 
whole merely put together by the so-called watch-makers. 
It is believed to be the case that the principal factories 
wherein are made the internal parts of watches, the wheels, 
springs, &c, are situated in Switzerland ; aud that, from 
these factories, such necessary • parts are supplied to watch- 
makers, and dealers in watches, in other European 
countries. Before being put together, those parts are 
carefully examined, and finished, by the watch-maker to 
whom they are supplied, who then sells the watch, in its 
completed form, as of his own manufacture. There is 
nothing immoral in this, for no injury whatever can be 
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Section 7. sustained by the customer if the several parts are made 

in the one possible manner, and out of the one best 

possible material. The implied warranty under Section 
15 given to the purchaser in such a case, is a warranty, 
not that every minute portion of the watch was made 
by the seller, or in his own country, but that he has, in 
accordance with the custom of the trade, carefully finished 
and put together the several jarts, which are iroperly 
constructed. 

Nevertheless, where a watch case has certain markings 
upon it which indicate that the watch has been made in 
England, and, as a matter of fiict. the movement in the 
watch, or the greuter part of it, has been made in the rough 
in another country, though finished in England, it may 
strictly speaking be said that an offence under this section 
of the Ordinance has been committed. But, it is submitted, 
it should not be so held if it can be satisfactorily shown 
to the magistrate that, by the usages of the watch trade, 
the putting together and finishing of the several parts 
of a watch constitute its manufacture. If, however, a 
watch case bears upon it certain markings which indicate 
that the watch was made in Englnnd, and it is ascertained 
as a fact that the several parts of the watch were made in 
another country, it should be incumbent upon its seller, or 
possessor for sale, to prove that the whole watch was put 
together and finished in England. 

"Where a watch has been put together and completed, say, 
in Switzerland, and its case is removed, and, for it, is 
substituted a case indicating that the watch has been made 
in England, this would undoubtedly constitute an offence 
against the Ordinance. 

It has been said that the corresponding section of the 
Home Act was, with Section 8 of that Act, introduced 
mainly for the purpose of preventing the British hall- 
marks, or other assay marks, on gold and silver watch cases 
from being used to lead to deception. But Section 8 of the 
Home Act, which serves to explain to some extent the 
object of Section 7, has not, and could not have, been 
introduced into this Ordinance. By such section a person 
who sends a watch case to any assay office in the United 
Kingdom to be assayed, stamped, or marked, must mak"e a 
declaration declaring in what country or place the case was 
made ; and, if it appears that such case was not made in 
the United Kingdom, the assay office is required to put a 
special mark thereon. But there is neither an assay office 
in Hongkong, nor is there any factory for the manufacture 
of watches or watch cases, all watches here having been 
imported from Europe. This being so, there was not the 
same object for the introduction of this section into the 
local Ordinance, as there was for its introduction into the 
Act. 
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8. In any information, indictment, pleading, pro- Section 8. 
ceeding, or document, in which any trade-mark or ~ 
forged trade-mark is intended to be mentioned, it ^/^"de-mark 
shall be sufficient, without further description and j n pleading, 
without any copy or facsimile, to state that trade-mark lb. s. 9. 

or forged trade-mark to be a trade-mark or forged 
trade -mark. 

9. In any prosecution for an offence against this Rules as to 
Ordinance, — 

(1) a defendant and his wife or her husband, as the 
case may be, may, if the defendant thinks fit, be 
called as a witness, and, if called, shall be sworn 
and examined, and may be cross-examined and 
re-examined, in like manner as any other witness ; 
and, 

(2) in the case of imported goods, evidence of the 
port of shipment shall be prima facie evidence of 
the place or country in which the goods were 
made or produced. 



evidence. 
lb. s. 10. 



10. Every person who, being within the Colony, Punishment 
procures, counsels, aids, abets, or is accessory to the cq^^S-w 
commission, without the Colony, of any act, which, if c , 28 s. 11. 
committed in the Colony, would under this Ordinance 
be a misdemeanor shall be guilty of that misdemeanor 
as a principle, and be liable to be proceeded against, 
tried, and convicted in the Colony as if the misde- 
meanor had been there committed. 



In the latter part of the notes and comments in this book 
on Section 43 of the Trade-Marks Ordinance it is contended 
that the Court has jurisdiction to restrain by injunction any 
infringement, or threatened infringement, of a trade-mark 
wholly abroad, if the defendant is at the time within the 
jurisdiction. The above section of the Merchandise Marks 
Ordinance emphasizes this contention, and makes it a 
criminal offence for any person within the Colony to cause 
to be committed, or to be in anyway a party to the commis- 
sion of, such an infringement of a trade-mark abroad as 
would amount to an offence under this Ordinance if it were 
committed in Hongkong. 

The Legislature of this Colony has no power to enact that 
a person shall be prosecuted for an offence commil ted abroad. 
" All crime is local. The jurisdiction over the crime be- 
" longs to the country where the crime is committed" 
MacLeod v. Attorney-General for N. 8. Wales (d). But the 

((f) (1891) A. 0. 455. 
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offence, under this section, consists not in the actual infringe- 
ment, or other breach of the provisions of this Ordinance, in 
a foreign country, but in the offender being the instigator 
here of what would be, in this Colony, an infringement of 
the Ordinance ; or in his rendering assistance, here, _ to 
enable the wrongful act to be committed. If goods bearing 
on them a forged trade-mark, or faise trade description, are 
ordered by a trader in this Colony to be shipped direct to 
Canton for sale there, that trader may be prosecuted under 
this section. So also may a trader be prosecuted if, with 
his knowledge and approval, his partner or assistant procures 
to be imported into Canton fraudulently marked goods. 

The aim and object of this Ordinance is, as stated by 
Wills, J., in the case of Fowler v. Cripps, (e) "to ensure as 
" far as legislation can do so that trade shall be carried on 
" honestly." 

11. — (1) Where, on any information or complaint 
laid for an offence against this Ordinance, a Magis- 
trate has issued either a summons ' requiring the 
defendant charged by such information or complaint 
to appear to answer to the same, or has issued a 
warrant for the arrest of such defendant, and either 
the said Magistrate or any other Magistrate, on or 
after issuing the summons or warrant, is satisfied by 
information upon oath that there is reasonable cause 
to suspect that any goods or things by means of or in 
relation to which such offence has been committed are 
in any house or premises of the defendant, or other- 
wise in his possession or under his control in any 
place, such Magistrate may issue a warrant under his 
hand, by virtue of which it shall be lawful for any 
constable or peace officer named or referred to in the 
warrant to enter such house, premises, or place at any 
reasonable time by day, and to search therefor and 
seize and take away those goods or things ; and any 
goods or things seized under any such warrant shall 
be brought before a Magistrate for the purpose of its 
being determined whether the same are or are not 
liable to forfeiture under this Ordinance. 

(2) If the owner of any goods or things which, if 
the owner thereof had been convicted, would be liable 
to forfeiture under this Ordinance is unknown or 
cannot be found, an information or complaint may be 
laid or made for the purpose only of enforcing such 
forfeiture, and a Magistrate may cause notice to be 
advertised stating that, unless cause is shown to the 
contrary at the time and place named in the notice, 
such goods or things will be forfeited ; and at such 



(e) (1906) 1 K. B.at p. 20. 
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time and place the Magistrate, unless the owner or any Section 11. 
person on his behalf, or other person interested in the 
goods or things, shows cause to the contrary, may order 
such goods or things or any of them to be forfeited. 

(3) Any goods or things forfeited under this section, 
or under any other provision of this Ordinance, may 
be destroyed or otherwise disposed of in such manner 
as the Court or Magistrate by which or whom the same 
are forfeited may direct ; and the Court or Magistrate 
may, out of any proceeds which may be realized by 
the disposition of such goods or things (all trade- 
marks and trade descriptions being first obliterated), 
award to any innocent party any loss which he may 
have innocently sustained in dealing with such goods. 



This Ordinance makes it by no means clear what person 
is meant by the "innocent party" referred to in this 
sub-section. G-oods are only liable to forfeiture under this 
Ordinance (I) if the owner of them, or the person in whose 
possession they are found, is prosecuted to conviction ; (2) 
if the owner cannot be found, and (3) if the {roods, being of 
foreign manufacture, bear on them the name of a maker, 
dealer, or trader in the United Kingdom, and are imported 
into the Colony. 

A case might often occur in which both the seller of 
fraudulently marked goods, and the put chaser of such ijoods, 
who is in possession thereof for resale, are prosecuted : and 
in which the former is found guilty of an offence, while the 
latter proves that he acted innocently, and is accordingly 
acquitted. 

The guilty person, who has wholly parted with his interest 
in the goods, cannot be liable to forfeit what he does not 
possess, and has no Interest in; and the innocent person, 
not having been found guilty of an offence, can himself be 
under no liability to forfeit the goods he has bought, 
although, in a civil action, he could he compelled to 
obliterate the fraudulent marks thereon. 

It would, nevertheless, seem probable that it was the 
intention of the Legislature to make liable to forfeiture, 
" in any case," all goods which hear on them a forged trade- 
mark or false trade description, and to leave any innocent 
person affected by such forfeiture to get what recompense 
he can under this sub-section ; for, otherwise, the meaning 
■of "innocent party." in this sub-section is too obscure. 
Still, this Ordinance, being in the nature of a penal Statute, 
must be construed strictly, and as much as possible in favour 
•of a person charged with an offence under it. Therefore the 
words " in any case " at the beginning of Section '3 sub- 
section 3 (c) must be taken to refer only to the liability of a 
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Section 11. person convicted. That Section provides that a person 

found guilty of an offence shall be liable to forfeit the 

goods in relation to which the offence has been committed. 
But, as before stated, if he does not own, or has ceased to 
own, or to have any interest in, such goods, he cannot be 
made to suffer the penalty of forfeiting them. Forfeiture 
necessarily implies ownership on the part of the person 
affected thereby. 

There may, however, be many instances in which a person, 
who is not the owner of goods in which be has dealt, is 
prejudicially affected by their forfeiture. Thus, a person 
may be in the possession of fraudulently marked goods 
deposited with him for sale on behalf of the owner, and may 
have advanced a sum of money on the security of such goods. 
If both he, and the owner, are then prosecuted under this 
Ordinance, and if he proves that he has himself acted 
innocently, and he is acquitted, the provisions of this sub- 
section will apply. 

The words " the Magistrate may out of any proceeds 
"award to an innocent party any loss" may perhaps be 
said to negative the idea that the sub-section is intended to 
apply to an innocent person who is himself the owner of the 
goods forfeited and who could not therefore be compensated 
for the loss of the goods except by the receipt of the whole 
value thereof. A payment to him "out of" the proceeds of 
a forced sale could not recompense him for " any " loss, but 
could only recompense him for a small portion of such loss. 



Costs of 
defence or 
prosecution. 
50 & 51 Vict. 
c. 28 s. 14. 



Limitation of 
prosecution. 
lb. s. 15. 
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lb. s. 16. 



12. On any prosecution under this Ordinance, the 
Court or Magistrate may order costs to be paid to the 
defendant by the prosecutor or to the prosecutor by 
the defendant, having regard to the information given 
by and the conduct of the defendant and prosecutor 
respectively. 

13. No prosecution for an offence against this 
Ordinance shall be commenced after the expiration of 
three years next after the commission of the offence, 
or one year next after- the first discovery thereof by 
the prosecutor, whichever expiration first happens. 

14. Whereas it is expedient to make further pro- 
vision for prohibiting the importation of goods 
which, if sold, would be liable to forfeiture under this 
Ordinance: Be it therefore enacted as follows: — 

(1) all such goods, and also all goods of foreign 
manufacture bearing any name or trade-mark 
being or purporting to be the name or trade-mark 
of any manufacturer, dealer, or trader in the 
United Kingdom, unless such name or trade-mark 
is accompanied by a definite indication of the 
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country in which the goods were made or pro- Sectloo 14. 
duced, are hereby prohibited to be imported into 
the Colony, and if any such goods are imported 
or brought into the Colony contrary to the 
prohibition herein contained, such goods shall be 
forfeited and may be destroyed or otherwise 
disposed of as the Superintendent of Imports and 
Exports may direct ; 

(2) before detaining any such goods, or taking any 
further proceedings with a view to the forfeiture 
thereof under this Ordinance, the Superintendent 
of Imports and Exports may require the 
regulations under this section, whether as to 
information, security, conditions, or other matters, 
to be complied with, and may satisfy himself in 
accordance with those regulations that the goods 
are such as are prohibited by this section to be 
imported ; 

(3) the Governor-in- Council may from time to time 
make, revoke, and vary regulations, either general 
or special, respecting the detention and forfeiture 
of goods 'the importation of which is prohibited 
by this section, and the conditions, if any, to be 
fulfilled before such detention and forfeiture, and 
may by such regulations determine the inform- 
ation, notices, and security to be given, and the 
evidence requisite for any of the purposes of this 
section, and the mode of verification of such 
evidence ; 

(4) where there is on any goods a name which is 
identical with or a colourable imitation of the 
name of a place in the United Kingdom, that 
name, unless accompanied by the name of the 
country in which such place is situate, shall be 
treated for the purposes of this section as if it 
were the name of a place in the United Kingdom ; 

(5) the regulations may apply to all goods the 
importation of which is prohibited by this section, 
or different regulations may be made respecting 
different classes of such goods or of offences in 
relation to such goods ; 

(6) the regulations may provide for the informant 
reimbursing the Superintendent of Imports and 
Exports all expenses and damages incurred in 
respect of any detention made on his information, 
and of any proceedings consequent on such 
detention; and 
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Section 14. (7) a ll regulations under this section shall be 
~ ~ published in The Gazette. 



The goods, prohibited by this section from importation 
into the Colony are (1) all goods which would be liable to 
forfeiture under this Ordinance by reason of- the fact of 
their bearing thereon a forged trade-mark or false trade- 
description, or n mark calculated to deceive, and where the 
owner of such goods is unable to prove his innocence ; and 
(2) all goods which, having been shipped from a foreign 
port, are apparently of foreign manufacture, but which 
bear on them names or trade-marks purporting to be those 
of manufacturers or dealers in the United Kingdom. 

This section mainly refers to goods purporting to have 
beeu made in the United Kingdom, by whomsoever 
manufactured, and has no reference to goods manufactured 
in Australia, Canada or other British Colonies, nor, of 
course, in any foreign country, if not purporting to have 
been made in the United Kingdom, and not being within 
the meaning of "all such goods." The idea of the 
corresponding section of the Home Act was to put a stop 
to the importation into the United Kingdom of goods of 
foreign make, to the prejudice of the public, and of 
manufacturers of the same kind of goods in the United 
Kingdom ; and probably at the same time to make 
provision for the effectual carrying out of Articles IX and 
X of the International Convention, whereby it is provided 
as follows ; — 

" Art. IX. All goods illegally bearing a trade-mark or 
" trade-name may be seized on importation into those 
" States of the Union where this mark or name has a right 
" to legal protection. 
• 

" The seizure shall be effected at the request of either 
" the proper public department or of the interested party, 
" pursuant to the internal legislation of each country. 

" Art. X. The provisions of the preceding Article shall 
" apply to all goods falsely bearing the name of any locality 
" as indication of the place of origin, when such indication 
"is associated with a trade-name of a fictitious character 
" or assumed with a fraudulent intention. 

" Any manufacturer of, or trader in, such goods, 
" established in the locality falsely designated as the place 
" of origin, shall be deemed an interested party." 

But Hongkong is not included amongst the States of the 
Union to which the International Convention is applicable, 
and there exist very few factories in the Colony, the vast 
majority of manufactured goods required here being, of 
necessity, imported into the Colony from Europe, America, 
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or one of the larger Colonies. The same reasons for the Section 14. 

inclusion of the corresponding section in the Home Act do 

not therefore exist in Hongkong. Nevertheless, this being 
a British Colony, there is a certain amount of advantage to 
be gained by the special protection of the industries of 
Great Britain ; although it has not been considered 
advisable in England to similarly legislate for the special 
protection there of British Colonial industries. 

It would appear that, in order to vender fraudulently 
marked goods liable to forfeiture and destruction under 
this section, the owner of such goods must be unable to 
prove that he had acted innocently in the matter; for, if 
he is able to prove innocence, the goods would not be liable 
to forfeiture under the Ordinance, if sold. It is only when 
a person is found guilty of an offence under the Ordinance, 
(or where the owner of such goods cannot be found) that 
fraudulently marked goods which have been seized can be 
forfeited, Section 3 (3) (c) & (4) and Seel ion II (2). But, 
however innocent a person may prove himself to be of uny 
intent to deceive, he cannot be allowed to place on the 
market fraudulently marked goods after he ln<s discovered 
a likelihood of deception. In a civil action by a person 
likely to be defrauded, the Court must order such n>arks to 
be erased before the goods are disposed of. There is, how- 
ever, no express provision in this Ordinance which enables 
a magistrate to order a fraudulent mark to be erased in a 
case where the person possessed of the goods, and charged 
with an offence under this Ordinance, proves his innocence. 
In this respect the Ordinance is apparently defective. 

It is possible that a different construction may be placed 
upon the corresponding section of the Home Act. That 
section differs somewhat from this section of the Ordinance 
in that it provides that the <roods thereby prohibited from 
importation shall be included in the list of goods specified 
in Section 42 of the Customs Consolidation Act 1876, 
which goods, it is declared, shall be forfeited or may be 
destroyed or otherwise disposed of. Such goods might be 
so dealt with whether or not the importer was innocent of 
any intention to infringe. Nevertheless it is submitted 
that no goods can be ordered to be forfeited or destroyed, 
under the provisions either of the Home Act of 1887, or of 
this Ordinance, if the owner of such goods proves that he 
took reasonable precautions, and gave information demanded 
of him by or on behalf of the prosecutor, and that he other- 
wise acted innocently ; or unless the goods bear on them a 
trade-mark or name of a manufacturer or dealer in the 
United Kingdom, and no indication of the foreign country ■ 
from whence they were imported. 

The prohibition in this section against importation refers 
mainly to goods bearing any name, or any abbreviation of a 
name (/) or any trade-mark which has been registered in 

(/) See definition of "name" p. 193. 
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Section 14. the United Kingdom under the Trade-Marks Acts, 1883 to 

1888. It does not refer to goods bearing on them the 

unregistered trade- mark of a British firm, but no name of 
that firm ; nor, it is submitted, does it refer to goods bearing 
on them the mark of a British firm which has been registered 
only under the Act of ] 905. The term "trade-mark" is, by 
the definition in Section 2, expressly confined to certain 
marks, to which alone the prohibition in this section as 
regards trade-marks can therefore refer. 

The object of this section is partly to protect manufacturers 
in Great Britain, but principally to protect the public against 
the palming off upon them of goods purporting to have 
been manufactured in Great Britain, but actually made in 
some foreign country. Therefore goods are liable to be 
forfeited under this section whether or not the name, or 
trade-mark, thereon has been placed on the goods with the 
express consent, or by the direction, of the owner of that 
name or trade-mark. The fact of the proprietor of a trade- 
mark permitting it to be used by some one else upon the 
latter'sown goods is considered to be a fraud on the public, 
and has been held in civil cases (g) to cause the trade- 
mark to cease to be '•distinctive." So also where a 
manufacturer has, by words placed on them, represented 
his froods to have been made in some particular place, in 
which they were not in fact made, this has been held to be 
a fraud on the public, and to disentitle that manufacturer 
to protection of his trade-mark, also placed on the goods. 
(Wood v. Lambert). As said by Fry, L. J., in the case cited 
" if practices of this description are as common as they are 
" alleged to be, the name of an English manufacturer or 
" merchant will cease to be an honourable one, and will 
" carry with it, not notions of honesty and fair dealing 
" but of covin, fraud, and deceit." 

A British manufacturer cannot, therefore, be allowed, with 
impunity, to permit his name or trade-mark to be placed 
on goods made in another country without definitely 
indicating thereon that those goods were made in such 
country ; nor can the importation of such goods be allowed 
in this Colony. Where the name or trade-mark has been 
forged, or has been placed on the goods without the conserjt 
of the owner, the earlier sections of this Ordinance would 
apply. Proof of innocence on the part of the importer of 
any intent to deceive can be of no avail to prevent the 
forfeiture of goods which bear the name or trade-mark of a 
manufacturer in the United Kingdom, but are of foreign 
make. 

For the purposes of jurisdiction British Colonies are 
deemed to be as much foreign couutries as are other 
countries outside the United Kingdom (Ji) ; and it may 

($0 Wood v. Lamiert, 32 Ch. D. 217, Wolff v. Xopitsch, 17 E. 
P. (.'. 321. 

Qi) Fivebrace v. Firebrace, i P. D. at p 66. 
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therefore have been intended that the term "foreign" in 
this section should apply to Australia and other British 
Colonies equally as to alien countries. But the United 
Kingdom is just as much a foreign country to Hongkong 
as Hongkong is to the United Kingdom, and as in this 
section a special distinction is made between the United 
Kingdom and a foreign country, it would seem that the 
same distinction must apply between other British 
Dominions and (alien) foreign countries, and that therefore 
the word "foreign" in this section cannot be held to apply 
to British Colonies. This being so, goods manufactured 
in, and imported from Australia, or Canada, which bear on 
them the name or trade-mark of a manufacturer in Great 
Britain, apparently do not come within the section, so far 
as it relates to imported goods (i). 



Section 14. 



But a name, or trade-mark, which directly or indirectly 
indicates falsely the place or country in which any goods were 
made or produced, is a false trade description, and therefore 
goods manufactured in a Colony which purport, by the 
marking thereon, to have been made in Great Britain, come 
within the meaning of the term "such goods" in this section. 



15- On the sale or in the contract for the sale of 
any goods to which a trade-mark, or mark, or trade 
description has been applied, the vendor shall be 
deemed to warrant that the mark is a genuine trade- 
mark and not forged or falsely applied, or that the 
trade description is not a false trade description within 
the meaning of this Ordinance, unless the contrary is 
expressed in some writing signed by or on behalf of 
the vendor and delivered at the time of the sale or 
contract to and accepted by the vendee. 



Implied 
warranty on 
sale of 

marked goods 
50 & 51 Vict. 
u. 28 s. 17. 



As a general rule, at common law, a mere sale of goods 
did not carry with it an implied warranty by the seller as 
to the quality of the goods sold ; but, in the absence of 
express warranty, the maxim caveat emptor was held to 
apply. Where, however, a manufacturer contracted to supply 
goods of a description which it was well-known he manu- 
factured, and which goods were required for a particular 
purpose, a warranty was implied at common law that the 
goods should be merchantable, and that they should be 
reasonably fit for the purpose for which they were ordered. 
It was further held by the Court of Appeal in the case of 
Johnson v. Raylton (j), that in such circumstances there 
was also an implied warranty that the goods sold by the 

(i) This contention cannot apply to the corresponding section 
of the Home Act. What is meant by the word "foreign" in that 
section does not appear to have been decided by authority. 

0") 7Q. B. D. 438. 
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Section 15. manufacturer were of his own manufacture. This ruling 

' • was considered to be binding, and was followed, in the case 

of Starey v. Chilworih (Jc). 

The above section of the Ordinance, and the corresponding 
section of the Act of 1887, took the matter very much 
further by causing a warranty to be implied in every case 
where a trade-mark, mark, or trade description, is applied 
to goods sold, unless it is otherwise expressly agreed by the 
purchaser. 

The warranty implied by virtue of this section is, in the- 
case of a trade-mark, that such trade-mark is genuine, and 
that the goods to which it is affixed are therefore goods 
manufactured, selected, or dealt in, by the proprietor of that 
trade-mark. In effect it practically amounts to a guarantee 
that the goods are of the same quality and description as 
those which may have been previously boujjbtby the purchaser 
with the same trade-mark affixed, or which the purchaser 
may have otherwise become acquainted with. The seller is 
not, however, responsible under -this section for more than 
the genuineness of the trade-mark ; although, both under the 
old common law, and by virtue of the provisions of Sections 
14 and, 1G of the Sale of Goods Ordinance, 1896, he 
impliedly warrants a good title to the goods, and that they 
shall be reasonably fit for any special purpose which has 
been made known to him by the purchaser. 

In the case of a trade-description the warranty implied 
by virtue of this section is that the goods purchased are of the 
quantity, material, method of manufacture, and as otherwise 
indicated by the trade-description. Where the trade- 
description consists of the application to goods of a trade- 
name, or to a statement that the goods are the subject of 
an existing patent and the goods are bought under that 
patent or trade-name, the warranty implied is merely that 
such trade-name is genuinely applied, or that such patent 
does exist. There is not in such a case an implied warranty 
that the goods are fit for any particular purpose (Sale of 
Goods Ordinance, 1896, Section 16 (1) proviso). 

When goods are sold under a false trade-description, or 
with a forged trade-mark affixed, and the seller has con- 
sequently committed a breach of warranty under this section, 
the provisions of Section 54 of the Sale of Goods Ordinance, 
1896, are apparently applicable, whereby it is provided thSft 
where there has been a breach of warranty the buyer is not, 
by reason only of such breach of warranty, entitled to 
reject the goods; but he may either maintain an action 
for damages, or set up the breach in diminution or extinc- 
tion of price, and also recover any further damage he may 
actually have sustained. The measure of damages is stated 
in sub-section (2) of that section to be "the estimated loss 
" directly and naturally resulting, in the ordinary course of 
" events, from the breach of warranty." 

(k) 24 Q. B. D. 90. 
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But it is obvious that goods liable to seizure and 
forfeiture under this Ordinance cannot be accepted by a 
purchaser at less than the contract price, or at all. In the 
case of such goods bearing on them a forged trade-mark it 
would be the duty of the purchaser to give information to 
the proprietor of the trade-mark, who would probably take 
such steps as might result in the forfeiture, and total loss, 
of the goods. The purchaser, it is submitted, must be 
entitled to reject goods liable to forfeiture. 

Where goods to which a forged trade-mark, or false trade- 
description, has been applied aie inuocently purchased, and 
are exposed for resale, the purchaser is entitled to be 
indemnified by the seller against any damages, costs, and 
expenses, he may reasonably incur by reason of proceedings 
being taken against him for infringement. So in the case 
of Hennessey v. Dompe (I), an action having been brought 
for infringement of a trade-mark, the Defendant served a 
third-party notice on the person from whom he had inno- 
cently purchased the goods, claiming an indemnity. At the 
trial, leave was given to the Plaintiff to amend by adding 
such person as a co-Defendant. The Plaintiff, however, 
failed in his action in the Court of first instance ; although 
on appeal an injunction was consented to by both defendants 
(m). The question of the liability of one defendant to 
indemnify the other does not appear to have been gone into, 
but it was doubtless settled between the parties. There 
can, however, be no doubt as to the right of an innocent 
purchaser to recover from the seller any damages which 
naturally result, in the ordinary course of events, from 
the breach of warranty under this section. 

The rule laid down in the leading case on the subject, 
Hadley v. Baxendale (n), was that damages could be 
recovered "such as may reasonably be supposed to have 
" been in the contemplation of both parties, at the time 
" they made the contract, as the probable result of the 
" breach of it." If therefore it could be reasonably 
anticipated by the original vendor that the goods were 
purchased from him for the purpose of resale, which re-sale 
must also be with the same implied warranty, not only 
could the costs and expenses properly incurred in defending 
proceedings brought by the sub-purchaser be recovered, bnt 
probably also damages which have been paid to that sub- 
purchaser (0). 

16. Where, at the commencement of this Ordinance, 
a trade description is lawfully and generally applied 
to goods of a particular class, or manufactured by a 
particular method, to indicate the particular class or 
method of manufacture of such goods, the provisions 

(0 19 E. P. C. 333. Cm) 20 B. P. 0. 175. O) 9 Ex. U\ 

O) Ilam.mnnd v. Bussey, 20 Q. B. D. 79 ; but cf. Bostock v. 
Meholion, (1U04) 1 K. B. 725. 

16 



Section 15. 



Provisions 
of the 
Ordinance 
as to false 
description 
not to apply 
in certain 
cases. 
/*. s. 18. 
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Section 16. f this 'Ordinance with respect to false trade descrip- 

tions shall not apply to such trade description when 

so applied : Provided that where such trade description 
includes the name of a place or country, and is 
calculated to mislead as to the place or country where 
the goods to which it is applied were actually made or 
produced, and the goods are not actually made or 
produced in that place or country, this section shall 
not apply unless there, is added to the trade descrip- 
tion, immediately before or after the name of that 
place or country, in an equally conspicuous manner 
with that name, the name of the place or country in 
which the goods were actually made or produced, with 
a statement that they were made or rjroduced there. 



This Section refers to goods which bad become commonly 
known by a name or word which, although it may have 
been originally distinctive of the goods of a certain 
manufacturer, had acquired a secondary meaning, as 
denoting goods which any one had a right to manufacture 
and sell, such as "Linoleum" (p), "Gramophone" (q), 
&c. ; or as signifying merely a system of manufacture (r). 
The words " where such trade description includes the 
name of a place or country " refer to s-uch terms as 
"Kidderminster carpets," &c. ; but where the trade 
description is so universally well-known ns being merely 
descriptive of a particular kind of goods, such as "Portland 
cement," it cannot be calculated to mislead, and need not 
therefore be accompanied by a statement as to the country 
of actual production (s). 



Savings. 
lb. s. 19. 



17. — (1) This Ordinance shall not exempt any 
person, from any action or other proceeding which 
might, but for the provisions of this Ordinance, be 
brought against him. 

(2) Nothing in this Ordinance shall entitle any 
person to refuse to make a complete discovery or to 
answer any question or interrogatory in any action, 
but such discovery or answer shall not be admissible 
in evidence against such person in any proseaution 
for an offence against this Ordinance. 

(3) Nothing in this Ordinance shall be construed so 
as to render liable to anj' prosecution or punishment 

O) LinoUvm Co. v. Nairn, 7 Ch. D. 8;U. 

(q) Gramophone Co.'s Application, (1910) 2 Ch. 423. 

(r) Vide p.p. 131, 132 supra. 

(s) Vidfi Oeneral orders on the Merchandise Marks Act, Kerly, 
2nd Kd. p. 8 1 SI. 
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-any servant of a master resident in the Colony whb Section 17. 
bond fide acts in obedience to the instructions of such ~~ 
master, and who, on demand made by or on behalf of 
the prosecutor, has given full information as to his 
master. 



There is nothing to prevent the proprietor of a trade- 
mark, whose rights have been infringed, from taking 
criminal proceedings under this Ordinance at the same time 
as, or before, or after, a civil action is brought by him for 
infringement, or passing off. The Defendant cannot set 
up as a defence to such a civil action tbe fact that he has 
been, or is being, prosecuted under this Ordinance. But 
where a Defendant has been prosecuted to conviction, and 
the marked goods have been forfeited, it would, of course, 
be useless to ask the Court, in a civil action, to make the 
usual order for delivery up of the marked goods. 

In view of the fact, before mentioned (p. 219), that it is 
only when a Defendant is convicted of an offence under this 
Ordinance (or when the owner cannot be found) that goods 
seized can be ordered by the Magistrate to be destroyed or 
-otherwise dealt with, it is advisable that, in all cases of 
doubt whether a conviction is obtainable, a civil action 
should be brought. In such an action the Court will always 
direct that fraudulent marks on goods be erased, however 
innocent the owner of such goods may be. 

With regard to sub-section (3) see notes to Section 6. 
p. 210 supra. 

18. Every person who -falsely represents that any False re- _ 

goods are made by a person holding a Eoyal Warrant, ^sTo Bo^ai 1 

or for the service of Her Majesty, or any of the Eoyal Warrant, etc. 

Family, or any Government Department, Colonial or so & si pet. 
otherwise, shall, on summary conviction, be liable to 
a penalty not exceeding one hundred dollars. 



c. 28 s. 20. 



With regard to this section, see Section 61 of the Trade- 
Marks Ordinance (supra, p. 149), and the notes thereto. 
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Regulations made by the Governor in Council 
under Section 14, the 13th day of July, 1891. 
( Gazette 1st August, 1891). 

Whereas by the Merchandise Marks Ordinance ^°w, 4<rf 
No. 15 of 1890, (hereinafter called " the Ordinance,") mo >' 

After various provisions against the sale, or 
exposure for sale, or possession for sale, trade, 
or manufacture, of goods with forged trade- 
marks or false trade descriptions, or trade- 
marks falsely applied to them ; 

And after denning, (amongst other things), the 
expression " trade-mark " in manner therein 
set forth, with reference to " The Patents, 
Designs and Trade-Marks Acts, 1883 to 1888," 
and the law of indicated British possessions and 
Foreign States; 

And after defining the expression "trade descrip- 
tion " as any description, statement or other 
indication, direct or indirect, as to number, 
quantity, measure, gauge, or weight of goods, 
as to place or country in which any goods were 
made or produced, as to the mode of manu- 
facturing or producing any goods, or as to the 
material of which any goods are composed, or 
as to any goods being the subject of any 
existing patent, privilege or copyright ; 

And after defining the expressions "false trade des- 
cription," and "goods," "apply," and "falsely 
apply"; 

It is provided by Section 14 that, 

(i) All such goods as above mentioned, and 

(ii) All goods of foreign manufacture, bearing 
any name or trade-mark, being or pur- 
porting to be, the name or trade-mark of 
any manufacturer, dealer, or trader, in the 
United Kingdom, unless such name or 
mark be accompanied by definite indication 
of the country in which such goods were 
made or produced, 

shall be prohibited to be imported, and may 
be destroyed or otherwise disposed of as the 
Superintendent of Imports and Exports (here- 
inafter called the Superintendent) may direct. 
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And whereas by Section 16 of the Ordinance after 
authorizing the continued use of trade des- 
criptions lawfully and generally applied to 
goods of the particular class, or manufactured 
by a particular method, to indicate such class 
or method, it is provided that, where such 
trade description includes the name of a place 
or country calculated to mislead as to where 
the goods were actually made or produced, 
such goods not having been actually made or 
produced there, the said reciting section should 
not apply, (and, consequently, goods so marked 
would be prohibited), unless there be added to 
the trade description, immediately before or 
after the name of the place or country, in an 
equally conspicuous manner with that name, 
the name of the place or country in which the 
goods were actually made or produced, with a 
statement that they were made or produced 
there. 

And whereas it is also provided, by the said Section 
14 that the Governor in Council may, from 
time to time, make, revoke and vary regula- 
tions, either general or special, respecting the 
detention and forfeiture of goods the importa- 
tion of which is prohibited as hereinbefore 
mentioned, and the conditions, if any, to be 
fulfilled before such detention and forfeiture, 
and may by such regulations determine the 
information, notices, and security to be given, 
and the evidence requisite for any of the 
purposes of the said section, and the mode of 
verification of such evidence. 

And it is further provided by the said last-men- 
tioned section: — 

That before detaining goods or taking pro- 
ceedings with a view to the forfeiture 
thereof under the law relating to the 
Ordinance, the Superintendent may require 
that such regulations as aforesaid shall be 
complied with, and satisfy himself as to 
the liability of the goods to forfeiture. 

That such regulations may apply to all goods, 
the importation of which is prohibited by 
the said section, or different regulations- 
may be made respecting different classes 
of such goods. 
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And also that the regulations may provide for the Section 1. 
imformant reimbursing the Superinten- 
dent all expenses and damages incurred in 
respect of any detention made on such 
information and of any proceedings con- 
sequent on such detention. 

Now, therefore, the Govenor in Council under and 
by virtue of the hereinbefore recited power in that 
behalf doth hereby make and require to be complied 
with the following regulation, viz.:- 

1. Whenever the Superintendent shall have reason- 
able cause for believing or shall be informed by any 
private person as hereinafter mentioned that goods 
prohibited to be imported as hereinbefore recited, 
having applied to them forged trade-marks, false trade 
descriptions or marks, names, or descriptions other- 
wise illegal, are in or upon any ship, junk or boat of 
any description in the waters of the Colony for the 
purpose of being landed or transhipped in the Colony 
or are in or upon any wharf godown or premises in 
the Colony, it shall be lawful for the Superintendent 
or any any officer deputed by him to enter such ship, 
junk, boat, wharf, godown or premises and seize and 
detain any such suspected goods and then and there 
or at such other time as may be convenient to inspect 
and examine the same and for that purpose to order 
them to be removed to or detained in such place as he 
may determine: provided always that if any private 
person with a view to the detention of any such goods 
shall give information to the Superintendent, he 
shall in such information comply with the following 
conditions, viz.:-- 

(i) He must give to the Superintendent, 
notice in writing of expected importation, 
stating, — 

The number of packages expected, as 
far as he is able to state the same. 

The description of the goods by marks 
or other particulars sufficient' for 
their identification. 

The name or other sufficient indication 
of the importing ship. 

The manner in which the goods infringe 
the Ordinance. 

The expected day of the arrival of the 
ship. « 
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Section 1. (ii) He must deposit with the Superintendent 

a sum sufficient, in the opinion of that 

officer, to cover any additional expense 
which may be incurred in the examination 
required by reason of his notice and may 
be required to find security, pursuant to 
the notice in that behalf in the schedule 
hereto. 

2. If, upon the arrival and examination of the goods, 
the Superintendent is satisfied that there is no ground 
for their detention, the Superintendent shall cause 
them to be released and redelivered. If he is not so 
satisfied, he may decide to permanently detain the 
goods, and in the case of detention upon information 
from a private person, he may require security from 
the informant, if he has not already given such 
security, for reimbursing the Superintendent all 
expenses and damages incurred in respect of the 
detention made on his information and of any 
preceedings consquent thereon. 

3. The security hereby required shall be an imme- 
diate ad valorem deposit of ten per cent, on the value 
of the goods, as fixed by the Superintendent from the 
quantities or value shown by the entry ; and, also, 
subsequently a bond to be completed within four days 
in double the value of the goods, with two approved 
sureties. The ad valorem deposit shall be returned 
upon completion of the bond, and shall not be required 
if, as an alternative where time permits, the informant 
prefers to give a like bond before examination, upon 
estimated value of the goods declared to by him under 
statutory^leclaration. If the security is not duly given 
as above required, the goods shall not be detained. 

4. The "Notice" and "Bond" required as above 
shall be in the forms contained in the schedule to 
these regulations, or in such other forms as the 
Governor in Council may from time to time order and 
direct. 

5. The security taken under these regulations shall 
he given up at the times following, that is to say : — 

Where given before examination, and if no detention 
follows, forthwith. 

Where given on or after detention : — 

If the forfeiture is completed, either by lapse of 
time or ultimate condemnation by a Court 
of Justice, then on such completion of 
forfeiture. 
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If the forfeiture is not completed, then Section 5. 

If the goods are released by the Superintendent, 
and no action or suit has been commenced 
against him, in respect of the detention, 
then at the expiration of three months 
from the time of detention. 

If within such period as aforesaid any such 
action or suit as aforesaid has been com- 
menced, then upon the ultimate conclusion 
of such action or suit, and the fulfilment 
of the purpose for which the security was 
given. 

6. These regulations apply to transhipment and 
transit goods as well as to goods landed to be ware- 
housed, or for home consumption. 

7. These regulations shall come into force on the 
1st day of August, 1891. 

SCHEDULE. 



NOTICE. 



The Merchandise Maries Ordinance, 1890. 

To the Superintendent of Imports and Exports, at the Port 0/ 

( 1.) Describe the 
I hereby give you notice that the undermentioned goods, that is to goods, number 
say,— (1.) of packages, 

J marks used, and 

are aliout to be imported into your port on or about the particulars 

day of next, in the (2.) necessary for 

from tbeir 

identification. 

That such goods are liable to detention and forfeiture being (3.) ^ he 6lll p j an d 

give name or 

That Judication. 

( 3.) State Low 

Mr of the s "° As , 

MT ; „ °t infringe the 

and Mr. of ordinance, and if 

are prepared to become my sureties in such bond as may be required tlie infringe- 

upon detention of the goods. ™Zge™™& 

Mark protected 

And I request that the said goods may be detained and dealt with in a British 

acrordinflv Possession or 

according. Foreign State, 

, , . . , ,„„ state the 

Dated this day of 189 . Possession or 

State, or if the 

a f> infringement is 

, 1 ' 1'* n one as to place 

(or Agent for). or country of 

~^—— origin, state the 

NOTE— Mr. refers to his Bankers (or) Solicitors, and n f™ °' country 

Mr. to his Bankers (or) Solictors as to his falsely used, 

sufficiency for the penalty of the Bond. 
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(BOND). 

The Merchandise Harks Ordinance, 1890. 



Know all Men by these presents, that we, A. 3., and are 

held and firmly bound unto Our Sovereign Lady ViCTOKIA, by the 
Grace of God, of the United Kingdom of Great Britain and Ireland, 
Queen, Defender of the Faith, in the sum of Pounds 

to be paid to our said Lady the Queen, her heirs or successors. For 
which payment well and truly to be made we bind ourselves, jointly 
and severally, our heirs, executors, and administrators, firmly by 
these presents. 

Sealed with our Seals. Dated this day of in the year 

of Our Lord, one thousand eight hundred and 

Whereas the above named A .-/?., has by a notice dated the 
day of informed the Superintendent of Imports and 

Exports at that the undermentioned goods, that is 

to say, — were about to be imported into the Port of 

contrary to Section 14 of "The Merchandise Marks Ordinance, 1890," 
and requested that the said goods should be detained and dealt with 
accordingly. And whereas the said goods duly arrived in the said 
Port on the; day of last, and are now detained 

pursuant to the said notice. Now the condition of this obligation is 
such that if the said A.B., his executors or administrators, shall well 
and effectually indemnify, save harmless and keep indemnified Her 
Majesty, her heirs and successors, and all her and the Superintendent's, 
and their executors or administrators, from and against all loss or 
damage, payment or payments, and all costs and expenses which her 
said Majesty, her heirs or successors, and her and the Superintendent's 
executors cr administrators, shal I or m iy sustain or incur by reason or 
on account of any detention of the said goods following upon the 
information contained in such notice and anj r proceedings consequent 
upon such detention, then this obligation shall be v«>i<1 , or otherwise 
shall be and remain in full force and virtue. 



Signed, sealed and | 
delivered i 
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CORRIGENDA ET ADDENDA. 



p. 13 12th line from top, for " 1908" read "1905." 

p. 24 Note (a) for " (1901) " read " (1908)." 

p. 40 18th line from bottom, for "together" mad "altogether.'' 

p. 57 loth line from bottom, for "made" read "mode." 

p. 85 The first complete paragraph on this page should appear in- 
die notes to Section 32; and, in the 3rd line of the same- 
paragraph, for the word "number" read "member;" and, 
in the 5th line, for the word "same" read "name." 

p. 88 In the 16th line from the top insert the word " the" prior to- 
" exclusive use," and delete the comma after " use." 

p. 90 In the first line of the last paragraph for the word "had'' 
read "has" ; and, in 7th line from lop of the page, delete 
the word "to" after "himse'f." 

p. 100 19th line from bottom, /<;?■ "1917 '' read " 1916." 

p. 102 13th line from top,/»7- " provision " read "proviso." 

p. 109 .Mi)' the words "old mark " in the top line read "old marks. ' 

p. 110 The last reference in the note (j) should read "County 
Chemical" instead of "Country Chanical." 

p. 114 In the 11th line from the top of the fiist complete paragraph 
on this page, for "innocent" read "ignorant"; and for- 
" Existence," in note, read " existence." 

p. 118 The reference to the Saechnrm Corporation v. Reitraeyer 
should be to the Saccharin Corporation r. Eeitmeyer. 

p. 120 In note (1>)for " Order XI s. 1. (c) " read "Order XI r. 1. («)."- 

p. 121 15th line from bottom, after the word "of" insert "a." 

p. 122 | The reference on these pages should be to Williams v. 
124 f Bronnley instead of as printed. 

p. 123 9th line from top,/«7' "believe" read "belief; " and on 11th 
line from top, for" deceptions " read "deception;" and on - 
20th line from bottom delete the comma after "business." 

p. 128 The reference to the case of County Chemical Co. Ld. r. 
Frankenberg should be to 21 R. P. C. 722 and that to- 
Birminghain Small Arms Co. v. Webb & Co. should be 24 
R. P. 0. 27. 

p. 131 For the words "Jams" on the 3rd and 5th lines from the top,.. 
read "jams." 

p. 136 23rd line from bottom, insert comma after the word " is " and 
after the word "includes." 

p. .138 The reference to the case of Warsop »-. Warsop in note (/)• 
should be 21 R. 1'. C. 481. 



It is understood that tbere will shortly be brought before 
the Legislative Council a Bill to amend sub-section (2) of 
Section 12 of the Trade-Marks Ordinance in the manner 
suggested on p. 39 supra ; and tkut, consequently, a similar- 
amendment is proposed to be made to Rule 17. 
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No other amendments are apparently contemplated. It 
is, however, thought not improbable that it may be deemed 
advisable to make certain amendments to Sections 21 and 
42 of the Trade-Marks Ordinance, or to repeal those Sections 
altogether, as being unnecessary, or open to such a construc- 
tion ;is could not have been intended by the Legislature. 
The use of the words " any person aggrieved " in Section 42 
is obviously incorrect, inasmuch as the latter part of proviso 
(c) to the section does not permit any person aggrieved 
other than the registered proprietor abroad to take advantage 
■of the section. And it may possibly be contended that the 
inclusion in the Ordinance of the two sections, 21 and 42, 
restricts the right to oppose the registration, or to apply for 
•the removal, of a fraudulent imitation of a trade-mark 
registered abroad, to the proprietor of the latter trade-mark. 
Had these two sections been omitted there is no doubt that 
•any person whosoever could, under Section 14, have 
■opposed the registration of such a trade-mark, and that any 
person likely to be iu any way prejudiced by its registration 
could, under Section 35, have applied for its removal. Such, 
it is submitted, should be held to be the case now, notwith- 
standing the restrictions in those sections, for it is impossible 
to conceive it to have been the intention of the Legislature 
to encourage the piracy of trade-marks registered abroad by 
restricting, to one class of persons only, the right to object to, 
or to apply for the removal of, fraudulent imitations of such 
trade-marks. Therefore the introduction of these sections 
into, the Ordinance would 'appear to be wholly unnecessary. 
But the very fact of the sections so appearing to be un- 
necessary may serve to support a contention that they were 
intended to deprive, or at any rate that they have the effect 
of depriving, all persons except registered proprietors abroad 
of the rights they would otherwise possess, for "it is a 
" cardinal principle in the interpretation of a statute that 
" if there are two inconsistent enactments, it must be seen 
" if one cannot be read as a qualification of the other." 
Ebbs v. Buhwis (a). And it has been further laid down that 
" The rule is, that where a general intention is expressed, and 
" the Act expresses also a particular intention incompatible 
" with the general intention, the particular intention is to 
" be considered in the nature of an exception." Churchill x. 
Create (b). An enactment that only those persons who are 
proprietors of trade-marks registered abroad can object to 
the registration, or apply for the removal, of similar trade- 
marks proposed to be registered, or already registered, here, 
may be considered to be inconsistent with enactments in 
the same Ordinance that any person may object to the 
registration of a trade-mark, or any person aggrieved may 
apply for its removal ; and the particular intention shown 
by proviso (b) to Section 21, and by proviso (c) to Section 42, 
may be said to be incompatible with the general intention 
expressed by Sections 14 and 35. Consequently it is possible 
"that it may be held that Sections 21 and 42 qualify 



(a) L. R. 10 Ch. 479. (J) 5 Bing 177. 



the rights which, in the absence of such sections, would 
be possessed by the general public, or by any person, 
aggrieved. 

With regard to the time limit of seven years after regis- 
tration, within which, by Section 42, application may be 
made under the section, it is thought to be not improbable 
that this time limit has reference to the provisions of Section. 
41 , whereby the validity of the registration of a trade-mark 
cannot ordinarily be questioned after seven years. But the 
words in Section 41 " or seven years from the passing of 
" this Ordinance whichever shall last happen " prevent any 
benefit to the registered proprietor in Hongkong from 
thereby accruing until the 10th December 1916. The 
absence of similar words in Section 42 appear to render it 
imperative to construe the section as meaning that no 
application can be made under it after the expiration of 
seven years from the date of the original registration of the 
trade-mark in Hongkong, whenever that may have happened. 

The exclusion from Section 42, also, of the final words in 
Section 41, may possibly be held to have the effect of so- 
qualifying the provisions of Section 35 as to prevent any 
one, even the Registrar, from applying after 7>years for the 
removal from the Register of the fraudulent imitation of a 
trade-mark registered abroad. 

It is submitted that such amendments ought to be made- 
to Sections 21 and 42 of the Ordinance as will render it- 
impossible for the Court to construe them as qualifying in 
any, way the rights of persons under Sections 14 and 35 ;. 
for, as already stated, it cannot be supposed to have been 
the intention of the Legislature that such sections should 
have the effect of enabling fraudulent imitations of trade- 
marks registered abroad to be registered here, or to remain 
on the Register, unless opposed, or objected to, only by 
certain persons abroad, who may be ignorant of what is- 
taking place in Hongkong. 

Before, however, it can be held that the effect of Sections- 
21 and 42 is to deprive the general public, or any persons 
aggrieved, of their .rights hitherto existing to object to 
registration, or to apply for removal, of any trade-mark, it 
must be conclusively shown by those who raise the contention 
that, by necessary implication, such an intention appears in 
the Ordinance ; for, an Act must not be deemed to take 
away or extinguish existing right's "unless it appear by 
" express words, or by plain implication, that it was the 
" intention of the Legislature to do so" (Western Counties 
Railway Co. v. Windsor &c. Railway Co.) (c) and such 
an intention " should not be imputed to the Legislature 
" unless it be expressed in unequivocal terms" (Comr. of P. 
W. v. Loc/an) (d) see also Metropolitan Asylum v. Ball) (e). 
It has, therefore, in the notes to, and comments on, Sections 

0) 7 A.C. 178. 

00 (1903) A. G. 355. («) 6 A. C. 193, 
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21 and 42 in tbis book (/) been assumed that such existing 
rights have not been interfered with by those sections, 
which were merely intended to give additional rights to a 
particular class of persons. 



A few somewhat important decisions on trade-mark law 
having been recently reported, it is considered advisable to 
take advantage of the fact of this book not having yet been 
bound up, to refer to, and state the effect of, such decisions. 

On p. 130 supra, reference is made to the case of Williams 
v. Bronnley, and to the explanation given by Fletcher- 
Moulton, L. J., in that case, of the meaning of the expression 
"get up." In the recent case of Edge v. Niccolls. shortly 
reported in W. N. (1910) 250, it was held by the Court of 
Appeal (Cozens-Hardy, M. li., and Farwell & Kennedy, 
L. J. J.), evidently approving of what hnd been said by 
Fletcher-Moulton, L. J., in the earlier case cited, that the 
useful part of an article, not being merely an ornamental 
addition to it, could nut be regarded as part of the -"get 
up" ; and that, if not patented, such a useful part might 
be added by any manufacturer (g). 

In the slightly less recent case of Hunt v. Ehrmann (h) an 
explanation was given by Warrington, J., of the meaning of 
"passing off" ; in order to substantiate a case of which, he 
said, "there must be a definite article or class of articles as 
" and for which . . . the incriminated article is 'passed 
" off,' and that it must be proved that the name — unless 
" there is express representation — and the get up, or what- 
" ever it may be by which the defendant seeks to describe 
" his goods, are the proper and accepted description of the 
" plaintiff's goods." The learned Judge further laid it down 
that '•in order to determine whether the incriminated 
" goods are passed off or not, you must look at the descrip- 
" tion and the whole description of them. You must then 
" look at the well-known and accepted description of those 
" goods as and for which they are passed off, and you must 
" see whether the description used by the defendant will 
" lead persons to believe that his goods are those which are 
" denoted by the other description, and not the goods they 
" really are." 

The case of Stone, v. Bum mentioned at the bottom of 
p. 208, supra, is fully reported in 103 L, T. 540. In hjs 
judgment in this case Lord Alverstone, 0. J., said "lgnor- 
" ance of the provisions of the Act would not constitute 
" innocence. 'Innocently ' in Section 2 (2) (c) means that 
" the defendant iu fact did not know what was being done 
" or that it was done by mistake and without any intention 
" of committing an offence. But here the appellant did what 
" he did knowingly and believing that he had a ripht to do it, 



(/) pp. 67 and 108 supra. 

(j) The case of Edge v. K'wcolU is fully reported iu 103 L. T. 579. 

(JO (1910) 2 Cli. 198. 
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and the present is a very different case from Christie v. 
Cooper." In the same case Lord Coleridge, J., said, after 
citiny with approval what Channel!, J. laid down in 
Chrislie v. Cooper, " the innocence referred to means 
that the acts done were due to inadvertence or mistake." 



A question has recently been raised as to whether the 
Chinese name which has been given to, or adopted by, a 
European firm in Hongkong and China, and which is not a 
transliteration of any part of that European firm name, is a 
name within the meaning of Section 9(1), or whether it is 
*' nothing more nor less tlian a fictitious fancy name — i.e. a 
" word" (A. L. Smith, L. J., in HoWs Trade-mark (*')). 

The question whether or not the European firms themselves 
regard the Chinese names given to their firms as actual 
names, and not merely as words distinguishing their goods 
and properties, has been submitted to the representatives of 
two leading British mercantile firms in the Colony, both of 
whom have expressed a strong opinion that such a Chinese 
designation should be regarded as a name, and not as 
<l words" only. 

This view is also taken by the Registrar of Trade-marks. 
It may therefore be assumed that the Registrar will refuse 
to register, under Section 9 (1), a Chinese name by which a 
European firm is known, unless that name is represented in 
a special or particular munner ; but he may, of course, 
register it under Section 9 (5). if an order of the Governor, 
or the Court, is obtained that it be deemed distinctive. Or 
he may register it as an " old mark," if it has been registered 
as such in England, for, although the Chinese characters 
are considered to be a name, they are certainly also words. 



The reference in note (o) on p. 91 to the case of Trimble 
v. Hill should be 5 A. C. 342, not 352. 

In the case cited the judges of a Colonial Court declined 
to follow the decision of the Court of Appeal in Engand on 
a similar point, but the Judicial Committee of the Privy 
Council said; — "Their Lordships think the Court in the 
" Colony might well have taken this decision as an nuthor- 
" itative construction of the statute. It is the judgment of 
" the Court of Appeal, by which all the Courts in England 
" are bound, until a contrary determination has been arrived 
" at by the House of Lords. Their Lordships think that in 
" Colonies where a like enactment has been passed by the 
" Legislature, the Colonial Courts should also govern 
" themselves by it." 

Therefore, although the Supreme Court of this Colony is 
not absolutely bound to follow the decisions of what must 
be termed Superior Courts in England, on precisely similar 
points, a refusal to do so would be much deprecated. 

(J) (1896) 1 CJi. at p. 725. 
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Abandonment 

of application to register ... ... ... ... ...42, 58 

of trade-mark ... ... ... ... ... ... ...93, 95 

non-user not sufficient evidence of ... ... ... ... 95 

Abroad 

user of old mark 81, 32 (w), 55- 

protection of trade-mark registered 65-68,105-108,234 

acquiescence in infringement ... ... ... ... ... 112" 

restraining infringement ... ... ... ... 117-120- 

registration in colour ... ... ... • ... 166 

offences against Merchandise Marks Ordinance ... ... 213 

assignment of right to use trade-mark 69, 74, 75 

Accessories 

to infringement abroad ... ... ... ... ... ng, 

„ „ under Merchandise Marks Ordinance 213- 

Account 

none, if Defendant innocently infringes ... ... 114, 115, 

Acceptance 

of application to register 43, 158- 

ACQUIESCENCE 

as a defence 

effect of implied 

in infringement, evidence of abandonment ... 

in infringement, abroad 

Action 

for damages for infringement 

in respect of goods in another class ... 

for injunction ... 

for passing off 

should be brought promptly 

notice of, unnecessary ... 

by early inventor 

for breach of warranty 

Quia timet 

Adapted to distinguish 

meaning of ... '... 



Ill, 


112- 


112, 


113 




95- 




112 




108. 




117 




109 




127 




no- 


... 


us. 




104 




222- 


116, 


117 


82, 


188- 
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Addition 



may be made to " old mark " 

of name of registered proprietor 

Address 

of applicant for registration ... 
of opponent to „ 

alteration in register of 
regulations as to 

Advertisement 

of accepted application to register 

rules as to 

of modified trade-mark 

of disclaimer 

of alteration of mark ... 

Agent 

recognition of ... 

rule as to 

evidence of authority to act ... 

innocent infringer, duty of 

liability of, under Merchandise Marks Ordinance 

Agreement 

hetween rival claimants 

to the registration of similar mark 

to permit infringement 

by proprietor of trade-mark abroad ... 

Alteration 

of registered trade-mark 

not to prejudice another person 

of name of proprieter ... 

of address *... 

of ''old mark".:. 

of "get up" to be made by defendant, if possible 

procedure 

of trade-mark, offence under Merchandise Marks Ordinance 206 

Amendment 

of application for registration... 
of notice of opposition... 
miiy be allowed by Registrar ... 
or by the Governor, or the Court 

Appeals 

from refusal to register 

conditions as to user may be imposed on 

to the Court 

to the Governor 

to the Privy Council ... 
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Application 

for registration 

under Section 9 (5) 

amendment of ... 

for rectification of Register 

by proprietor in Country of origin ... 

procedure on 

to correct Register 

for leave to alter mark... 

for apportionment 

rules as to, and procedure on 

forms of... 

Apportionment 

of marks on dissolution of partnership 
reason for legislation ... 
procedure on 

Arms 

Royal ... 

of foreign State 

of city, etc. 

.Assent (see Consent) 

under Merchandise Marks Ordinance, to making mark 
„ „ to use of trade-mark 

.Assignment of trade-mark 

must be with goodwill 

to be entered on Register 

decisions with regard to . ... 

for term of years 

of part of goodwill 

need not be contemporaneous ... 

is subject to rights appearing on Register 

also to equities .. . 

associated marks 

standardization marks ... 

of right to use trade-mark abroad 

with permission of Governor in Council 

ASSOCIATED TRADE-MARKS 

what are 

to be entered on Register 

reason for legislation ... 

assignment of ... ... 

Bona fide 

user, or intent to use ... 

„ of mark registered abroad 

,, of own name 
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Bona fide — (continued) 

user, of description of goods !2S 

acts of servant (Merchandise Marks Ordinance) ... 210,211 

Bottles 

common size or sbape ... ... ... ••• ■•• ••■ '29 

names moulded ou 204, 209 

Boxes 

common shape and colour ... ... ... ... ••• 129 

Brand 

included in definition of "mark " 
meaning of 

Calculated to deceivk 

meaning of, in Section 11 

applicaut for registration must prove not 

by imitation of " get up " 

Capricious 

imitation of "get up" 

method of producing article ... 

Certificate 

of registration ... 
of validity of trade-mark 
of Registrar, evidence ... 
of registration in colours 

,, ,, for use abroad 

China 

protection of trade-marks in 

restraining infringement in 

Chinese 

characters used as "old mark " 

,, signature in, not registrable 

„ word in, registrable 
name of European firm 

Class 

classificntion of goods ... 
registration to be for ... 
no right as to all goods in 

Colonies 

treaty with Japan 
whether foreign countries 

Colonial . 

Courts should follow English decisions 91,237 
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Colour 

limitations as to ... ... ... ... ... •■■ 7, 34 

alone, not distinctive ... ... .. ... ... ... 35 

certificate of registration in ... ... ... ... "5, 16(> 

may lead to deception 128 

may be common to the trade ... ... ... ... ■•• 1BO 

as part of " get up " ... 128,130 

Combination 

of words ... ... ... ••• ••■ ••• ••• 17 

of devices ... ... ... ... ... ... ... 24 

■Combined trade-marks 

combinations may be registered separately 77 

deemed to be associated marks ... ... ... ••■ 78 

not assignable separately ... ... ... ■•• ••• 78 

Common law 

riiihfc to prevent infringement 127 

rights not interfered with ... ... ... 102, 103, 138 

nor under repealed Ordinance ... ... ... 98, 109 

trade-mark, unregistered mark is 81 

Company 

may register ... ... ... ... ... ••• ...12, 38 

method of application by ... ••• ■■• ••• ••• 156 

name of, may be registered ... ... ... ... .. 12 

liability of, under Merchandise Marks Ordinance 198 

whether association is ... ... .... ... ... ••• 147 

Concurrent eight 

In England under Section 21 of Act ... ... ... ••• 57 

none in Hong Kong 7, 49, 57 

except in case of '• old marks" 54 

of two exporters from England 121 

Conditions 

may be imposed on registration ... ... ••• ••• 42 

as to place, or mode, of user 42, 57, 104 

disclaimer as ... ... ... ... ••■ ■•• ...50, 51 

undertaking as... ... ... ... ••• ••• ••■ 42 

on registration 0/ similar mark 76 

to be entered in Register 7, 97 
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no, to registration of similar mark ... ... ... ... 60 

nor to use of ... ... ... •■• ■■• ... ...65, 76 

to withdraw claim to mark ... ... ... ... ... 64 

by proprietor of trade-mark abroad, to registration ... 106, 107 

by living person, to registration of name or portrait ... 24 
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CORRECTION 

of error in application... ... •■• ••• ••• ••• " 

of Register ... ... ... ... ... ■•■ ••• 82 

Ogsts 

of opposition to registration ... ... ■•• ••• ••• 45 

in proceedings before the Court 134, 135, 136-139 

none against Registrar ... ... ... ... ••• 136 

against innocent infringer ... ... ... ... ••■ H* 

not to be unnecessarily incurred ... ••• ••• ■•• H6 

inactions 138, 139 

security for ... ... ... ... ... ■•■ ••■ 47 

in proceedings under Merchandise Marks Ordinance ... 216 

Country of Origin 

protection of trade-mark registered in ... 65-69, 105-107 

trade-mark not entitled to registration as of right ... ... 68 

what is ... ... ... ... ... ... ... ... 67 

Crown 

* 

a registrable trade-mark ... ... ... ... ... 151 

not if British Royal 149' 



Damages 



for infringement ... ... ... ... ... ... 108 

„ nbroad 120 

„ by unregistered proprietor ... ... 109, 127 

against innocent infringer ... ... ... ... 114, 115 

for breach of warranty ... ... ... ... 222, 223 



Date 



of registration ... ... ... ... ... 53 

when validity canifot be questioned ... ... ... ... 100- 



Deception 



proof of actual, unnecessary ... ... ... ... ... 128 

unless mark publici juris elsewhere ... ... ... ... 112 

of purchaser (under Merchandise Marks Ordinance) ... 199 

Deceptive Mark 

not to be registered ... ... ... _... ... ... 35 

applicant must prove not * 36 

but onus on Plaintiff in action 36 

public to be considered ... ■ 37 

name of person may be 19, 125 

Declarations 

to be used as evidence 139 

rule as to taking '. 166 
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Defence 



of concurrent right 

of delay 

of acquiescence 

of prior invention, and user ... 

that mark publici juris 

and common to the trade 

Definition 

of "the Court" 

of " mark " and " trade-mark " 

of " mark " under Merchandise Marks Ordinance ... 

of "old mark" 

of "person" ... 

of „ under Merchandise Marks Ordinance ... 

of " adapted to distinguish "... 

of "get up" ... 

of "user" 

of common law right of property in a mark ... 

Delay 

no answer to motion to rectify 
mere, no defence to action 
may amount to acquiescence ... 

Description 

of trade-mark ... 

to be advertised, on application for registration 

Descriptive 

mark must not be, of goods ... 
nor of shape of article... 
nor word, of registered device 
invented word may be... 

Design 

included in definition of "mark" 2,24 

Device 

included in " any other distinctive mark " ... ... ... 24 

meaning of ... ... ... ... ... ... ... 24 

must be distinctive ... ... ... ... ... ... 25 

not descriptive, nor pictorial representation ... ... ... 25 

not registrable, if registered word descriptive of ... ...21, 25 

m>iy be added to " old mark " 31. 

Dieect 

reference to goods, mark must not have 18, 18& 
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130, 


131 
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. . . 
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192, 


195 




153 




38 


192, 


198 




188 




130 




95 




98 


...87 0) 
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43 


"43, 
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19, 


188 


...26 


., 88 




21 
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Disclaimer 



to be entered on Register 
effect of, on registration 
to be made if required... 
otherwise unnecessary... 
object of 

„ ,, alteration of law 
of part of label... 
as condition of registration 



7 

96 

50, 158 

51 

51 

,..51, 52 

27 

..50, 51 



Discretion 

of Registrar to register 
„ „ to amend ... 
„ ,. to enlarge time ... 
„ „ rules as to 
„ ,, to be exercised judicially 
„ Court as to costs 

Dissolution of partnership 

apportionment of trade-marks on 
procedure on apportionment ... 

Distinctive 

any, mark may be registrable... 

mark must be "adapted to distinguish" 

meaning of 

lost. by acquiescence in infringements 

Documents 

regulations as to size ... 
service of 

Effect of registration 

* 

power to assign 
confers exclusive right 
until removal from Register ... 
primd facie evidence of validity 
' conclusive after 7 years 
prevents interference with piior inventor 

Entry on Register 

of all material facts ... 
may be cancelled by Registrar 

Equities 

may be enforced 

Erabing Spurious Marks 

ordered in civil actions 

under Merchandise Marks Ordinance 



38, 42, 57, 64, 1< 



43 
165 

163 
141 
137 



75 
163 



...28, 29 

28, 32, 188 

32, 33, 188 

65, 112 
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154 



96 

97 

98 

100 

100 

134 



7, 8 
82 



.8, 84, 96, 97 



.. 225 

.. 219 
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Errors 

may be corrected in Register .. . 82 

application for correction of ... ... ... ... ... 164 

Essential particulars 

registrable trade-mark must contain 12 

or be otherwise distinctive ... ... ... ... ... 24 

Evidence 

of intent to deceive ... ... ... ... ... ... 128 

before the Registrar or Governor 139 

Court 139, 140 

159 

46, 48, 49, 159 

145 

164 

140 

140 

under Merchandise Marks Ordinance ... ... ... 213 

of innocence 202 



on opposition to registration 
further, on opposition... 
of authority of agent ... 
power to dispense with 
Registrar's certificate ... 
sealed copies 



Exclusive use 

right to, conferred by registration 97 

not for goods in another class ... ... ... ... 73 

only as to goods dealt in ... ... ... ... ... 94 

subject to right of prior inventor ... ... ... 101, 102 

Existing Register 

incorporation of ... ... ... ... ... ... 8 

marks on, not to be removed ... ... ... ... ... 90' 

Exportation 

of goods spuriously marked ... ... ... ... 119, 214 

Exposure fou sale 

meaning of, in Merchandise Marks Ordinance 204 



False trade-description 

definition of, in Merchandise Marks Ordinance 192 

may be chemically true 198, 199 

actual deception of purchaser, unnecessary ... ... ... 199 

"False application 

of mark under Merchandise Marks Ordinance 207 

Falsification 

of entries in Register 147 

of a trade-mark 206 
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Fancy 



word (see " Invented word ") 
name, not registrable as trade-mark 



12- 



Fees 



power to prescribe 
list of, prescribed 



... 145 

168, 169 



Foreign 



known word in, language, not invented ... ... ... 15 

protection of, mark registered abroad ...65-68, 105-108, 234 

meaning of, in Merchandise Marks Ordinance ... ... 220 

State, represention of arms of... ... ... ••• ••• 155 



Forfeiture 

of goods, under Merchandise Marks Ordinance 



215-220 



Forgery 

of trade-mark 



206 



Forms 



power to prescribe 

prescribed 

of order under Section 9 (5) ... 

of notice of unlawful importation 



... 145 

170-179 

... 189 

... 231 



Fraudulent 



acts of servants, under Merchandise Marks Ordinance 202, 203, 225 

imitation of "get up"... ... ... ... ... ... 130 

intent, not presumed ..'. ... ... ... ... 62, 129 

,, under Merchandise Marks Ordinance ... ... 201 



Geographical name 

not registrable under Section 9 (4) ... 
but registrable if specially distinctive 
Order of Governor, or Court, necessary 

Get up 

similarity of, in infringement action ... 

,, in " passing off" action 

meaning of 
must be distinctive 
and not common to the trade ... 
useful addition to article, is not 



18, 22 


, 23 


. . . 


28 


...24 


, 38 
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. .. 


128 


129, 


ISO 




129 


122, 


130 


130, 


236 



G0D0WN 

duty of proprietor of 



116 
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Goods 

classification of 

trade-mark must be used for 

all, in one class, trade-mark not protected for 
in another class, but of same description 

series of trade-marks for different 

defined in Merchandise Marks Ordinance 
imported, with false trade-description 
detention of 

Goodwill 

trade-mark to be assigned with 

assigned for term 

must be in actual existence 

sale of, includes trade-mark ... 

division of, on dissolution of partnership 

no, with standardization mark 

Governor 

applications to 

appeals to 

has no power to refer to Court 

evidence before 

former power of, as to registration 

„ „ removal 

in Council, power to register standardization mark 

Grounds 

of opposition to registration ... 

to be fully stated 

of defence to action 101-105,109,112 

of application to rectify 



H EADING 

jn definition of " mark " 

registration of, as trade-mark... 

Hearing 

of application to register 

of opposition to registration ... 

of application to rectify 

form of application for 

Identical trade-mark 

not allowed for similar goods ... 

except in case of " old marks " 

may be registered for different goods ... 

resemblance to eye or ear 

to one registered in country of origin 



180-187 
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37 


...11 


, 94 


12, 58 


, 73 


... 


78 




192 


215-220 


... 


215 




69 




73 




72 
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. . • 


75 




147 




41 


44,"47, 
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139 
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146, 
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46 




46 


7, ISO, 


181 




87 
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41, 


158 


44, 
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135 




173 


53, 


104 


... 54-57 


... 


59 
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59 
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Imported goods 

forfeiture of 216-220 

Importer 

rights of to trade-mark of manufacturer ... ... ... 4, 66 

consent of manufacturer to user by ... ... ... ...4, 107 

for transhipment, of goods spuriously marked ... ... 119 

Indemnity 

by seller to innocent purchaser ... ... ... ... 223 

Information 

duty of innocent infringer to give ... ... ... ... 116 

omission to give ... ... ... ... ... ... 203 

required to be given under Merchandise Marks 

Ordinance 200, 210, 225 

Infringement 

action to restrain ... ... ... ... ... 108-122 

should be brought promptly ... ... ... ... ... 110 

damages for, of unregistered mark ... ... ... 108, 127 

acquiescence in ... ... ... ... ... ... 110-113 

„ „ abroad ... ... ... ... ... 112 

innocent ... ... ... ... ... ... ... 114 

of mark registered for other goods ... ... ... ... 117 

threatened ... ... ... ... ... ... ... 116 

„ abroad 117-120, 213 

abroad, offence against Merchandise Marks Ordinance ... 213 

costs in action for ... ... ... ... ... 188, 139 

„ „ against innocent infringer ... ... 115 

Injunction 

obtainable by unregistered proprietor .,. ... ... 109 

„ against innocent infringer... ... ... ... 115 

„ to restrain threatened ... ... ... ... 116 

„ to restrain threatened, abroad 117-120 

in passing off action 127 

Innocent infringer 

must submit to iujunction ... ... ... ... ... 114 

is liable to pay costs 114 

but not damages 114, 115 

duty of, to give information ... ... ... ... ... 116 

loss awarded to (under Merchandise Marks Ordinance) ... 214 

iInnocence 

proof of, under Merchandise Marks Ordinance 200, 202, 214, 218, 236 
of intent to deceive, as to imported goods 220 
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Intent 



to defraud, not assumed 

„ (under Merchandise Marks Ordinance) 
„ in use of trade-name 
abandon, non-user no evidence of ... 
bring action, need not be notified ... 

deceive, need not be proved 

infringe (under Merchandise Marks Ordinance) 
„ by servant 



International 

arrangements ... 
convention 

Invented word 

registrable as trade-mark 

meaning of 

in foreign language 

varied, m- mis-spelt, English word not 

may be suggestive of goods ... 

Inventor 

early, of trade-murk ... 

,, „ cannot be interfered with 

unless trying to "pass off " 

Japan 

protection of trade-marks in ... 

treaty with 

threatened infringement in 

Jurisdiction of Court 

on appeal from Registrar 

to rectify the Register 

to review decision of Registrar 
to restrain infringements 
or threatened infringements ... 
„ „ ,» abroad ... 

to try offences under Merchandise Marks Ordinance. 





62, 129 




.. 201 




.. 125 




95 




.. 113- 




.. 128 




.. 203 




.. 210- 


67, 68, 194 


... 218 


14 


...-14-18 
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15, 17, 23 


...16, 17 


98 


101-105 


... 133 


... v-vii 
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117-120 


41 


85, 86, 143 


... 143 


... 108 


... 116 


117-120 




201, 205 



Jury 



right to.be tried by, under Merchandise Marks Ordinance 201, 205 



Label 

in definition of " mark " 

must be " distinctive " as a whole 

whether one specially distinctive feature necessary 

Letters 

comprising " old mark " 



1 

27 
27 
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Limitations 




to be entered on Register 

in Section 4, refer to colour ... 

as to " place " of user ... 

as to colour 

as to mode of user '■ 

of prosecution under Merchandise Marks Ordinance 


7 

7 

42, 57, 104 

34 

...57, 58 

... 216 



Living 



persons, use of names of 



156 



Manila 

protection of trade-marks in ... 

Manufacturer 

• assent of, to user by others 

Mark 

defined ... 

distinctive under Section 9 (5) 
under Merchandise Marks Ordinance. 

Merchandise Marks Ordinance 

interpretation of terms in 
offences as to trade-marks, etc 
forging trade-mark 
applying mark ... 
exemption of certain persons 

„ servants... 

application of, to watches 
evidence 

accessories to of/ences ... 
search warrant ... 
forfeiture under 
costs „ ... 

limitation of prosecution 
prohibition of importation 
implied warranty on sale 

Mode of user 

conditions as to 



MONOPOLY 

acquisition of, discouraged 
none in known word ... 
nor in shape of article ... 
nor in name of place ... 
unless specially distinctive 
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via 
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4, 66, 
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1,2 
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, 24 


193, 


207 




192 




199 




206 


... 


207 




209 


210, 


225 




211 




213 


... 


213 




214 


200, 


215 


... 


216 


... 


216 
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216 


... 


221 
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42, 57, 


104 




132 


*61, 


188 


25, 88, 


122 


... 


23 
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Motion oe summons 

appeals to Court to be by 



time for 



41, 48, 167 
48, 167 



Name 



of applicant, registrable ... ... ... ... ... 12 

must not be deceptive .* 13 

nor in possessive case ... ... ... ... ... ... 13 

must be represented in special manner ... ... ... 13 

reason for requirement ... ... ... ... ... 123 

of bird, animal, or object ... ... ... ... ... 19 

right to trade under one's own ... ... ... ... 123 

unless for purpose of deception ... ... ... ... 125 

acquiring secondary meaning 125, 131 

of article, no exclusive ri^ht to 131 

of person same as t.hat of goods ... ... ... ... 125 

of goods, user restrained of ... ... ... ... ... 130 

geographical, may not be ... ... ... ... ... 18 

unless specially distinctive ... ... ... ... ... 20 

nor surname ... ... ... ••■ ••■ •■• ...18, 19 

on imported goods (under Merchandise Marks Ordinance) 

216, 217, 218 

Natueal product 

trade-mark for, may be registered ... ... ... ... 5 

Non-usee 

mark may be removed for ... ... ... ... ... 93 

in respect of certain goods only ... ... ... ... 93-95 

not evidence nf abandonment... ... ... ... ... 95 

" person aggrieved " must apply to remove for ... ... 95 

definition of "user" 95 



NON-COMPLETION 

of registration ... 

Notice 

of action, inadvisable ... ... 

of proceedings, to be given to Registrar 
of opposition ... 

Numeeal 

may be a registrable trade-mark , 

Objections 

to be fully stated by opponent to registration 

Offences 

under Trade- Marks Ordinance , 

false entry 

false copy 

false representation 

use of word " trade-mark " 

under Merchandise Marks Ordinance 

accessory to, abroad ... 



160 



113, 114, 115 

135, 167 

43, 158 
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46, 48, 49 
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147 
148 

148 
149 


199, 


200, 


211 
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"Old Marks" 

what may be registered as such 

all, not within within proviso to Section 9 (5) 

use of, abroad ... 

in foreign language 

registrable though with Koyal Arms 

* may have additions, or alterations 
certificate of refusal to register, in England ... 

Opposition 

to registration 

any person entitled to oppose ... 

time for opposing 

costs of „ 

grounds for opposing 

„ „ to be fully stated 

iu respect of goods in another class ... 

appeal from Registrar 

method of appenl 

rules of procedure on ..: 
form of notice of 

Order 

of Governor, or Courts, that mark registrable. . . 

nature of order 

to rectify Register 

under Merchandise Marks Ordinance, for forfeiture. 

Partnership 

apportionment of trade-roarks on dissolution of 
procedure on apportionment ... 

Passing off 

action for 

by similarity of "get up" 
intent to deceive unnecessary... 
by earlier inventor of similar mark 
meaning of 

Patented article 

name of, not a trade-mark 

infringement abroad of 

as part of " get up " 

Person 

living, use of names of 

defined in Merchandise Marks Ordinance ... 

includes Company 

registration of portrait of 

aggrieved, meaning of... 

,, may apply to rectify 

„ or to remove for non-user ... 

„ may be foreign owner, of foreign mark 



30-32, C 


4-57 
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... 43-50 


. . . 
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24,38 


189 


29, 40, 
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86 


215-220 




75 
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163 
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129 




128 




133 




236 


18, 89, 


13a 
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118 
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236 
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192, 
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85-90, 
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Philippine Islands 

protection of trade-marks in vii, viii 

Picture 

in itself, registrable ... ... ... ... 24 

of article, not registrable ...25, 26- 

may suggest goods 26 

must not represent registered word-mark ... ... ... 21 

Place 

name of, not registrable 18, 22, 23 

unless " distinctive " ... ... ... ... ... ... 28 

■limitation as to user in ... ... ... ... ... 42 

no limitation of, in Hongkong 42, 57, 104 

of prior user 66, 67, 104, 107 

of prior registration 66, 106, 108 

of manufacture... ... ... ... ... ... 67, 220 

„ (under Merchandise Marks Ordinance)' ... 216, 217-220' 

Portrait 

registrable, if distinctive mark ... ... ... ... 24 

consent of person portrayed ... ... ... 24 

Possession 

infringement consists in ... ... ... ... 116, 11^ 

under Merchandise Marks Ordinance ... 199, 200, 207, 211 

Powers 

of Registrar 38, 89, 40, 140, 163, 164 

Procedure 

an application to register 
under Section 9 (5) 
when determining rival claims 
on registration of assignments 

„ apportionment 

,, application for renewal 

„ „ to correct Register 

Proprietor 

can assign 

has exclusive rights 

may appoint agent 

of trade-mark in country of origin ... 

may assign right to use in British possession 

alteration of name or address of 

Prosecution 

for offences under Trade-marks Ordinance ... 
„ „ Merchandise Marks Ordinance 

costs of 

to be within one year after discovery... 

18 





37, 


156 


29, 38, 


156, 


, 189 
65 
161 
163 
162 
164 

96 

97 

144 




"67, 
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... 69,74, 
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... 
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82 


147, 


148, 
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199-225- 
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210. 
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Public 



user, necessary to acquire common law rights ... ... 37 

., registration equivalent to ... ... ... ... 98 

interests of, to be considered ... ... ... ... 36, 128 

proviso to Section 41 not for benefit of ... ... ••• 102 

Section 14 of Merchandise Marks Ordinance for benefit of... 220 



Ptjblici Juris 



when trade-marks become ... ... ... ... 65, 112 

defence to action ... ... ... ... ... ... 112 

elsewhere than in Hong Kong ... ... ... ... 112 

occasional user does not make mark ... ... ... ... 89 



Quia timet action 

may be brought a second time 116,117 

Rectification of Register 

not to be in lieu of appeal from Registrar 48 

power of Registrar to make 82 

by changing name 82,85 

by cancelling entry ... ... ... ... ... ... 83 

should be applied for by defendant in action 99 

on application of persons aggrieved 85-90 

applicant must be prejudiced 86 

time for application ... ... ... ... ... ... 87 

grounds for application ... 87, 101 

by restricting to certain goods 88 

for non-user ... ... ... ... ... ... ... 89 

Registrar may apply for 90 

application for, by registered proprietor abroad .... 105-108 

who may apply for 234, 235 

Refusal to register 

reasons to be given 
appeal from 

Register 

establishment of 

entries on 

„ „ of disclaimers 
incorporation of existing 
inspection of 
correction of 

removal from (see " Rectification ") 
falsification of entries on 
sealed copies evidence ... 
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41 




42, 


44 


, 47 
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48, 


160 

50 

8 

10 

82 

147 
140 
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Registrable trade-harks 

defined ... 
what are 

Registrar 

defined ... 
seal of, defined ... 
powers and duties of 
no costs against 
discretion of 



Registration 

re-re^istration of existing registered trade-mark unnecessary 
application for ... 

,, „ under Section 9 (5) ... 

effect of... 
rights acquired by 

no protection unless mark fairly used... 
in country of origin 

necessary to recover damnges for infringement 
not necessary to obtain injunction 
nor damages for " passing off" 
prevents interference with early inventor 
afrer long, removal difficult 
for certain goods in class 
does not give right to all goods in class 

'Regulations 

under Merchandise Marks Ordinance ... 



. 12 


-84, 


155 
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140, 


165 
136 


141, 


142, 


163 


essary 


8, 


9,90 
37 


. 38, 


39, 


189 
96 


. 73 


, 97-100 






62 


65-68 


106-108 






103 






109 






127 






134 






89 






94 


'. 11, 


"94, 


117 



227-232 



.Removal 

(see " Rectification ") 

mark already registered not to be removed 

unless now unregistrable 

none, of identical marks already registered 

does not prevent "passing off" action 

former power of Governor as to 

Renewal 

of registration ... 

procedure on ... 

may be effected after removal ... 
result of failure to effect 

Resemblance 

may be deceptive though mark different to eye 

„ „ in words 

persons to be considered 
nature of goods to be considered 
test of ... 
may be in " get up " only 



90 


... 90-93 


92 


... 127 


92 


...79, 80 


... 162 


...81, 82 


81 


59 


60 


63 


63 


... 128 


128, 129, 130 
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Eight 



of registered proprietors 

of earlier inventors 

of proprietors in country of origin 



Eival CLAIMS 



to identical marks, settled by Court 
or by agreement 



97-100- 

101-105 
61-68, 106, 107 



64 
...64, 65 



149, 



Royal Amis 

use of, without authority 
„ may be restrained 
all crowns are not 

in "old mark" 

word " Eoyal " deceptive 

penalty for using, under Merchandise Marks Ordinance ... 225 



149 
160 
151 

150, 151, 155 
152 



Kules 



Sale 



power of Governor-in-Council to make 145 

as to advertisements 15-8 

agent ... ... ... ... ... ... ... 155 

alteration of address 163 

amendments ... ... ... ... ... ... 165 

appeals to Court 167 

application for registration ... ... ... ... 156 

„ under Section 23 163 

32 164 

34 164 

„ to, and orders of, Court 167 

assignments ... ... ... ... ... ... 16.1 

certificates ... ... ... ... ... ... 165 

classification ... ... ... ... ... ... 153 

declarations ... ... ... ... ... .. 166 

discretionary power ... ... ... ... ... 163 

documents ... • ... ... ... ... ... 154 

entry on Eegister ... ... ... ... ... 160 

fees 153 

forms ... ... ... ... ... ... ... ]53 

interpretation ... ... ... ... ... ... 153 

non-completion ... ... ... ... ... ... 160 

opposition to registration ... ... ... ... 158 

power to dispense with evidence ... ... ... «164 

procedure on receipt of application 167 

registrable trade-marks ... ... ... ... ... 155 

renewal 162 

search ... ... ... ... ... ... ... 164 

time, enlargement of ... ... ... ... ... 165 

withdrawal of appeals 167 



implied warranty on (under Merchandise Marks Ordinance) 221 
exposing for, what is ( „ „ „ „ ) 234 
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Seal 



of Registrar 



on document, evidence 



Search 



before application for registration 

Registrar to permit 

warrant, under Merchandise Marks Ordinance 



Secondary meaning 

acquired by words 

al though descriptive of goods ... 

of name of person 

of name of patented article 

if acquired, not false trade description 

Security for Costs 

Selection 

proprietor of trade-mark by ... 

Series of trade-marks 

each resembling, may be registered ... 
deemed to be associated marks 



... 5, 7 
140, 166 



10 
.. 164 
.. 214 



131, 132 

... 126 

125 

89 

... 224 

47 



1, 2, 146 



78 
79 



Servant 

liability for acts of, under Merchandise Marks 
personal liability of 

Shape of article 

no monopoly in 

Signature 

of applicant, or predecessor, registrable 
must not be of fanciful name ... 
not registrable as a " name " ... 
nor in Chinese characters 

Similar Mark 

registration of, not allowed ... 
unless " old mark " 
or for different goods ... 
use of, by earlier inventor 

„ „ abroad 

registered in country of origin 

Solicitor 

need not write letter before action 
without Counsel, on appeal from Registrar 
costs of, (see " Costs ") 



Ordinance 202, 203 
210, 225 



25, 88, 122, 129 



...13, 14 
14 
12 
14 



53 
...53, 54 
59' 
... 101 
102, 104 
65-68, 105-108 



114 
6 
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Special trade-marks 

termed standardization marks... 
registrable by "person or association" 
not assignable without permission 

■ Suggestion 

by word-mark of nature of goods 
by device „ „ 

Summons or Motion 

appeals to Court to be by 
time for... 

Threatened 

infringement restrainable 

„ abroad ... 







146, 


146 
147 
147 
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, 17 
26 
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41 


48, 
48, 


167 
167 






117 


116 
-120 



' Three Mark Rule 



54 (n) 



' Tickkt 



same as " label ' 



28 



Time 



for opposing registration 
„ proceedings on opposition ... 
„ appealing to Court ... 
„ renewal of registration 
„ completing registration 

may be enlarged by Registrar... 



% 



wrt 



infringement, or passing off, is 

Trads-description 

meaning of, in Merchandise Marks Ordinance 
application of false 
wholly verbal ... 
on imported goods 

Trade-mark 

definition of, in Trade-Marks Ordinance 

„ in Merchandise Marks Ordinance 

entitled to protection under Merchandise Marks 

unregistered 

assignment of ... 

registration of ... 

„ effect of 

removal of 

warranty of genuineness of 

exclusive right restricted to certain goods 



43, 45, 158 
... 159 
48, 167 
...79, 80 
... 160 
... 165 



118, 119 



192 

199, 207 
205 

216, 218, 221 
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.92, 195 


Ordin 


ince... 197 






81 
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37 
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90 
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... 
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'Trade-mark — (continued) 

user of ... 

essential particulars of... 

must be distinctive 

apportionment, amongst partners, of ... 

registered abroad, protected- ... 

prior inventor of 

and patent, difference between 

'Trade-name (see " Name ") 

'Transhipment 

of goods spuriously marked .-. 

TRANSLATION 

of English word, not "invented" 
Registrar may require... 

Trust 

not to be entered on Register... 

but notice of, not to be disregarded ... 

Undertaking 

Plaintiff not bound to accept ... 
required as condition of registration ... 
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65-68, 


lt-6-108 
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101-105 




... 118 



119 



User 



definition of ... 
prior to that of registered mark 
must be continuous 
, in what places ... 
of own name, or place of business 
must be bona fide 

of "old mark" 

of mark registered in country of origin 

cessation of 

public, gives common law right 

occasional, by others prior to registration 

conditions as to place or mode of 

of associated trade-mark 



Validity 

of trade-mark on existing Register 
may be contested within 7 years 
when evidence of, conclusive ... 
only in respect of goods dealt in 
and if not registered in fraud ... 

Variation 

of English word, not " invented " 
ot name of proprietor ... 
of mark ... 
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Warning 

of intended action, unnecessary 

Warranty 

on sale of marked goods 
damages for breach of ... 

Watches 

bearing false trade-description 

Withdrawal 

of application to register 
of appeals 

Word on words (see "Invented") 

registrable as trade-marks 

must not be open to the trade... 

nor descriptive of goods 

but may have indirect reference 

must not be geographical name 

unless specially distinctive 

nor surname 

nor commendatory of goods ... 

unless in dead language 

nor descriptive of registered device 

no monoply in known ... 

acquiring secondary meaning ... 

becoming name of article 

in Chinese characters ... 
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